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Information on intellectual property rights
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Law and Ordinance Amendment Information

® The third party observation system for PCT international applications
(within 28 months from the priority date) was introduced from July
2012 (JPO, www.jpo.go.jp).

® The JPO has started to consider accession to the Locarno Agreement
Establishing an International Classification for Industrial Designs. JPO
aims at acceding to the agreement in 2014 to 2015 (Nihon Keizai
Shimbun, March 4,2012).

Information relating to Government and JPO

® The Intellectual Property Strategy Headquarters has developed the
"Intellectual Property Strategic Program 2012", including as significant
schemes: [1] to promote an international standardization strategy; [2]
to strengthen and support corporate international competitiveness;
and [3] to develop a success model in foreign countries (Intellectual
Property Strategy Promotion Secretariat, www.kantei.go.jp).

® [n the first half (Jan-June) of 2012, the number of cases of import
suspension in customs due to infringement of intellectual property
rights was 13,978, which is a 15.5% increase over the previous year. The
number of suspended import goods was 730,958, which is a 93.1%
increase over the previous year (Ministry of Finance Japan,
www.mof.go.jp).

® From April of 2013, the JPO will start "Collective Examination for Busi-
ness Strategy" on a trial basis aiming at the timely acquisition of patent
rights, targeting new business ventures and international operation-
related technologies (JPO, www.jpo.go.jp).

® Japan, U.S. and Europe plus Korea and China have created a coopera-
tion framework of "TM5" for conducting collaborative research for
countermeasures etc. against malicious trademark applications. Coop-
erative meetings for design rights will be held among the 4 patent
offices of JP, U.S., EP and KR excluding CN. (Ministry of Economy, Trade
and Industry, www.meti.go.jp)

Other Information (Precedents, etc.)

® An appeal hearing was held in the patent infringement action to
demand an injunction etc. filed by ECHIGO SEIKA, Co., Ltd. against Sato
Foods Co., Ltd.(Heisei 23 (Ne) 10002). The Supreme Court dismissed
the appeal and secured an injunction against selling Sato Foods' "Sato
no Kirimochi (rice cake)" and payment of about 800 million yen in
damages (Nihon Keizai Shimbun, September 21, 2012).

® |n the action for an injunction and damages filed by Taiko Pharmaceu-
tical Co., Ltd. against KYOKUTO Co., Ltd. based on the Unfair Competi-
tion Prevention Act, the Osaka District Court dismissed Taiko's claim on
the ground that "Seirogan ( IE £ #1 )" was certified as a generic name.
(Heisei 23 (Wa) 12566).

® |n the patent infringement lawsuit filed by Apple Inc. (U.S.) against the
Japanese subsidiary of Samsung Electronics, Co., Ltd. (Korea), the
Tokyo District Court dismissed Apple's claim on the ground that Sam-
sung's products did not infringe Apple's patent for synchronizing
music files (Heisei 23 (Wa) 27941).

® |n the action filed by Hankyu Dentetsu against Hankyu Jutaku for
cancellation of the registration of the trade name, the Osaka District
Court accepted the plaintiff's claim on the ground that the trade name
used by Hankyu Jutaku causes confusion with the indication of busi-
ness of the plaintiff (Heisei 23 (Wa) 15990).
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[Photograph of Cover Page]
Machine of My Fond Memory

The photograph on the cover page shows an English
typewriter made by Hermes, Switzerland, which has
been kept in storage at my home. This was used
from when my manner of drafting manuscripts of
English letters and specifications was changed from
handwriting to typewriting shortly after the opening
of my office in 1969. After five years, just when |
became familiarized with the typewriter, to increase
my speed my work changed to dictation. This
resulted in the end of my work on the typewriter.
This is a machine of my nostalgia.  (Hisao Fukami)
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Essay on Yung-Cheng Imperial Edicts
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Tadashi Ishii
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Fifth Emperor of the Qing Dynasty, Yung-Cheng

Ichisada Miyazaki(!), a scholar of Chinese history, says that the
greatest autocrat in modern China was Emperor Yung-Cheng(2),
the Fifth Emperor of the Qing Dynasty. Although I imagine
that a dictator would be very tyrannical and sinister and never
listen to others' opinions, and that he would have been
surrounded by corpses, it was not the case for Emperor
Yung-Cheng. I may say that he was rather non-tyrannical as a
Chinese emperor. Then, why is he still an autocrat 2(5)

Dictatorship in China

Under Chinese dictatorships, officials were merely assisting the
son of heaven. Emperor Yung-Cheng collected all information
through his government officials only for his own analysis, and
gave his orders for governing the country. There existed only one
dynasty and numerous government bureaucrats without an
organizational hierarchy. Turning to regional organizations in
China, there was a command hierarchy constituted in descending
order of governor-generals (# 7 ; zongdu), provincial governors
(% 4 ; xunfu), financial commissioners (47 B¢ 7 ; buzhengsi) and
judicial commissioners (# %% Tl ; anchasi), circuit intendants (&
H ; daoyuan), magistrates of prefectures (HI)ff ; zhifu), magistrates
of subprefectures (%I /M ; zhijou), and magistrates of counties (%l
I ; zhishen). In addition to formal reports from regional areas
called regular memorials (78 7 ; ti ben), Emperor Yung-Cheng
required the officials from the governor-generals down to the
magistrates of prefectures to directly submit private documents
called palace memorials (Z&##; zou zhe) to the Emperor.

Letter Box Called Zhe Xia (8H)

When a magistrate of a prefecture was transferred to a regional
area, he was specially permitted to deliver palace memorials
privately to the Emperor. For that purpose, four letter boxes
called zhe xia, which are locked cases, were given to him. This
box had a length of 8 sun and 8 bu (approximately 293 mm), a
width of 4 sun and 4 bu (approximately 147 mm), and a height
of 1 sun and 5 bu (approximately 50 mm). Two keys were
prepared one belonging to the Emperor and one belonging to the
official himself. A huge number of locked cases coated with
yellow lacquer were sent back and forth between regional officials
and the Emperor. The greatness of Emperor Yung-Cheng is that
he read, understood, criticized, gave orders for, and analyzed all
of the huge number of palace memorials, more than ten
thousand a year.

(1) ZEIEATT (1678 (HEER 17) 45-1735 (MEIE 13) 4F) HEERAR D 4 4 o
HEHACEN . ALK 1722 4E-1735 4E,

(2) Bl (1901 (W6 34) 41995 (PR 7) 48] REFIL A & 1,
LSO ER A MBI, HAZNET 2 HEREETDH Y,
EY DR ERICEEL Lo

(3) AFR Ty BT A [HEIE A | (A SCHR) g 2k 1996 45
BLELEL TV b, 4k OIHIET IOMMUI, & BB EH
B G BN 1950 £,
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(1) Ichisada MIYAZAKI (1901-1995) was born in Nagano, and a Professor
of the Faculty of Letters of the Kyoto Imperial University. He was an
oriental historian representing Japan, and particularly well-versed in
modern Chinese history.

(2) Emperor Yung-Cheng (1678-1735) was the fourth son of Emperor
K'ang-hsi and became the Fifth Emperor. His reign lasted from 1722 to
1735.

(3) This essay relies on “Emperor Yung-Cheng” written by Ichisada Miyazaki
(Chuko Bunko) published by Chuokoron, 1996. It is noted that the first
edition of this “Emperor Yung-Cheng” was published as Iwanami Shinsho
“Emperor Yung-Cheng” by Iwanami Shoten, 1950.
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Yung-Cheng Imperial Edicts

Emperor Yung-Cheng entered his office early in the morning
and read the palace memorials and gave orders until late at night.
These orders still remain, and collections of such orders are called
"Yung-Cheng Imperial Edicts (#k4it 7 & ; zhupiyuzhi) ."
a tireless worker, to the point of being legendary for his work
ethic, and at the same time can been seen as being completely

He was

obsessed with handling all matters of governance. I once saw the
Yung-Cheng Imperial Edicts in the Palace Museum () in Taipei,
and I was surprised at the fact that the decorous detailed
instructions and comments in vermillion ink had been written by
Emperor Yung-Cheng himself. This is called "palace memorial
governance” and represents one typical example of Chinese
dictatorship.

Organizational Theory and E-Mail Culture

I gave my imagination free reign while viewing the
Yung-Cheng Imperial Edicts in the Palace Museum in Taipei.
Everybody can consider how to get things done based on
organizational theories. I instantaneously thought of e-mail
culture. Recently, it is quite natural to provide and exchange
information via e-mails not only between organizations but also
between individuals. If one desires, one could obtain all
information. A modern version of the Yung-Cheng Imperial
Edicts would simply be realized.

Capability as an Efficient Connoisseur

If one continues to use e-mail, however, one will suffer from a
flood of information. If this is not the case, one is either merely
vaguely glancing at or ignoring the contents of received mail.
Ultimately, it is important to firmly understand only the
necessary information and handle such information properly.
Though historians obtain knowledge and information on a vast
number of historical facts, they do not analyze, utilize, and
describe all such information. What is important is the
capability of selecting the essentially important knowledge
necessary for describing history, and that requires capability as an
efficient connoisseur.

(4) Hrs i beident & "‘;II: b H, WU X AL DR )
BEA FEBEIR i L H 25550 RALORCE B 2007 4R H
FEFZ S NI FEMVER SN T D 5 IR T 2 e,
WD L& T, Bl - 1Tk T 2012 45 1 R
BERiR L BRI SN TO L1,

©O%EE | Preface

(4) The Palace Museum is now located in Beijing and Taipei, and collections
of the Palace Museum in Taipei boast its overwhelming quantity and
quality. The Palace Museum in Taipei has recently been renovated. The
author saw Yung-Cheng Imperial Edicts on exhibit in the museum before
renovation, but could not find exhibition thereof in the museum after the
2007 renovation in January, 2012.
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Globalization and Future Challenge

‘I%EAKEB Hisao Fukami
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The Publication Culture - One Hundred Million
Theory

The Nippon Intellectual Property Translation Association
(abbreviated as NIPTA) was established in 2004 as an organization
for conducting activities for the development and evaluation of
the ability of translators in the intellectual property field. Mr. Ishii,
Vice-Chairman of our office, and | have been serving as members
of the Council Board of NIPTA, since the initial establishment of the
association.

After Mr. Ishii took the position of Chairman of NIPTA in the fall of
2011, his inaugural greetings appeared in the January 2012 volume
of “NIPTA JOURNAL", the bulletin of the Association.

In his greetings, Mr. Ishii introduced “Publication Culture -
One Hundred Million Theory” which became a topic during his
conversation with an editor-in-chief of a publishing company,
one of his close friends. The “Publication Culture - One Hundred
Million Theory”, is a theory that the threshold minimum population
necessary for the development of a publishing culture by a given
language is about one hundred million. Languages enumerated
as meeting this population requirement include English, German,
French, Russian, Chinese and Spanish, as well as Japanese.

In the case of Japanese, it is on the border, as a country whose
population is barely above the threshold number. It has been
pointed out that the issue of this threshold becomes most relevant
in the case of technical books and academic books, which are
unavoidably small-number publications. It has also been pointed
out that since all publications are made only in Japanese the
information does not go outside the country, resulting in such a
problem as a “black hole” whereby outside information comes into
Japan, but Japanese information does not go outside.

Modernization Using the Japanese Language

Upon Japan’s emergence after the Meiji Restoration (1868)
following the seclusionist policies of the Edo Era, modernization
proceeded in Japan through the introduction and dissemination of
Western culture, science and technology introduced in the form of

January 2013 _vol.3
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publications of Japanese translation.

Due to the availability of these publications in Japanese,
education was widely accessible and the modernization of
Japan was considerably accelerated through this acquisition of
knowledge.

Let me give an example. | specialized in electrical engineering
(communication engineering) in the Faculty of Engineering
during university. This field was one of the technical fields which
achieved the most rapid development. Even by the first half of
the 1950's, merely 80 years from the beginning of the Meiji Era, |
was able to study almost all subjects of electrical engineering and
communication engineering during university with text books and
technical books authored in Japanese. As a result, the opportunity
to study engineering in English was lost.

During the past half century since my graduation from university,
Japan'’s international presence in the world has greatly increased.
In the field of culture and science and technology, Japanese books
have been widely available and it can be seen that the Publication
Culture - One Hundred Million Theory has been proven true.

Since the turn of the century, however, globalization has become
even more conspicuous in many areas such as the economy,
science and technology, culture, business, etc. In this period
in particular, transportation and communication have become
more active, developed and high speed and thus globalization
has further accelerated. As a result, English has had even greater
influence as an international business language and in non-English
countries bilingualism has become even more imperative.

In such a globalized environment, failure to adapt by developing
the necessary skills to achieve mutual communication across
borders will be a great disadvantage in the competition for
economic growth and prosperity. The effort to learn and use not
only our own language but also an international communication
language can be seen in various fields such as culture, science and
technology and business at the level of countries, industries and
even offices,

Globalization Consciousness and Our Future
Challenge

Japan is a non-English country and, in addition, Japanese is
entirely dissimilar to English in terms of linguistics. The fact that
Japanese publications were available even as technical books is
considered in this globalized age a factor making more difficult the
transmission of information abroad and communication in foreign
languages. Without such Japanese materials, the use of English
would have been indispensable.

Looking into the future, in Japan it is estimated that from around
2040 the Japanese population will fall below one hundred million.
In this event, based on the Publication Culture - One Hundred
Million Theory, the availability of Japanese texts may naturally
decrease, encouraging more people to read materials in English.

One of Japan’s great challenges is to embrace bilingualism. The
intellectual property field most necessitates bilingualism. We,
Japanese intellectual property practitioners, must be strongly
conscious of this fact and make an effort to achieve bilingualism as
early as possible, in particular to enhance our international patent
practice ability.
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The Darcy v. Allin Case

—— Approach to a case marking the beginning of the modern patent system ——
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1. Introduction

In the early 17th century, a patent infringement suit was
contested for a patent for playing cards in England, and this
became known as the Darcy v. Allin case. The outcome of
this suit greatly influenced the patent system in England, that
is, establishment of the Statute of Monopolies. Ichiro Kiyose,
a famous Japanese legal scholar, even emphasized that "not
only does the Darcy v. Allin case take an historically critically
important position in the patent system but it also should
always be cited as an important case in terms of the history
of England and English law in general from the point of view
of restriction on exercise of the royal prerogative and as a
straightforward expression of the economic environment at
that time."

In this article, let us review the court decision of the Darcy
v. Allin case. In order to do so, firstly, we must consider the
background at that time.

2. England's Belated Engineers Invitation Policy

England in the 16th century was a country less developed
in technology and economy than continental countries such
as France, Italia, and the Netherlands. England exported wool
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to those countries and imported their textiles. In addition,
England imported such items as metal products, glass
products, and soap, from the Continent.

Queen Elizabeth invited artisans from Continental Europe to
England for the promotion of domestic production, however,
in order to do so, she had to give the invited foreign artisans
privileges in order for them to be able to do such business
activities as manufacturing and sales in England, as an
exception to the privileges which had been given to existing
workers' unions = guilds in England.

As such privileges, it was patents that were given to those
artisans invited from the Continent. Initially, a patent merely
exceptionally allowed manufacturing and sales in England,
however, simply allowing manufacturing and sales did not
work as an incentive for invited artisans. Since ltalian artisans
demanded grant of their rights equivalent to patents in Italia,
which gave them exclusive rights for a certain period of time
in Italian city-states, after the mid-16th century, artisans from
the Continent were granted patents in England which were
also exclusive rights for manufacturing and sales for a certain
period of time. These patents were granted not only in
England but also in Scotland and Ireland.

3. "Bloodsuckers of the Commonwealth"

In granting patent rights serving as exclusive rights for
manufacturing and sales, Queen Elizabeth required payment
of expensive patent fees, and income from these patent fees
greatly contributed to the finance of the Royal Household.
Patent rights were gradually granted to those who could
afford such expensive patent fees, and those people were not
artisans from the Continent but wealthy people in England,
particularly nobles involved with the Royal Household. Such
a result, however, was a great deviation from the original
purpose of the granting of patent rights. In fact, 23 patents
were granted during the period from 1561 to 1570. Among
those patents, 15 patents were granted to foreign nationals
and 8 patents were granted to Englishmen. It can thus
be understood that the invitation of foreign artisans was
promoted. During the period from 1581 to 1590, however, 13
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patents were granted, among which only 2 were granted to
foreign nationals and 11 were granted to Englishmen.

Around 1580, attorneys of such overissued exclusive patent
rights traveled all over England, asserting infringement of
the patent rights against existing various manufacturers,
either halting manufacturing and sales or collecting
unduly expensive royalty fees. In the Parliament, Members
of Parliament from rural areas condemned those patent
attorneys as "Bloodsuckers of the Commonwealth", saying
that "if such tendency does not stop, even bread, our daily
food, will ultimately be in the hands of a private."

There was a raging debate in Parliament in 1601 and even
a bill for prohibiting the grant of patents was introduced.
This bill calling for the prohibition of the grant of patents was
eventually withdrawn, because Queen Elizabeth clarified in
a Royal Proclamation, abolishment of many of the already
granted patents and acceptance of damage suits filed by
subjects who had suffered from the patents. Following this
Royal Proclamation, the Darcy v. Allin case was contested the
next year.

4. Development of the Case

In July 1588, Ralph Bowes acquired his monopoly patent,
with a term of 12 years, for the manufacture, import, and sales
of playing cards. In 1598, after Bowes' right was terminated,
Edward Darcy, who was a member of the noble court,
obtained the right with a term of 21 years.

During this time, T. Allin, who belonged to the smallware
union in London, manufactured and sold 80 sets of cards and
100 sets of other items in Westminster without permission by
the Queen or approval by Darcy, who was the patentee.

The patentee, Darcy, filed a suit against Allin, alleging that
Allin infringed his patent right. The suit started in the spring
of 1602, with the Plaintiff's counsel pleading on behalf of the
Plaintiff in June, and the Defendant's counsel pleading against
the Plaintiff in December. At the end of 1602, Sir Edward
Coke, who was the plaintiff's chief counsel, and Fuller, who
was the defendant's chief counsel, presented arguments, and
the Decision was delivered in May the next year.

5. Assertions by the Parties

The plaintiff, Darcy, asserted that playing cards were
originally not a necessity but an article for playing, and that
their use thereof would vainly spend the time of the English
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people, result in the loss of their assets, and make them idle
in labor. He also asserted that the Queen is the mother of the
English people and the origin of justice and that the Queen
had the prerogative to prevent the abuse of such vanity and
to restrict excessive use.

Darcy asserted that the subject patent right was legitimate
because the Queen restricted the manufacturing of playing
cards in order to prevent the vanity of the people of England
from becoming excessive, and that the defendant, Allin, who
had infringed the patent right, should be liable for damages.
He asserted only the justifiability of his patent, because grant
of the patent right was obvious and infringement of the
patent right by the defendant, Allin, was also obvious.

In response, the defendant, Allin, argued as follows. Exercise
of the royal prerogative and the grant of patents based
thereon should be restricted and should not violate laws
or harm the interests of the people, and such a patent as
imposing a burden on the people should be invalidated.

Playing with cards is a right of a freeman. There was a
precedent of law restricting diceplay in the era of Henry VI,
however, if playing with cards should be restricted, a law
therefor should similarly be enacted. The patent right for
playing cards deprives workers who have been engaged in
the manufacturing of cards of their vested rights. In the era
of Henry VIII, there was a law permitting the King to issue a
Royal Proclamation on freedom and restriction of overseas
trade, and if the King could determine permission/refusal of
business practice based on grant of patents, such laws would
be useless.

Allin concluded by presenting extremely important
arguments: "Now therefore | will shew you how the Judges
have heretofore allowed of monopoly patents, which is, that
where any man by his own charge and industry, or by his own
wit or invention doth bring any new trade into the realm, or
any engine tending to the furtherance of a trade that never
was used before: and that for the good of the realm: that in
such cases the King may grant to him a monopoly patent
for some reasonable time, until the subjects may learn the
same, in consideration of the good that he doth bring by his
invention to the commonwealth: otherwise not."

These arguments greatly influenced the future patent
system in England.

6. Decision by the Court

The Chief Judge, Popham, delivered the Decision.
The Decision approved of most of the assertions made
by the defendant, Allin, and it said that the subject patent
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right for the manufacturing of playing cards was against the
common law in England because it had set the exclusive right
for the manufacture of playing cards and therefore the subject
patent right was invalidated because it was against various
statutory laws.

The grounds for violation of the common law were as
follows.

(1) It was pointed out that in a profession in which people
were generally engaged, to give the sole manufacture to
a specific person per se was against the common law in
England. Namely, "all trades, as well mechanical as others,
which prevent idleness (the bane of the commonwealth)
and exercise men and youth in labour for the maintenance
of themselves and their families, and for the increase of their
substance, to serve the Queen when occasion shall require,
are profitable for the commonwealth and therefore the grant
to the plaintiff to have the sole making of them is against the
common law and the benefit and liberty of the subject.”

(2) In addition, making a specific profession the sole
manufacture of an individual was pointed out as harming
the interests of people who had previously been engaged in
that profession. Namely, "the sole trade of any mechanical
artifice, or any other monopoly, is not only a damage and
prejudice to those that exercise the same trade but also to all
other subjects for the end of all these monopolies is for the
private gain of the patentees."

(3) Furthermore, in granting the subject patent right, the
Queen was regarded as having been deceived. "The Queen
was deceived in her grant; for the Queen, as by preamble
appears, intended to be for the weal public, and it will be
employed for the private gain of the patentee, and for the
prejudice of the weal public."

(4) Finally, unreasonableness of the subject patent right itself
was pointed out. Namely, "it was said that the patent made
to him was void; for forbid others to make cards who have
the art and skill and to give him the sole making of them who
has no skill to make them will make the patent utterly void.
And as to what has been said, that playing card is a vanity,
it is true, if it is abused, but the making of them is neither a
vanity nor a pleasure, but labour and pains." In summary,
from the point of view of the common law, a law would be
required for imposing restrictions on playing with cards.

In addition, violation of various statutory laws was pointed
out. Under the various statutory laws, freedom of profession
should be secured and business practice is free in spite of the
presence of various Charters or customs. Any Charter, Letters
Patent, declarations, orders, customs, and decisions against
that should be invalidated.
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7. Significance of the Decision

The present Decision clarified that even a patent granted by
the Queen would be invalidated if it deprived people of their
conventional professions.

Though the Decision said that such a patent right as an
exclusive right was invalid, it did not clearly mention under
which condition a patent would be appropriate.

However, the Darcy v. Allin case heavily influenced the
patent system of England. The influence did not originate
from the Decision itself, but from the arguments developed
by the defendant's chief counsel, Fuller, which were taken by
the legal community and Parliamentarians as if they had been
included in the Decision. His arguments were very persuasive.

His arguments were later reflected in "Book of Bounty"
written by James | in 1610, succeeded in the Statute of
Monopolies in 1624, and further reflected in the current
patent system.

8. Way to the Statute of Monopolies

In the Statute of Monopolies, how were the assertions
made by the counsel Fuller reflected? Article | of the Statute
of Monopolies declares that monopolies, charters, or the like
granted to a person or a corporation are contrary to the law of
this Realm and shall be void. This Statute of Monopolies can
be said as a restriction on the Queen's power involving the
grant of patents with exclusive rights. This idea accepted the
contents in the Decision in the Darcy v. Allin Case.

What is important with respect thereto is Article VI laying
out the exception to such provisions.

"VI. Provided alsoe and be it declared and enacted, that any
Declaracion before mencioned shall not extend to any tres
Patents and Graunt of Privilege for the tearme of fowerteene
yeares or under, hereafter to be made of the sole working
or makinge of any manner of new Manufactures within this
Realme, to the true and first Inventor and Inventors of such
Manufactures, which others at the tyme of makinge such
tres Patents and Graunts shall not use, soe as alsoe they be
not contrary to the Lawe nor mischievous to the State, by
raisinge prices of Commodities at home, or hurt of Trade, or
generallie inconvenient."
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o2 AT 7Y — 5 — - SRRl

1. 13L&IC

KEESHHA LU &S#]) (& Mayo v. Prometheus#
7T TMayo BEEHIR]) (BT, BRFRIEIZIFER
RS AT 52 L— LAORHREEHEIE OV TER IARE
LB ZE(TIENE Uiz Q0124838 20 BHIR) . REEEASIEI
EEAFL/ A FHBOM. VI RO T PHBCBLTUIEL
FRIBEICIED FT. Mayo BERESRCEAICH e —L
[FABESECETZDDOTIN, ZOHPIG. EESBOHE
G U—LICRESNZBOTREL. VI NI T PHBEDSE
I LU—LICYLTHBATNZBDEES SNET,

2. REICH T B IREEREDOELHEE

KEREFE 101235 USC. §101) (& TFENDOEAK
TJOTR, #i. £EY. BUIFERY. FREENSOD
FHRD DEALNE | MRS EBICIEN 1B EREL
TWET, —HT. AR S EE S HBIIC
ERSNTVET,

BB, 198140 Chakrabarty 2 @ ICBWNT. TA
BIC k> TESNIECDHDIRTDHD| iEEEREICS
FNBCEEHRTDEEDIC. BREE. BRERBLV
HEMT A F7COVNTIF, BTG EETIFENE IR

1. Introduction

The U.S. Supreme Court delivered a noteworthy decision on
patent eligibility of a claim using "laws of nature" or "natural
phenomena" in the Mayo v. Prometheus Decision (the "Mayo
Supreme Court Decision") (Decision on March 20, 2012).
Eligibility often becomes an issue not only in the fields of
medicine and biotechnology but also in the field of software.
Though the claim at issue in the Mayo Supreme Court
Decision relates to a treatment method, the case seems to be
applied also to a process claim in the field of software, without
being limited to a process claim in the field of medicine.

2. Historical Transition of Eligibility in the United
States

According to 35 U.S.C. §101, "any new and useful process,
machine, manufacture, or composition of matter, or any new
and useful improvement thereof" can be patentable subject
matter. On the other hand, the specific scope of patentable
subject matter is dependent on judicial precedents.

The Supreme Court held in the Chakrabarty Decision in
1981 that "anything under the sun that is made by man"
is encompassed as statutory subject matter and that laws
of nature, physical phenomena, and abstract ideas are not
patentable subject matter. As grounds, the Supreme Court
stated that "the Congress employed broad general language
in drafting 101 precisely because such inventions are often

(1) Mayo Collaborative Services, Dba Mayo Medical Laboratories, et al. v. Prometheus Laboratories, Inc., 566 U.S. (2012), Supreme Court

(2) Diamond v. Chakrabarty, 447 U.S. 303 (1980), Supreme Court

14  Fukami Patent Office, p.c. News Letter

January 2013 _vol.3



LEUfc. COEBHEULT, &EHlFE. [EBEEVSBDE
UR U FRARBEFE DD THDHDT. FERIF 101 RKEZRLET
BICHIc > CILE C—MRNERIEZHRA Ufc] ERRNTOE
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FERBICED K DBHEBALEINDDNEF TR TELHELD
T, REBEEMEOEHFEREFRDIEVBDICINETH D
EVDIBEEOSTVDBDEEZ BNFE T,

Chakrabarty #iRD I NEBE TIF. EBNICIE. VT
O TV BHERBIFE IR EE CIF TV EINTLFL
fehh, ZOBEICHENIDiehr#iR ¥ [Cko>T. 207
tHIRELEEINT LIS,

Diehr¥iR([CBVWTCHEBICE > feoy L—LlE. TIYFILT
VEaA—5ZERVWCILRE T U ARZERIET 2757EICET
BDHDTHOH. IHEEICDVTOT7 L =R AERERN
CTITUVAKZBENICA—T VI IREEHELTHDE
9, mERlF. [2UZZEUCEEIC, BRXZaAZTDHY
U—LH, FPEACRETDCENTFESNCLVDHAEZR
R EERICFAEIC, TORZEEXCTBEBRITSHHD
THDHBAICF. ZDOIL—LIF101ROBHEiEZT | &
HRUF LTz, DiehrfiRICKk>T. £<DIVE1—5E
EFHANHBES FOREF SN ZEICEDFR U,

T O[T, EFIEER K E FL P (United States Court of
Appeals for the Federal Circuit: LA FTCAFCIEFFLE TS )
HY. 1998 4 (D State Street #Ii% ¥ & & U 1999 4 D AT&T
HR O (CBOTE YRR ED B H TR EEICEDED
CERYRTDHE. VWDODDE IR T — LSBT
b & Uz, State Street iR T (&, "useful, concrete and
tangible result" 7 X bOBRAMDHIREIN. CAFCH 2008
FDBilski B @ LBV TZFDERABEBEIDET. &
FEEMEICDWVTIE. D "useful, concrete and tangible
result" > A AL NZE Uz,

CAFCI&. 2008 F D Bilski ¥IRICHWT, #ERD "useful,
concrete and tangible result"> X MICH R T, il
"machine-or-transformation” =X & (LI'F [ MOT X
M EMULET,) ZAVDIRECEZHRULE UG, D
CAFCIC & Bilski#likm Harmir " (CBVT. BERIF.

(3) Diamond v. Diehr, 450 U. S. 175 (1981) U.S. Supreme Court

unforeseeable." Thus, the Supreme Court clarified that, if
a certain claim does not fall under laws of nature, physical
phenomena, and abstract ideas, that claim falls under
patentable subject matter. It seems that the Supreme Court
has taken a position that requirements for eligibility should
be relaxed as much as possible because the kind of invention
that will be invented in the future is unpredictable.

Until the Chakrabarty Decision, practically, a software-related
invention had not been regarded as patentable subject
matter. In the Diehr Decision delivered in the following year,
however, such principles remarkably changed.

The claim at issue in the Diehr Decision related to a method
of operating a rubber-molding press with the aid of a digital
computer, and required the step of opening the press
automatically by using the Arrhenius equation for reaction
time. The Supreme Court held that "when a claim containing
a mathematical formula implements or applies that formula in
a structure or process which, when considered as a whole, is
performing a function which the patent laws were designed
to protect, then the claim satisfies the requirements of § 101."
After the Diehr Decision, many computer-related inventions
were filed and granted patents.

In addition, when the United States Court of Appeals for the
Federal Circuit ("CAFC") held in the State Street Decision in
1998 and the AT&T Decision in 1999 that a business method
can be patentable subject matter, what is called a business
patent became a boom. In the State Street Decision, the utility
of the "useful, concrete and tangible result" test was held, and
this "useful, concrete and tangible result" test was used for
determining eligibility until the CAFC denied its usefulness in
the Bilski Case in 2008.

The CAFC held in the Bilski case in 2008 that the "machine-
or-transformation” test (the "MOT test") should be used
instead of the conventional "useful, concrete and tangible
result" test. In the Appeal Decision of the CAFC's Bilski
Decision, the Supreme Court stated that "the machine-or-
transformation test is not the sole test for what constitutes a
patentable process; rather, it is a critical clue" and held that
depending only on the MOT test is not appropriate, although
it admitted usefulness of the MOT test.

The United States Patent and Trademark Office prepared
interim guidelines in conformity with the MOT test and the
Examiners have determined eligibility under these guidelines.

The subject case was examined around the time of the
CAFC Decision and the Supreme Court Decision in the Bilski
case, and we can glimpse the difference in approaches to
eligibility between the CAFC and the Supreme Court.

(4) State Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998)

(5) AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352 (Fed. Cir. 1999)

(6) In re Bilski, 545 F.3d 943 (Fed. Cir. 2008)
(7) Bilski v. Kappos, 08-964 (2010), U.S. Supreme Court

©Fman | Article = TESRERIZ A LIe A RBDRFFFREBERNE | HEONCKERSHYIR
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3. EORE

(1)ER
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INODREFIF. BeREBEREZ BT DIcHDFT 4TI
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DE(SH T HAHIBEBICEFOTHOD. HFEDEE(ICDON
T IRAEN%BED (BEFRIERDBRIENGD D) DH\ &
FelFBRABHNEEE CIFIFHROEVDDOZEEHHIKT S
CEFEULWLTENISNTWVE U, ABEFRAF. DX
ARFAEDBENEZHIRTT DIcHDITHEICEITSNTHOHRT,

ER AT Mayo Clinic Rochester and Mayo Collaborative
Services (M Mayo] EFIMULETo) (& ULIESKDE. &
NoDEZMTAMZEAULERALTVEI UL, LLMULED
5. 20044 (S, Mayold. BEDT R (BHZHKT D
EHDRBMUANILDOULEWMEZRIDELICHD) ZEAS
FUORFETDIERND DD EZRETULE UL, TDRER
Prometheus!d. %EFREZIFRUCRLZIRELSE U,

(2) ¥ I L—L

(YRS IOIAVAIN L SAVEIN|

RENEMBREREDUE(CH T HaEMWRZRELT D
FETHOT.

(a) IR RENEMBERAERZE I DEEICHLT, 6—
FFIT7 T o%E"RS L.

(b) BIECREN U BHERRZH I DR EEDO —F 4
TT7 Z2DUNVERE UL

6—FFITZDULNILHE X 10°EDFRIMERGD =D £
230pmol KB THNF., ZNLRRICHIEEEE RS IND
AIECEDEZIEMNS BN EN DD L&A L.
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3. Contents of Case

(1) Background

Respondent, Prometheus Laboratories, Inc. ("Prometheus”),
is the sole and exclusive licensee of United States Patents Nos.
6,355,623 and 6,680,302. It sells diagnostic tests that embody
the processes the patents describe.

These patents concern the use of thiopurine drugs to treat
autoimmune diseases. When ingested, the body metabolizes
the drugs, producing metabolites in the bloodstream.
Because patients metabolize these drugs differently, doctors
have found it difficult to determine whether a particular
patient's dose is too high (risking harmful side effects), or too
low, and so likely ineffective. The invention in the subject
application is directed to a method for determining whether
the dose is too high or low.

For some time, petitioners, Mayo Clinic Rochester and Mayo
Collaborative Services (collectively "Mayo"), bought and used
those tests. But in 2004 Mayo announced that it intended to
begin using and selling its own test (a test using somewhat
higher metabolite levels to determine toxicity). Prometheus
then brought this action claiming patent infringement.

(2) Claim of Interest

[Claim 1 of the '623 Patent: Representative Claim]

A method of optimizing therapeutic efficacy for treatment
of an immune-mediated gastrointestinal disorder, comprising

(a) administering a drug providing 6-thioguanine to a
subject having said immune-mediated gastrointestinal
disorder; and

(b) determining the level of 6-thioguanine in said subject
having said immune-mediated gastrointestinal disorder,

wherein the level of 6-thioguanine less than about 230
pmol per 8x10% red blood cells indicates a need to increase
the amount of said drug subsequently administered to said
subject and

wherein the level of 6-thioguanine greater than about 400
pmol per 8x10° red blood cells indicates a need to decrease
the amount of said drug subsequently administered to said
subject.

(3) Development of the Case

May 16, 2008: Decision in the court of first instance (District
Court Decision)

[Not Falling Under Patentable Subject Matter] Though the
Mayo test infringes the subject patent, the claimed invention
virtually claims laws of nature or natural phenomena.

October 31, 2008: the Bilski case Decision

Abolishment of the "useful, concrete and tangible result”
test and introduction of the new MOT test were held.

September 16, 2009: the CAFC Decision (first)

[Falling Under Patentable Subject Matter] The CAFC
pointed out that in addition to these natural correlations
(relation between the thiopurine metabolite level and toxicity
and efficacy of the dose of thiopurine drug), the claimed
processes specify the steps of "administering a [thiopurine]
drug" to a patient and "determining the [resulting metabolite]
level." These steps, it explained, involve the transformation of
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the human body or of blood taken from the body. Thus, the
patents satisfied the "MOT test".

June 28, 2010: the Supreme Court Decision in the Bilski
case

June 29, 2010: The case was remanded to the CAFC,
responding to the Supreme Court Decision in the Bilski case.

December 17, 2010: the CAFC Decision (second)

[Falling Under Patentable Subject Matter] The CAFC
thought that the "machine-or-transformation test,"
nonetheless led to the "clear and compelling conclusion”
--+ that the -+ claims --- do not encompass laws of nature or
preempt natural correlations.

March 20, 2012: the Supreme Court Decision in the
subject case

(4) Contents of the Decision

The Supreme Court concluded that the claim of interest
did not fall under patentable subject matter, on the following
grounds.

"Although 'laws of nature, natural phenomena, and abstract
ideas' are not patentable subject matter under § 101 of the
Patent Act, 'an application of a law of nature  --- to a known
structure or process may deserve patent protection. But to
transform an unpatentable law of nature into a patent eligible
application of such a law, a patent must do more than simply
state the law of nature while adding the words 'apply it."

"Because the laws of nature recited by Prometheus' patent
claims — the relationships between concentrations of
certain metabolites in the blood and the likelihood that a
thiopurine drug dosage will prove ineffective or cause harm
are not themselves patentable, the claimed processes are
not patentable unless they have additional features that
provide practical assurance that the processes are genuine
applications of those laws rather than drafting efforts
designed to monopolize the correlations. The three additional
steps (the author's note: (a) the administering step and (b) the
determining step as well as matters described in the wherein
clauses in the claim above) in the claimed processes here are
not themselves natural laws but neither are they sufficient to
transform the nature of the claims."

Fukami Patent Office, p.c. News Letter 17
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4. Response by the United States Patent and
Trademark Office

The United States Patent and Trademark Office issued
on March 21, 2012 the day following of the Supreme Court
Decision in Mayo, Preliminary Guidance on Examination
Procedure, and published on July 3, 2012 "2012 Interim
Procedure for Subject Matter Eligibility Analysis of Process
Claims Involving Laws of Nature."

According to this Interim Procedure, in order to determine
eligibility of a process claim, three inquiries are to be made.

Inquiry 1:

Is the claimed invention directed to a process, defined as an
act, or a series of acts or steps?

If the answer to this Inquiry 1 is Yes, the procedure proceeds
to Inquiry 2. On the other hand, if the answer is No, this
analysis is not applied but instead, Interim Examination
Instructions for Evaluating Subject Matter Eligibility Under 35
U.S.C. §101 published on August 24, 2009 in response to the
Supreme Court Decision in Bilski are applied.

Inquiry 2:

Does the claim focus on use of a law of nature, a natural
phenomenon, or naturally occurring relation or correlation
(collectively referred to as a natural principle herein)? (Is the
natural principle a limiting feature of the claim?)

If the answer to this Inquiry 2 is Yes, the procedure
proceeds to Inquiry 3. On the other hand, if No, this analysis
is complete, and the claim should be analyzed to determine
if an abstract idea is claimed based on the "2010 Interim Bilski
Guidance."

Inquiry 3:

Does the claim include additional elements/steps or a
combination of elements/steps that integrate the natural
principle into the claimed invention such that the natural
principle is practically applied, and are sufficient to ensure
that the claim amounts to significantly more than the natural
principle itself? (Is it more than a law of nature + the general
instruction to simply "apply it"?)

If the answer to this Inquiry 3 is No, the claim is not patent-
eligible. On the other hand, if Yes, the claim is determined as
patent-eligible.

Since the United States Patent and Trademark Office has
given advance notice that it will prepare comprehensive
guidance after decisions are delivered in the Myriad case and
the Ultramercial case currently being examined in the CAFC,
we must keep an eye on development of eligibility in the
United States also in the future.

5. Our Observations and Practical Patent
Strategies

Provisions in 35 U.S.C. §101 are also for preventing a
specific patentee from monopolizing or preempting a broad
right. On the other hand, in order not to discourage future
inventions, there are also demands that requirements for
eligibility be relaxed as much as possible. The CAFC tried to
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meet such apparently contradictory demands by employing
the MOT test. It seems that the MOT test was introduced in
consideration of stability in examination, foreseeability, etc.

In contrast, the Supreme Court takes a position against
uniform determination of eligibility based on the MOT test.
In the subject Decision, the Supreme Court relied on such
judicial precedents as the Flook Decision (1978) and the Diehr
Decision (1981) and held approaches to determine a practical
application added enough to laws of nature and natural
phenomena, rather than the "claim as a whole"approach.
Consequently, in addition to the Interim Examination
Instructions based on the conventional MOT test, the Interim
Procedure based on the subject Decision is also applied,
which has resulted in complicated examination practice.

The newly published Interim Procedure is applied to an
invention focusing on use of a natural principle (such as laws
of nature, natural phenomena, or naturally occurring relation
or correlation, etc.). Typically, a claim including an equation
(such as a method of estimating state of charge of a battery
by using a specific function having a current, a voltage, and
a temperature as variables) will be applicable. It would be
necessary to draft a specification and claim(s) for such an
invention.

(1) To elaborate a pre-process and/or a post-process

It will be necessary to specifically describe in the
specification, what kind of information should be obtained
and how it should be obtained in order to use a natural
principle (pre-process) and how results obtained by using a
natural principle are used and what kind of final results are
obtained (post-process). Though it may be unnecessary
to initially include such a limitation in claim(s), it may be
necessary to describe such a limitation in the specification so
that one can subsequently assert application.

(2) Drafting of an apparatus claim

The present Supreme Court Decision is directed to a
process claim, and also in the Interim Procedure, whether
or not a claim is directed to a process is determined. The
present Interim Procedure does not seem to be applied to an
apparatus claim.
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1. Introduction

If trademark right infringement becomes an issue in sales of
goods through Internet mail-order, a seller of the goods will
undoubtedly be held liable as a trademark right infringer.

On the other hand, an operator of a mail-order business
web site does not directly sell goods. From the point of view
of whether or not the operator has been involved in sales
of goods in any manner, however, the operator of the mail-
order web site can also be regarded as being involved in sales
of goods, with its position as a “provider of a venue.” Then,
is there a case where not only the one who directly sold the
goods but also the one who has acted as a mere “provider of
a venue” have some liability for trademark right infringement?
If there is such a case, under what conditions is the provider
liable for trademark right infringement?

The above-indicated decision is very interesting as a leading
case which decided these aspects for the first time.
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2. Outline of the Case

(1) The Court of First Instance (Tokyo District Court, Heisei
21 (wa) No. 33872)

An Italian company, Perfetti Van Melle S.p.A. (hereinafter
referred to as “Perfetti”) is a company which manages
two trademark rights in addition to Japanese Trademark
Registration No. 4296505 relating to the trademark shown on
page 20.

Perfetti found that caps, cell phone charms, and similar
goods with the trademark above were exhibited and sold
without its approval in “Rakuten Ichiba”, which is the Japan’s
largest Internet shopping mall.

Perfetti demanded an injunction under Paragraph 1 of
Article 36 of the Trademark Law and/or Paragraph 1 of Article
3 of the Unfair Competition Prevention Law and damage
compensation under Article 709 of the Civil Code and/or
Article 4 of the Unfair Competition Prevention Law, alleging
against Rakuten, Inc. (hereinafter referred to as “Rakuten”)
operating and managing “Rakuten Ichiba” that exhibition and
sales of the goods above in “Rakuten Ichiba” fell under an act
of infringement of Perfetti’s trademark right above or unfair
competition (Paragraph 1 (i) and (i) of Article 2 of the Unfair
Competition Prevention Law).

In the decision in the first instance the Court dismissed the
demand by Perfetti, saying that Rakuten was not a trademark
right infringer, on grounds that the seller had directly
transferred ownership of the goods to the customers and
Rakuten was not a party of the sales contracts above.

(2) The Court of Second Instance (Appeal of the Present
Case)

Perfetti appealed to the Intellectual Property High Court
against the decision of the Court of first instance.

In the appeal, Perfetti argued that Rakuten was a trademark
right infringer, mainly pointing out the following:

i) Rakuten is substantially involved with sales acts including
payment settlement, etc.

i) Rakuten collects system usage fees from sellers.

iii) Rakuten is liable for tortious acts on grounds the same
as those in copyright infringement cases, such as Videomates
case (March 2, 2001 by No. 2 Petty Bench of the Supreme
Court; Minshu, Vol. 55, No. 2, p. 185).

Rakuten argued against the Perfetti's assertions above, as
follows:

i) Rakuten merely provides transaction venues and collects
usage fees for the venues when a deal was done, and
Rakuten is not an entity for the sales of goods.

ii) The system usage fees are more inexpensive than the
proportion (approximately from 5 to 10 % of sales) of rents
for real shopping malls and Rakuten cannot be regarded as
an entity for the sales of goods.

The appeal court upheld the decision of the Court of first
instance and rejected the appeal filed by Perfetti. At the
same time, the decision of the appeal court stated that even
a “provider of a venue” like Rakuten in the present case may
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be liable as a trademark right infringer under certain specific
criteria. The appeal court held however, that Rakuten did
not meet the criteria and it was not liable for trademark right
infringement.

The appeal court specified the criteria as follows.

(a) If an operator of a web page is one who not only
prepares an environment or the like for a seller to open a
web page, but also provides an operation system, permits/
rejects applications of shop openings from sellers, controls
and manages suspension of services, stops shop openings,
or the like of sellers, and receives profits such as reception of
basic shop opening fees or system usage fees from sellers;
and

(b) if the operator knew that a seller infringed a trademark
right or there were grounds reasonable enough to find that
the operator could have known such fact; and

(c) if the operator then fails to delete the infringing
contents from a web page within a subsequent reasonable
period of time,

it is reasonably understood that, after lapse of the period
above, an owner of a trademark right is permitted to demand
of the operator of a web page, an injunction and damage
compensation the same as those for a seller on the ground of
trademark right infringement.

The appeal court then held that Rakuten did not infringe the
trademark right because it deleted the web page within the
“reasonable period of time” (within 8 days) shown in (c) above.

3. The Decision in the Appeal Court

(1) “Provider of Venue” and Trademark Right Infringement

This decision means that, when an operator of a mail-order
business web site fails to take measures against trademark
right infringement that occurred on its web site, the operator
itself would also be involved in a trademark right infringement
issue. It should be said that a strict decision has been
delivered for a mail-order business web site operator.

Thus far, against such trademark right infringement in what
is called Internet transactions, an owner of a trademark right
has had to take individual measures for infringement exclusion
such as warnings and demands for injunctions specifically to
each seller of infringing goods, and it has conventionally been
considered difficult to allege trademark right infringement
against a web site operator under the provisions in the
Trademark Law. This is because Article 25 of the Trademark
Law defines the effect of the trademark right as “[have] an
exclusive right to use the registered trademark with respect to
the designated goods or designated services,” and in terms of
interpretation thereof, it is considered that it is necessary that
the trademark being infringed is being “used” by the infringer.

In this regard, a web site operator does not directly sell
infringing goods but is simply a “provider of a venue” for sales
of goods. Therefore, a web site operator is not regarded as
one who “uses” the registered trademark and an owner of the
trademark right must enforce its trademark right individually
on a seller, rather than on a web site operator.
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(2) Criteria for Risk to Be Regarded as Trademark Right In-
fringer

The key point in the Decision in the appeal court in the
present case is that the appeal court overturned the above-
described attitude, and it mentioned for the first time the
possibility that even a mail-order business web site operator in
addition to a seller may be a trademark right infringer as seen
in the criteria above, and it showed such criteria.

Under the current situation, with Internet businesses rapidly
growing, not permitting any remedy for trademark right
infringement other than individual and specific enforcement
of a trademark right for each case is out-of-date. It is a practice
which does not match the Internet business society expected
to increasingly develop in the future, and such practice may
eventually make a trademark right worthless. On the other
hand, a shopping web site operator or a manager of an
Internet auction can very easily exclude an infringing party
from a web site, based on its position as a server administrator.
From such a point of view, making a shopping web site
operator or a manager of an Internet auction liable under
certain criteria per se seems to be reasonable.

What becomes an issue here is to which extent the criteria
requires a web site operator to fulfill duty of care and duty
of action, that is, strictness of the criteria for the web site
operator. This is because, if an excessively heavy duty of care
and duty of action is imposed on a web site operator, such
a measure could restrict Internet businesses and may cause
stagnation of economic activities through the Internet.

(3) As to Criteria (a)

These criteria require both management and profit-
making of a web site operator as conditions to be regarded
as a trademark right infringer. Namely, requirements for
management are to “permit/reject applications of shop
openings from sellers and to control and manage stopping of
shop openings, or the like,” and requirements of profit-making
are to “receive basic shop opening fees, system usage fees, or
the like from sellers.”

These criteria have cited the “Karaoke Doctrine” in the
field of copyright. In the field of copyright, there are several
cases where not only the direct infringer of the copyright but
also a “provider of a venue” like Rakuten in the present case
were held liable as copyright infringers. The most famous
and important case among them is the “Club Cat’s Eye case”
(Supreme Court, March 15, 1988; Minshu, Vol. 42, No. 3, p. 199).

In the Club Cat’s Eye case, whether or not a karaoke snack
bar allowing a guest to sing a song could be regarded as
the subject of an act to infringe copyright (the right of
performance) was disputed. The Supreme Court pointed
out that (i) the guest sang under management by the snack
bar, and (ii) the bar made a profit by installing karaoke
machines and allowed guests to use them, thereby showing
(i) management and (i) profit-making as criteria for a “provider
of a venue” to be regarded as a copyright infringer. These
criteria provided by the Supreme Court are called the “Karaoke
Doctrine”, and thereafter this Karaoke Doctrine has been
applied to decisions in lower level courts.

In the decision in the appeal court in the present case, the
“"Karaoke Doctrine” above has been cited as one of the criteria.
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In spite of a difference between “works” under the Copyright
Law and “goods” under the Trademark Law, from the point
of view of the criteria that should be used to determine
whether an alleged infringer should be viewed as equally
responsible as a direct infringer, it does not seem that much
difference should be made between the Copyright Law and
the Trademark Law. Therefore, no particular strangeness was
felt in citation of the Karaoke Doctrine per se as one of criteria
in the decision in the appeal court in the present case.

Many on-line shopping malls including Rakuten Ichiba
seem to satisfy the conditions of management (providing an
operation system, permitting/rejecting applications of shop
openings from sellers, controlling and managing suspension
of services, stopping of shop openings, or the like of sellers)
and profit-making (receiving profits such as reception of
basic shop opening fees or system usage fees from sellers).
Therefore, in many cases, whether or not to be liable for
trademark right infringement may often be determined based
on whether or not criteria (b) and (c), which will be described
later, are applicable. Though whether or not Rakuten satisfies
criteria (a) has not been specified in the decision in the appeal
court in the present case, it seems that the court decided that
Rakuten is not liable for trademark right infringement under
criteria (c) below, on the premise that Rakuten satisfies criteria
(a.

(4) As to Criteria (b)

This requires that a web site operator knew the fact
of trademark right infringement, or there are sufficient
reasonable grounds to find that the operator could have
known such fact.

In order to find whether an alleged infringer should be
viewed as equally responsible as a direct infringer, naturally,
recognition of fact is required, and it would be necessary to
provide this criterion.

The day “when one knew” would actually be defined as the
day when an owner of a trademark right or the like pointed
out the fact of trademark right infringement. In the decision,
the “day when a contents-certified mail arrived” and the “day
when a complaint of a principal action was delivered” have
been exemplified as days when one is found to have known
trademark right infringement in the present case. From
the point of view of balance between avoiding excessive
burden on a web site operator and the necessity to eliminate
trademark right infringement, this seems to be a reasonable
criterion.

(5) As to Criteria (c)

This requires a web site operator to eliminate the infringing
state within a “reasonable period of time” from the time it
knew such fact. The key point here would be the extent of
“within a reasonable period of time.”

In the Decision in the appeal court in the present case, 8
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days from the day of delivery of the complaint of the principal
action has been determined as a reasonable period of time. In
the present case, at least this period falls under the “reasonable
period of time.”

This “reasonable period of time” should not uniformly
be determined as within xx days, but it should flexibly be
interpreted depending on the case. If a person calling
himself/herself an owner of a trademark right tells a mail-
order business web site operator that certain goods sold
are infringing goods and demands prompt deletion of the
goods from a web page, the web site operator will naturally
be required to take action, however, demand by the owner
of the trademark right may not necessarily be reasonable.
For example, if such goods are sub-licensed goods or parallel
import goods, these goods do not establish trademark right
infringement. The web site operator will at least need the
time to contact the seller for checking whether or not the
goods are infringing.

Depending on complexity of the case, the time required for
checking will be different. If the “reasonable period of time”
were understood as extremely short and prompt elimination
of infringement were excessively prioritized, goods which
could be sold without any problem would be unreasonably
excluded from markets. Interpretation of the “reasonable
period of time” for keeping balance therebetween is
necessary, however, all we can do now is to just wait for the
accumulation of cases in the future.

4, Conclusion

The Decision in the appeal court in the present case has
clarified that, regarding trademark right infringement on an
Internet mail-order business web site, a web site operator may
be regarded as an infringer and a certain duty is imposed on
the operator to avoid such a situation. This decision expands
the risk to be regarded as the subject of an infringement act,
and as described in this article, excessive expansion of the
risk to be regarded as an infringer may lead to the restriction
of Internet businesses. For this reason, great care would be
required.

Decisions in which a “provider of a venue” can be regarded
as an infringer in Internet businesses seem to increase in the
wake of this decision of the appeal court. We hope that mail-
order web site operators and others which are providers of a
venue also understand their requirements to properly address
trademark issues in the future.
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Maintaining Your
Body Balance

Keiko Mizumoto

Secretarial Group Leader + Trademarks

ersonally, I have always been concerned with my

body's biological balance including my circulatory
and nervous systems. A sufficient quantity of sleep, proper
balance of food and calm condition of mind will help these
systems (water, blood/lymphatic system, and mind) be active,
smooth and balanced and they will be able to interact deeply
with each other. A well-balanced body will build up good Qi
(life energy) which will strengthen our vitality.

As one of the senior secretaries in this office, | am also con-
cerned about the biological balance of our employees and
attorneys. When I have an orientation for newly employed
secretaries, | occasionally explain that a well-balanced body
will give them productive energy and assist them to think logi-
cally and in a careful manner. This means that we can live and
work with productivity and concentration. Knowing my con-
dition everyday, | am always aware of the need to coordinate
my schedule or re-arrange my responsibilities in order to
enable me to clear my numerous daily tasks with vitality and
with a positive mental attitude, as much as possible.

When I am involved in arranging overseas meetings or con-
ferences for our patent attorneys including business tours to
foreign countries, | consider carefully the most efficient way to
prepare their schedules - the order of their visits, methods of
transportation, food or hotel accommodations - in the hope
that our patent attorneys can keep themselves in a good
balanced condition while they are in foreign countries.

Regarding the need for a proper amount of sleep, Mr.
Fukami, our Chairman, provides a good example for our mem-
bers. He always tries to go to sleep at night around 10:00 pm
and get up early in the morning, based on his knowledge that
somatotropic hormones are most active from 10pm to 2am at
night, resulting in the most effective recovery from fatigue.
Mr. Morita, our President is another good example. He has
been doing a kind of Qigong martial arts which involves deep
breathing, to keep his body balanced. | realize that my Qi
becomes stronger after engaging in stretching exercises. In
my case, something that uses the right hemisphere of my
brain (such as crafts using my fingers) seems to make my body
balanced and relaxed, while | use my left hemisphere, eyes and
fingers for personal computer tasks each day in the office.

Understanding your true condition first, what kind of meth-
ods do you use to keep your " ¢ 5 " (Qi), maintain your body
balance and enrich your life? Let's share our ideas. | think it is
the key to a rich and productive life both inside and outside
the office.
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Common Errors in Patent English

Gerald Thomas B.A. LL.B.-
Director of Foreign Affairs - Fukami Patent Office
Barrister & Solicitor (1993 - British Columbia, Canada)

Common Errors in Patent Office Business Writing

Business letter writing is a skill that is developed by learning the theory of professional style and having frequent
practice. In this issue | will talk about how to start an English business letter properly in two specific situations to create a
positive professional impression.

The First Paragraph - Get to the point!

Japanese business letters generally have a standard formal etiquette that must be observed. Usually they start with a
"jikoo aisatsu" (D #4E) |, a characteristic polite phrase/expression referring to the season. In an English business letter,
such an opening is considered unnecessary. The first paragraph of an English business letter should quickly identify the
relevance of the letter to the reader, so that the reader will understand why the writer wrote it and why the reader should
read it. Please see the examples below:

Example 1 - When responding to correspondence received from another party
If the letter is part of an exchange of previous communication, it is important to identify the topic and the date of the
communication that immediately preceded the current letter. For example:

Thank you for your (letter/telephone call/meeting) of May 16, 2012 regarding the subject application.
We would like to respond below to your enquiries (in your letter/of your call/during that meeting).

The example above tells the reader both the date of the previous communication and the topic. It also tells the reader
that this letter is written to respond to the previous communication. The reader can quickly understand the importance of
the letter from the first paragraph.

Example 2 - When the letter is a second contact before the reader has responded to
the previous communication
If the letter is written consecutively, without a response from the other side to your earlier communication, it is
important to identify your own previous communication.

This letter is further to our (letter/telephone conversation/meeting) of May 15, 2012 on the issue of drafting
a license agreement regarding the subject patent. We have recently received additional instructions from
our client and would like to incorporate these changes into the draft agreement.

The example above explains that it provides additional information, adding or modifying the previous information from
earlier correspondence. This makes it highly relevant for the reader.

By writing a strong opening paragraph you can create a good first impression on the reader by giving the essential
information up front. Be direct and be positive!

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
twelve years. In 2010 he assumed the position of Director of Foreign Affairs. In this position he supervises and ensures the quality of
English communications between Fukami Patent Office and its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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