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Law and Ordinance Amendment Information

® The government of Japan made a cabinet decision as to a basic plan
for future intellectual property policy, including fundamental revision
of the employee invention system. The basic plan includes discussions
for changing the employee invention system such that the right to
obtain a patent, which is originally given to an employee under the
current system, is given to (i) an employer at the time of application, or
(ii) the employee or the employer in accordance with a contract
therebetween (Cabinet Office, June 7, 2013).

® |n the first meeting of the Intellectual Property Committee of the
Industrial Structure Council, the Ministry of Economy, Trade and
Industry compiled a report on an ideal trademark system to protect
new types of trademarks combined with motion, holograms, colors
without profiles, positions, and sounds. Amendments to the
Trademark Law will be submitted (Ministry of Economy, Trade and
Industry, September 11, 2013).

Information Relating to Government and JPO

® The JPO revised the examination guidelines on "Requirement of Unity
of Invention" and "Amendment that Changes a Special Technical
Feature of an Invention" to accept addition of other invention(s) for
examination if it is efficient to examine the inventions collectively. The
revised examination guidelines are applied to examinations on/after
July 1, 2013 (JPO).

® The JPO started the Collective Examination for Business Strategy in
April, 2013. The Collective Examination is applied to not only a group
of technically related applications but also a group of applications
including patent applications regarding products and services
associated with new business and global business. The group of
applications may include an application for design registration and an
application for trademark registration (JPO).

® The JPO introduced a new television conference system in April, 2013,
permitting interviews during examination using personal computers
and mobile terminals through the Internet connection. For one
interview, ten devices can be used at maximum (JPO).

Other Information (Precedents, etc.)

® The Tokyo District Court ordered Apple Inc. (U.S.) to pay approximately
330 million yen in damages to an independent inventor for infringing
on his patent in relation to the round switch of the portable music
player, iPod. In the patent infringement suit, the plaintiff had
demanded 10 billion yen for compensation (Heisei19(Wa)2525,6312).

® |n a patent infringement suit regarding a printer, based on a diagram
made more than 20 years ago (exterior diagram of a printer delivered
from the defendant to its customer in August, 1988) as evidence, the
Tokyo District Court ruled in favor of the defendant that the invention
of the subject patent is invalid because it had been publicly worked in
Japan before the application of the subject patent (Heisei23
(Wa)21311).
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Book of My Fond Memory

The photograph on the cover page shows the first
edition of "Commentary compiled by the JPO", of
the current IP Laws (completely revised in 1959,
effective in 1960), which has been kept on a
bookshelf at my home. In 1960, when | tried to take
the first patent attorney examination under this
current law, no reference books on the current law
had been authored by scholars or practitioners. The
commentary shown in the photograph here was the
only resource available for the examinees to use.
Through repetitive reading of this book | was able to
pass the exam. This is my most important book,
marking a turning point in my professional life.

(Hisao Fukami)
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Toyo Bunko in Komagome, Tokyo

Toyo Bunko is a museum for Oriental cultural studies, which
was founded based on the former Morrison Library purchased by
Hisaya Iwasaki of the Mitsubishi group in 1917, together with
old precious Chinese and Japanese documents collected by
Hisaya himself. Toyo Bunko is located in Komagome, Tokyo. It
is about a five-minute walk from Komagome station on the JR
Yamanote Line and is situated in a quiet residential area. It has
become my pleasure to sometimes visit Toyo Bunko when I go
to the center of Tokyo and have enough time. Recently, the
building of Toyo Bunko has been renewed and the viewing
system has also been improved. Therefore, many people now

visit Toyo Bunko.
Morrison Library

George Ernest Morrison from Australia played an active role in
Beijing during the turbulent times from 1897 to 1920, first as a
correspondent for the London Times, and then as a political
adviser to the government of the Republic of China. Although
he was pro-Japanese at first, he gradually became anti-Japanese
and pro-Chinese as he was faced with the behavior of the
Japanese army in China and the continental policy by the
Japanese government. Putting aside such political movement by
Morrison in China, he was also a great collector of China and
Asia-related documents and Toyo Bunko is based on his
collection, which must be highly valued. He collected 24,000
extremely precious Asia-related books. In China during
turbulent times, so many precious books were up for sale.

The Morrison Library houses 77 kinds of books such as the
12th century-version Records of the Grand Historian (a national
treasure), the only general outline of Japanese Christian doctrine
existing in the world, "Doctrina Christdo" (an important cultural
property), and the 15th-century Antwerp-version Travels of
Marco Polo written by Marco Polo. The Morrison Library
further houses abundant Chinese books such as 18 volumes of
"Zuisho" and 64 volumes of "Gisho". Especially, "Yongle
Encyclopedias". edited in the Ming era, is perfectly preserved,

which is worthy of admiration.
Appearance of Hisaya Iwasaki

When Morrison went back to his hometown because of his old
age, he decided to transfer his enormous quantity of books.
Harvard University, Yale University and the like desired to have
his books. Morrison, however, had a strong desire to transfer his
books to an environment where Chinese books can be read, and
these universities were not able to respond to his request.

Therefore, in Japan, a person involved with Tokyo Imperial

January 2014 _vol.5



Y

R AR TLRBEDE ZAISEELICVC LR
L. SHOLDORFTIRZILICEBIIBZONEI A, 2D
FCHOHAMITE, ST EIR =B ARE 2 A e IR g T8
WO EH#Z BICFEL, FEEr O m A O ik 2 iax
LS DTT,

HIEOHEGHemAL L, BIXIC I AT IET,
HFHEZ NI bR TE) Y v CET R TR AT AREL
LI, A DRI LTl 2DEHE
FL19 L2008 TibIcE w03, 233755000 K
LD T L 21045 TLIC, MbahT, —BrcLT
N OEDOT 2, L =3 ORI ICHER
OPROILETDLECIATHOERDRSSIZEHSLLH
LE»EINI T, bBAAATRALS P HPELHAD N CEE
ERINELTSIH OB L LD LN THY
FTL. ZZEECIOMMEDZ ) LICH A E IR LA D -
CCEAMEANTLEI

UL L L TOX i

BV Y IR 2 73 4000 BT, AIFSCEE 3 75 7000 A
PIATHRESHELICON 1924 4ETLIC, ZDHDIL
AP TTMABAETIR, 85T 95 HitOEZEY %
To EE5 MG, [EFF) [BRRREM]. LD
SEAR), [DCBERE] [HcmE]. Ui, [V
FV—F - FURREAR] (1592 4F), [Yarv - =)
ARARFHERLHEAR] (1614 4F) S23HYE7 .

ZAUCL TR CHEDOBRED I TT . Ehb
JEYY RO FEER, Hich b EEOERTOEM
CECE LI OI) R E R I LICFRA LS, &
SIALBEELCIZAEDLCD T, AEA M2 E)
RO, HLZERCLT, HEDBEREZEI LI O L
SETRFTIC,

2o LTI KD AL EE T Th 25 SR, TIEH
DT hBEEDHPICEEHEZ LD, FELATVET,
AADZLTHFEDRDE L S AL THoHEVDD
ELHEZATT,

{GEDRGE- ERNEST HGRRISON |

BH=NSUEEAN REXE P
Photo=Toyo Bunko

University asked Jyunnosuke Inoue, the president of Yokohama
Specie Bank, Ltd., to convey Morrison's request to Hisaya
Iwasaki.

When Inoue visited Iwasaki's office, Iwasaki was just about to
go out. Inoue stood talking to Iwasaki and persuaded him to
purchase the entire Morrison Library. Hisaya said "I will
purchase it if you say so" and decided to purchase the Morrison
Library then and there. The purchase amount was 35,000
pounds, which is equivalent to about 1 billion yen at the present
price. It is still surprising that Hisaya had the magnanimity to
decide spending such an amount in a moment when he stood
talking, although it did not bring any profit to the Mitsubishi
group. Of course, it is certain that Hisaya himself had a high
degree of knowledge and interest in collecting old precious
Chinese and Japanese books. It is also certain that the Mitsubishi

group was interested in such social contribution.

Bunko as Culture System

Toyo Bunko was founded in 1924, based on 24,000 books of
the Morrison Library, together with 37,000 books of the Iwasaki
Library. Including all books acquired thereafter, Toyo Bunko
now houses a total of 950,000 books. Toyo Bunko has five
national treasures of "Moshi", "Shunjukeidenshikkai",
"Shiki-Kozanjibon", "Monzenshicchu", and "Kobunshosho". It
also has important cultural properties such as "Doctrina Christio
Amakusabon" (1592) and "The Voyage of Captain John Saris to
Japan" written by himself (1614).

The display method in Toyo Bunko is special. In particular,
the precious books in the Morrison Library are arranged as if
they were placed on a bookshelf in an actual study room, which
provides an excellent atmosphere. Toyo Bunko is worthy of
being called a "culture system". Please imagine how wonderful it
is to seat yourself at a desk and think of Oriental history while
looking at "Yongle Encyclopedias” on the bookshelf.

In Toyo Bunko, a culture system of such high level, visitors
can look at the precious books quietly and have an enjoyable
time on a Saturday afternoon. I always feel that this is one of the

profound and excellent cultural aspects of Japan and Tokyo.

(1) AW ENEN HEESCHE SRRSO XARBGA 2-28-21 1924 4Fa%Y. G 100 i 9 b E% S Al mELR 7 5o

(2) George Ernest Morrison 1862-1920
(3) ZZEM M DRIZES FIRTRKRBO E Y (1865-1955)
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The Birth and Present Status of Japan's Special Infringement Litigator (SIL) System

‘;%EAKEB Hisao Fukami
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The Birth of the System

In the 1990's in Japan there was anxiety about possible delays
in future litigation, in light of the increasing number of intellectual
property (IP) related infringement litigation cases and the low
number of attorneys-at-law specialized in handling IP matters.
Therefore, an amendment to the Japan Patent Attorney Law was
enacted in 2002 to create a new qualification “SIL”, which conferred
on properly qualified patent attorneys the right to represent clients
in patent infringement litigation and similar proceedings. A similar
system exists in the UK and such qualified individuals are referred to
as patent attorney litigators.

In order to be qualified as an SIL, a patent attorney must first
complete a training program to guarantee the necessary learning
and practice ability. This consists of a total of 45 hours of lectures
and exercises centering on the practical components of civil
procedure. After this training period, the patent attorneys are
required to take the SIL Examination, related to the contents of
legal practice concerning the Civil Code, the Civil Procedural Law
and other special infringement litigation matters. Those who have
passed the examination have this special qualification added to
their record at the Japan Patent Attorneys Association.

In cases of special infringement litigation, an SIL is permitted
to jointly represent clients with an attorney-at-law, to make joint
appearances at court with an attorney-at-law on the specified date,
and to make sole appearances at court subject to court approval.

The Present Status of SILs

The first SIL examination was held in October, 2003. 800 patent
attorneys took the examination and 600 patent attorneys passed.
Thereafter however, the number of applicants has decreased year-
by-year, and those who passed the examination have been less
than 200 in recent years. As of June 2013, the total number of
patent attorneys in Japan is 10,128, while the number of SILs is 2,871,
amounting to 28% of the total.

Since this new qualification became available, it is presumed that

January 2014 _vol.5
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SILs have participated in almost all of the large patent infringement
litigation cases. On the other hand, the Training Institute of the
Japan Patent Attorneys Association has been taking an annual
survey about participation in infringement litigation cases by SlLs.
According to these surveys only approximately 25 % of SILs have
replied that they have participated in infringement litigation.

The Meaning and the Future of the System

While 10 years have passed since the SIL System was created, the
number of IP infringement litigation cases has not increased and
rather a decreasing tendency has been seen. It can be pointed out
however, that in this context there has been an increasing tendency
to avoid litigation through discussions between the parties prior to
entering into an infringement lawsuit. It has become customary in
case of possible patent right infringement the opposing Japanese
industrial companies have carried out detailed technical searches
to evaluate the contents of the relevant patent rights, so that they
both proceed to have a common understanding of the contents of
the technology and the strengths and weaknesses of the subject
patents at almost the same level, thereby avoiding needless
litigation as much as possible. Thus they are making efforts to
reduce costs and the risks involved in litigation.

We have to consider how to behave as SILs in such circumstances.
I believe that the knowledge of the SIL should be broadly applied
to other patent attorney business, in addition to infringement
litigation. For example, the relevant knowledge and experience
are useful for related inter-party business, such as opinion work,
ADR, and license negotiations. In our prosecution work before the
Patent Office, it is important that our work of drafting specifications
and claims be carried out from the standpoint of appropriately
coping with future possible infringement litigation.

| challenged the first sitting for the SIL examination and
fortunately was able to pass. In preparation for taking the
examination, | attended the compulsory training (45 hours) and
the voluntary courses of the Civil Code and Civil Procedure Law.
The experience of this training provided me with an opportunity
to recognize the importance of developing, as a patent attorney, a
wide field of vision including the potential for litigation.

In our office, out of 77 patent attorneys, 46 members are now
qualified and recorded as SILs. Toward the goal of the maximum
use of this professional knowledge and the experience of these
technical professionals, an intra office study meeting has been
held on a regular basis on the topic of drafting specifications and
claims stronger in enforcement. It is our hope that through the
accumulation of these efforts, our office will continually develop as
an organization of IP professionals having deepening expertise and
stronger litigation ability.

(1) ABEELERD2, HBISKED2IMEM. FRI4EERE255. COHMUEDEEICERENSSNZABLEINBABLEMEINE I, ERABHIBELICVWESHIC,

M CIFRERTFAABAELTVERTD,

) FEABLHEI0EAFERY VRI VA (FR25F2F20H) ICHF 2 MMM ESSHHTRENBAHEERZET T bp.3

(B) ALY YRYIAICE I 2EESPEERBMRERAZAZLETBRT T bp7
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Inventive Step/Unobviousness of Invention

— Comparative Approach to Determination Guidelines between Japan and the United States —
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1. Introduction

In general, filed inventions are examined, and approximately half
of them are patented, but the remaining inventions are rejected.
The reasons for rejection are mostly because it was determined
that the rejected inventions could have readily been conceived by
a person skilled in the art by referring to prior art, or are obvious
to a person skilled in the art. This is due to the requirement for
inventive step or unobviousness of the invention. Interestingly, the
percentages of patented inventions are almost the same among
the JPO, the USPTO and the EPO, that is, 50% to 60% . In this article,
the determination guidelines for inventive step/unobviousness will
be compared between Japan and the United States while looking
back on the historical progress in both countries.

2. Change of Determination Criteria: from
Utility to Inventive Step/Unobviousness

When looking back on the history of patent examination, its
basic purpose was to evaluate the utility of the invention, which
is as explained in my previous article of News Letter No. 4. In the
era before and after the industrial revolution, the number of filed
inventions was few and prior art documents were rarely found.
Accordingly, it was sufficient in examinations to confirm the validity
of the invention.

Such circumstances greatly changed around the time from the
end of the 19th century to the beginning of the 20th century,
during which the industrial revolution progressed in the US and
across Europe. In this era, the number of patented inventions
exceeded 10,000 in each country, for example, in 1867 in the United
States, in 1889 in the United Kingdom, and in 1901 in Germany.
Issuance of patent publications was also started, thereby allowing
prior art to be examined properly as documents. When there
were a great number of patent applications and similar inventions
were filed one after another, the Examiners started not only to
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simply evaluate the utility but also to compare the filed inventions
with similar prior art inventions during examinations, thereby
determining whether or not the filed inventions could have readily
been conceived by a person skilled in the art.

3. Era of Strict Examination in the United States

In the United States, the Great Depression was followed by an era
during which patents were treated in a slightly suppressive manner
for enforcing government policy, which is known as the era of the
so-called anti-patent policy. During this era, the judicial authority
strictly addressed acquisition of patents and enforcement of patent
rights.

Despite that the requirements for unobviousness were not
prescribed in the US Patent Law at that time, inventions were
required to provide dramatic progress from prior art on the
ground that inventions should essentially contribute to progress of
science and technology. Douglas, a judge of the Supreme Court,
stated in a consent judgment that the invention (to be patented)
should expand the leading edge of chemistry, physics and the
like, significantly contribute to achieving scientific knowledge,
and be useful for scientific purposes. These are very strict and
demanding guidelines, by which a patent cannot be granted to
normal inventions. Actually, in this era, even when inventions were
patented, these patented inventions were invalidated in most cases
if a defendant appealed the validity of the patent right possessed
by a plaintiff in the patent-infringement lawsuit.

Also in Japan, although inventive step was not prescribed in
the patent law at that time, it was required during examination
that inventions provide certain technical progress from prior art
because it was thought that the invention prescribed in the patent
law should essentially provide such technical progress. In pre-war
Japan, approximately two-thirds of applications were not patented
following examination.

4. Legislating of Requirements for
Unobviousness/Inventive Step

Although the US Patent Law did not include legal provisions
about unobviousness, substantial determinations about the
inventive step of inventions were repeatedly made, thereby
gradually raising accordingly the examination hurdle as a condition
for the acquisition of patents. The strict attitude of the US Supreme
Court toward patent applications however has become criticized as
being excessive.

At the time of revision of the US Patent Law in 1952,
unobviousness as requirements for patents was newly prescribed
under 35 US.C. § 103, which was added after § 102 prescribing
requirements for novelty. Thus, it was clearly defined that, even
if there were a difference between a filed invention and prior
art, a patent cannot be granted to the filed invention when this
difference is obvious to a person skilled in the art. Conversely, it
was also defined that inventions to be patented were not required
to provide a further difference or further technical progress from
prior art.
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Focusing attention on the issue that the provision about
unobviousness was introduced into the US Patent Law, and the
provision about inventive step was also introduced into the patent
law in Europe, Japan also introduced a similar provision into the
Japan Patent Law in its revision in 1959, which is the provision of
Paragraph 2 of Article 29. The minutes and the like of the legislation
deliberations at that time emphasized the necessity of providing
a provision similar to that of unobviousness prescribed in the US
Patent Law.

5. Determination Guidelines for Unobviousness

It is extremely important in patent practice as to how
unobviousness is actually determined based on its provision in the
relevant patent statute. In the United States, the Supreme Court
decision on Graham v. John Deere Co. 383 U.S. 1 (1966) paved
the way for this determination. This decision stated that to make
a determination of unobviousness, it is required to specify the
prior art, compare the prior art with the filed invention and clarify
the level of persons skilled in the art. The decision also specified
secondary considerations such as commercial success, removal
of hindsight, and the like. The Graham decision however, did not
indicate the guidelines themselves regarding determination of
unobviousness.

Thus, the United States Court of Appeals for the Federal Circuit
(CAFQ), which is the Federal Appeal Court, established the "TSM
test" that became a basis for the determination guidelines. As
requirements for obviousness, the TSM test specifies that prior
art documents should teach or suggest the invention, or show
a motivation to conceive of the invention. The determination
guidelines are clearly defined also in MPEP, which is the guideline
for the USPTO's patent examiners. Examiners were required to
conduct examinations for unobviousness in accordance with these
determination guidelines.

The problem was that it became extremely difficult to prove
obviousness when the TSM test was applied in the actual
examination. The patent publications cited as prior art documents
may provide detailed explanations of the invention itself, but
hardly clearly disclose suggestion, motivation and teaching about
subsequent improvements. Therefore, even inventions including a
slight technical difference tended to be patented. Thus, among the
US patents in the 80's and 90's, patents that drew criticism gradually
increased, thereby leading to a concentration of harsh opinions
from inside the United States and also from foreign countries that
the quality of US patents should be raised.

6. Examination Guidelines for Inventive Step in
Japan

Also in Japan, examination guidelines regarding inventive step
have been repeatedly reviewed based on judicial precedents and
the like of the High Court and the Supreme Court. The examination
guidelines were prepared for each industry in the 70's. Upon
studies of the TSM test in the United States and the determination
schemes for problems and solutions to the problems by the EPO,
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the examination guidelines regarding inventive step were prepared
and issued in Japan in 1993.

The guidelines define that reasoning should be conducted as to
whether a person skilled in the art could have readily conceived of
the claimed invention prior to the filing of the patent application,
and the reasoning is to determine whether the contents of the cited
invention could be a motivation or not for the claimed invention.
The guidelines also define that what could be a motivation is the
suggestion from the contents of prior art documents, commonality
of problems of the techniques disclosed in the claimed invention
and the prior art documents, commonality of functions or working,
and relevance of technical fields.

There was, however, a continuous trend that the JPO's trial
decisions involving inventive step, based on the examination
guidelines issued in 1993, were reversed in the Tokyo High Court,
thereby denying inventive step and overturning decisions at
high rate. Accordingly, it became necessary to provide flexible
guidelines allowing determination that the invention could have
readily been conceived. Then, the examination guidelines were
revised in 2000 based on the ideas of the previous Tokyo High
Court's decisions. In the revised examination guidelines, cases such
as design modification and mere aggregation were also defined
in addition to the reasoning specified in the guidelines issued in
1993, and it was specified that the claimed invention could have
readily been conceived also in such cases. The revised examination
guidelines also specify that "The inventions to which any technical
means of the related technical field is attempted to be applied to
solve the relevant problems in the inventions are the inventions
created by exercising the ordinary creativity of a person skilled in
the art. For example, a technical means that could be replaced by
or added to the art described in the related technical fields could be
a strong ground for showing that a person skilled in the art could
arrive at the claimed invention based on the means". According to
this idea, in the case of a so-called invention by combination, the
examination hurdle for inventive step is raised, thereby increasing
the number of inventions to be rejected.

7. Review of TSM Test based on KSR Decision

While the quality of US patents became a serious problem, the
Supreme Court decision on the KSR case had a crucial impact.
This is about an invention related to an accelerator pedal of an
automobile, which is configured such that the pedal can be slid
back and forth in accordance with the length of the driver's legs.
This invention is different from prior art in that the stepping amount
of the accelerator pedal is transmitted mechanically or transmitted
as electrical quantity. CAFC decided, in accordance with the TSM
test, that prior art documents neither suggested nor taught the
feature of this invention that the stepping amount of the petal is
transmitted electrically, and therefore, the invention was unobvious.
The Supreme Court however overturned the CAFC's decision based
on the grounds as set forth below.

The Supreme Court first pointed out that its judicial precedents
had clarified an expansive and flexible approach different from the
TSM test applied to the present case by CAFC, and then, stated that
the defects of CAFC's analysis related mostly to the narrowness of
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the examination about obviousness that was caused by applying
the TSM test.

The Supreme Court did not deny the TSM test itself, but
recognized that the TSM test should be applied flexibly and it
should be considered as obvious that a person skilled in the art
combines and applies conventional techniques in order to solve
problems. As a result, the USPTO issued new guidelines regarding
determination of unobviousness and applied the guidelines in
practice. The new guidelines specify that the claimed invention
should be regarded as obvious when it is a combination of known
methods of prior art and the results thereof can be expected, and
also specify that improvements, conversions and the like by the
similar method should also be regarded as obvious.

8. Decision about Inventive Step by the
Intellectual Property High Court

In Japan, various decisions have also been made regarding
the examination guidelines for inventive step. The JPO revised
the examination guidelines regarding inventive step in 2000.
Although most of the examination and decision results based on
the revised guidelines were supported by the Tokyo High Court at
first, the Intellectual Property High Court increasingly determined
that suggestion and motivation should be disclosed for denying
inventive step.

A representative decision is as follows.

In order to determine that the claimed invention could have
readily been conceived, it is not enough only to establish
a presumption, even by reviewing the contents of prior art
documents, that a person skilled in the art would have made
a trial so as to allow achievement of the feature of the claimed
invention. It is, as a matter of course, necessary that the prior art
documents disclose suggestion and the like that a person skilled
in the art could have made a trial in order to achieve the feature of
the claimed invention.

The above decision was made specifically in consideration of the
TSM test in the United States. In the United States, however, the
Supreme Court stated that the TSM test should be flexibly applied,
and a person skilled in the art has a sufficient motivation to pursue
choices known within the range of his/her technical understanding.
Consequently, there were many who felt confusion by the
Intellectual Property High Court's decision.

However, the subsequent decisions by the Intellectual Property
High Court regarding inventive step include not only decisions
requiring "suggestion and the like that a person skilled in the
art could have made a trial in order to achieve the feature of the
claimed invention", but also many decisions "denying the inventive
step of the invention by combination on the ground that the
technical fields and the problems to be solved each are common"
or "denying the inventive step on the ground that the claimed
invention is merely a matter of design choice". It can be said that
these decisions indicate the Intellectual Property High Court's
flexible determination guidelines.

The results of the comparative study about inventive step/
unobviousness by the JPO, the USPTO and the EPO in 2008 show
determinations by these three patent offices for 6 cases, which are
almost the same. Based on such results, the examination guidelines
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After 2007, the United States adopted more flexible determination
guidelines for unobviousness, in place of the previous TSM test.
On the other hand, in Japan, the Intellectual Property High Court
adopted the concept similar to the TSM test around the same
time. Accordingly, it is often understood that the determination
guidelines for inventive step/unobviousness were revised slightly
differently between Japan and the United States. According to a
series of subsequent decisions by the Intellectual Property High
Court, however, it can be said that the determination guidelines
for the inventive step in Japan are in line with the determination
guidelines for unobviousness in the United States within a certain
range.

9. Summary: Determination Guidelines for
Unobviousness/Inventive Step
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In the article in NEWS LETTER Vol. 4, the contents below were
introduced and provisions of novelty were explained, with focus
being placed on § 102(a) and (b). In this article, contents in § 102(c)
and (d) and important practice points will be explained.

[The contents of printing of front number vol.4]

1. Introduction

2. Outline of the First-Inventor-to-File System

3. Difference Between the First-Inventor-to-File System and
the First-to-File System

4. Provisions of Novelty Under the First-Inventor-to-File
System
(1) Comparison with the Previous Act
(2) Contents of Provisions of Novelty
@ Eligibility as Prior Art
(@ Exception to Prior Art

(The above contents can be read in our NEWS LETTER Vol. 4.
Please refer to Table 1 in this Vol. 4 for comparison of § 102 before
and after revision.)

4. Provisions of Novelty Under the First-
Inventor-to-File System

(2) Contents of Provisions of Novelty

(3 Exception to Prior Application Based on Common Ownership

or Obligation of Assignment

Under §102(c), when a disclosed subject matter and a claimed
invention fall under (i) to (ii) below, they are deemed to have been
owned by the same person or subject to an obligation of assignment
to the same person under the application of § 102(b)(2)(c), and the
prior application does not have prior art effect.

(i) The disclosed subject matter was developed and the claimed
invention was made by or on behalf of parties to a joint research
agreement that was in effect on or before the effective filing date of
the claimed invention.

(i) The claimed invention was made as a result of activities
undertaken within the scope of the joint research agreement.

(i) The application for patent for the claimed invention discloses
or is amended to disclose the names of the parties to the joint
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research agreement.

@ Definition of Application Having Prior Art Effect

(i) Outline

For purposes of determining whether a patent or application for
patent is prior art to a claimed invention under § 102(a)(2), § 102(d)
defines which patent or application for patent shall be considered
to have been effectively filed.

Specifically, under § 102(d), a patent or an application for patent
shall be considered to have been effectively filed, with respect to
any subject matter described in the patent or the application for
patent, (A) if paragraph (B) below does not apply, as of the actual
filing date of the patent or the application for patent; or (B) if the
patent or the application for patent is entitled to claim a right of
priority under § 119 (an application claiming a right of priority,
a provisional application), §365(a), or §365(b) (the right of
priority based on a prior filed international application) or to claim
the benefit of an earlier filing date under § 120 (a continuation
application), § 121 (a divisional application), or § 365(c) (the benefit
of the filing date of a prior international application designating
the United States), based upon one or more prior filed applications
for patent, as of the filing date of the earliest such application that
discloses the subject matter.

(i) Hilmer Doctrine Abolished

Under previous § 102(e), an application for patent, published
or granted a patent, by another filed in the United States before
the invention by the applicant for patent was eligible as prior art.
Here, since previous § 102(e) defined "filed in the United States," an
application for patent filed in the United States claiming priority to
an application filed in a country other than the United States had
prior right effect under previous § 102(e) only on the filing date in
the United States, and its prior right effect was not effective on the
priority date which was the filing date in a country other than the
United States (the Hilmer Doctrine).

In contrast, under the Revised Act, under §102(d),a US patent
application claiming priority to an application filed in a country
other than the United States is deemed to have been effectively
filed on the priority date. Therefore, the prior right effect under
§102(a)(2) is effective on the priority date. Namely, the Hilmer
Doctrine has been abolished.

5. Important Practice Points

(1) Patent Application Before Public Disclosure of the
Invention

In the United States, prior public disclosure of an invention by
inventor(s) can disqualify others' prior art or patent application
subsequently disclosing the same invention. It seems, however,
that this practice is essentially exceptional and that the principle of
filing a patent application prior to public disclosure of the invention
should be observed.

Attention should be paid in particular in filing an application also
in countries other than the United States, such as Japan, China,
and Europe. The grace period in the United States is different
from the grace period in countries other than the United States.
The grace period in the United States is as long as 1 year, whereas
the grace period in Japan, China, and Europe is as short as 6
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months. Therefore, attention should be paid to the fact that, if a
US corporation files an application also in a country other than the
United States, adaptation to laws and regulations in the country
other than the United States where the grace period is short is
required. On the other hand, if a Japanese, Chinese, or European
corporation files an application in the United States, it should only
manage the patent application under the laws and regulations in
its own country.

(2) Important Points in Transition Applications Filed on or
After March 16, 2013, Claiming Benefit or Priority of the
Filing Date Before March 16, 2013

@ Application of the Previous Act or the Revised Act

The Revised Act will be applied if the application above has a
claimed invention having an effective filing date on or after March
16,2013 or has the claimed invention at any time point.

The Revised Act will be applied to an application if one claim
among a number of claims therein has an effective filing date
on or after March 16, 2013. The Revised Act will be applied to an
application including a claimed invention having an effective filing
date on or after March 16, 2013 and even if this claimed invention
is subsequently canceled. An application which includes a subject
matter newly added on or after March 16, 2013 in the specification
at the time of filing and if that subject matter is not described in a
claim, that application is deemed not to have a claimed invention
having an effective filing date on or after March 16, 2013. If a newly
added subject matter is described in a claim in the examination
stage, however, that application, at that time point, will have
a claimed invention having an effective filing date on or after
March 16, 2013, and hence the Revised Act will be applied to this
application.

On the other hand, the Previous Act will be applied even to
the application described above only having a claimed invention
having an effective filing date before March 16, 2013.

@ Submission of Statement

For a transition application to which the Revised Act is applied, a
statement should be filed. Submission of the statement is for the
purpose of requesting applicant(s) to provide auxiliary information
in determining on which of the Revised Act and the Previous Act
examination of an application should be based.

The statement must be submitted by any later date of: 4 months
from the actual filing date of a subsequent application; 4 months
from the date of entry into the national phase of an international
application; 16 months from the filing date of a prior application;
and the date when a claimed invention having an effective filing
date on or after March 16, 2013 is first presented. Therefore, for
example, when a claimed invention having an effective filing date
on or after March 16, 2013 by an amendment in the examination
phase is first presented, there may also be a case that a statement
must be submitted simultaneously with submission of the
amendment.

(3 Application of the Revised Act and Application of the Previous

Act

Among applications filed on or after March 16, 2013, the Previous
Act is applied to some of them and the Revised Act is applied
to others. If application of the Previous Act is desired, only the
addition of a claimed invention having an effective filing date on or
after March 16, 2013 to that application should be avoided. On the
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other hand, if application of the Revised Act is desired, a claimed
invention having an effective filing date on or after March 16, 2013
should only be added to the application.

Examples of advantages and disadvantages of application of the
Previous Act and the Revised Act will be explained.

Under the Revised Act, if a claimed invention was patented,
described in a printed publication, or in public use, on sale, or
otherwise available to the public before the effective filing date
of the claimed invention, a patent cannot be granted thereto. In
contrast, under the Previous Act, there was a case that merely
being available to the public was not a condition for eligibility as
prior art. In addition, under the Revised Act, a patent cannot be
granted if an invention is in public use or on sale not only in the
United States but also in a country other than the United States. In
contrast, under the Previous Act, a patent cannot be granted if an
invention is in public use or on sale in the United States. Therefore,
as compared with the case under the Previous Act, the scope of
prior art is broader under the Revised Act, and hence a patent will
not be granted in more cases.

On the other hand, under the Previous Act, based on the Hilmer
Doctrine, a patent application filed in the United States claiming
priority to an application filed in a country other than the United
States obtains prior right effect under previous § 102(e) on the
actual filing date in the United States. Namely, the date on which
the patent application can obtain later-application exclusive effect
was the actual filing date in the United States. In contrast, under
the Revised Act, the patent application above can obtain later-
application exclusive effect on the priority date.

As set forth above, one advantage of application of the Revised
Act is that later-application exclusive effect can be obtained
earlier, and one advantage of application of the Previous Act is
that the scope of prior art is narrower. This fact means that the
scope of prior art is broad under the Revised Act and timing of
later-application exclusive effect going into effect is late under the
Previous Act.

When a new subject is added only to the specification on or
after March 16, 2013, typically, the Previous Act is applied. By
describing the new subject matter in a claim, however, the Revised
Act will be applied to that application. Namely, by adding a new
subject matter only to the specification on or after March 16, 2013,
applicant(s) can choose between application of the Revised Act
and application of the Previous Act. If application of the Previous
Act is desired, only description of a new subject matter in a claim
in the examination stage should be avoided, and if application of
the Revised Act is desired, a new subject matter should only be
described at the time of filing or in the examination stage. For
example, one of the filing strategies is to add a new subject matter
only to the specification on or after March 16, 2013, seek protection
under the Previous Act without describing the new subject matter
in a claim in that application, and describe the new subject matter
in a claim in a separately filed continuation application. By doing
so, protection for this application can easily be sought against
narrow prior art and a continuation application can obtain later-
application exclusive effect earlier.

(3) Utilization of a Provisional Application
A provisional application is a US patent application defined under
§111(b). Though Japan does not have a system of provisional
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application, this system is simple and used when a filing date is to
be secured early in the United States.

Under the Previous Act, some Japanese corporations may have
filed a provisional application in order to obtain later-application
exclusive effect early in the United States, for example, in filing
a patent application in the United States claiming priority to a
patent application first filed in Japan. Under the Revised Act,
however, later-application exclusive effect is obtained from the
date of filing of a patent application in Japan, and therefore, it is no
longer necessary to file a provisional application for the purpose
of obtaining later-application exclusive effect early in the United
States.

A provisional application, however, can be filed in a language
other than English, such as Japanese, and therefore a filing date in
the United States can be secured early. Thus, if presentation of a
paper or the like is scheduled, a provisional application including
the contents of the presentation may be filed.

(4) Important Points in Procedure for Disqualifying Prior
Art

(@ ldenticalness of Subject

Regarding relationship between a person who publicly disclosed
a claimed invention within 1 year before the effective filing date
thereof and an inventor, attention should be paid if it is publicly
disclosed and invented by a plurality of persons. For example, in
the case that inventors are A, B, and C and persons who publicly
disclosed the claimed invention are A and B, all persons who
publicly disclosed the claimed invention are also inventors, and
therefore, the public disclosure above is not deemed to be prior
art under §102(a)(1). In the case that inventors are A and B and
persons who publicly disclosed the claimed invention are A, B, and
C, a person who publicly disclosed the invention but who is not
an inventor is included and hence the public disclosure above is
deemed to be prior art under § 102(a)(1). Therefore, if one desires
to disqualify prior art, one should check whether or not all persons
who publicly disclosed the claimed invention are inventors.

@ldenticalness of Object

In order to disqualify prior art, contents of public disclosure by
inventor(s) must be the same as the invention disclosed in prior
art. In this determination of identicalness, there is a possibility that
they are determined as the same even though a form of public
disclosure or wording is slightly different. However, attention
should be paid to the fact that what matters in the identicalness
described above is essentially identicalness between the contents
of public disclosure and prior art and that the relationship between
an invention in a patent application and contents in the public
disclosure or prior art does not matter.

(® Submission of Affidavit and Declaration

If prior art cited in the examination of an application is ineligible,
applicant(s) can assert that the prior art is ineligible by submitting
an affidavit or a declaration (37 CFR 1.130). Therefore, applicant(s)
should carefully and accurately determine whether or not prior art
is eligible in the examination.
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6. Conclusion

In this article, an outline of the First-Inventor-to-File System
newly adopted in the United States was introduced. Though the
United States has adopted the First-to-File System by making a
concession to countries other than the United States, including
Japan, it defines its unique rules of exception. Among the rules
of exception, though some may be favorable to companies in
countries other than the United States including Japan, in order for
those companies to efficiently obtain strong rights under the new
U.S. system, it is critical to study the revised U.S. Patent Act and to
see future trends and how the new system works.
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1. Introduction

There have been some arguments as to whether "new types
of trademark" should be protected or not under the Japan
Trademark Act. This has not been implemented so far. In
recent years, however, a new type of trademark was actually
allowed to be protected under the Japan Trademark Act, and
it is often discussed how laws for such new types of trademark
should be developed. Revision of the law for introducing new
types of trademark to be protected under the Trademark Act
would be the most extensive revision since the Trademark
System for Retail or Wholesale Services was introduced in
2007.

This article will explain the current status regarding new
types of trademark in Japan and foreign countries, and
introduce the trend in the United States about a color
trademark currently examined among new types of trademark,
based on the Red Sole case that attracted attention in the
United States.

2. New Type of Trademark

(1) Scope of Protection

Under the current trademark system, the definition of a
trademark is defined in Article 2(1) of the Japan Trademark
Act as "any character(s), figure(s), sign(s) or three-dimensional
shape(s), or any combination thereof, or any combination
thereof with colors". As apparent from this definition, the
trademark that can be protected under the current trademark
system should have a shape and involve visibility allowing
visual recognition. Sound, a smell, a motion, a color without
an outline, and the like are not protected under the Trademark
Act.

In recent years, the Industrial Structure Council greatly
changed its opinion as to whether the scope of protection
under the Trademark Act should be expanded or not.
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In the 20th Trademark System Subcommittee held on
October 5, 2009 by the Intellectual Property Policy Committee
of the Industrial Structure Council, it was determined that
the need for expanding the scope of protection under the
Trademark Act and the usage rate of the goods protected
under the expanded scope are not so high. Also, the
Subcommittee showed a slightly passive opinion that
introduction of such new types of trademark may be
approved depending on the international trend.

In the 31st Trademark System Subcommittee held
on February 8, 2013 by the Intellectual Property Policy
Committee of the Industrial Structure Council, however, it
was commented that it is desirable to expand the scope of
protection for trademarks in order for companies, groups
and the like to create an image appropriate for their goods/
services or their own organizations for establishing their
brands, because sound, colors and the like are widely used
beyond the scope of trademarks approved by the Trademark
Act. Also, it was discussed as to whether a "motion", a
"hologram", a "color without an outline", a "position", and
"sound" could be collectively referred to as "new types of
trademark" and protected under the Trademark Act.

(2) Overseas Trend about New Types of Trademark

While new types of trademark are currently under discussion
in Japan, the international trend of protecting such new types
of trademark is being expanded, as reported in the Industrial
Structure Council.

In the United States, "every sign having distinguishability
between an applicant's goods/services and other persons'
goods/services" is protected under the Trademark Law, and
a motion, a hologram, a color without an outline, a position,
sound, and a smell each are protected as a trademark.

In Europe, "signs that can be descriptively represented and
allows distinction between an applicant's goods/services
and other persons' goods/services" are protected under the
Trademark Law, and a motion, a hologram, a color without
an outline, a position, and sound each are protected as a
trademark.

In South Korea, sound and a smell have been under the
protection of the Trademark Act since 2012 in addition to
motion and position. In Taiwan, motion and holograms have
been under the protection of the Trademark Law since 2012
in addition to color without an outline and sound.

In this way, new types of trademarks are currently being
introduced overseas.

In the United States, a noteworthy decision was made about
a trademark of a "color without an outline" currently being
examined as one of the new types of trademark.

3.Trend about Color Trademark in the United
States

In the United States, a decision was made in September
in 2012 about the case regarding the color trademark for
shoes between Christian Louboutin (hereinafter referred to
as Louboutin) and Yves Saint Laurent (hereinafter referred to

Fukami Patent Office, p.c. News Letter 21



(1) KEICH T B EEEZORE

KEICBEWCEBREREDSRZRD SNHITIE.

OmED secondary meaning ZfEx2 TS &o

OEIRHRERN TIIEVT &o

PED2DDEHZHBA CVNDIENEELLEDFT,

(®Secondary meaning &z % &1

HOR/EDER. T—ERTHULTHEDENEFEE LT
REBEICOIEDBRAINTEHER. BEE LTOHERIN%ZE
HATVDERDOND I EZRELTVERT,

DO PITVEITIE. FAICFEASNS Tiffany DTiffany
blue . BXEY—EXZRHTDUPSOXRBHERTT,
ARTHNE. BROPEEEVOEBEZHICUIEITT,
ZOBENMEATNSARXIFERBOEAMZRILIHEND
CEFEVEEZSNTVETI N, Tiffany L UPSIFREED
B RBER UikJ1ciR. Tiffany blueZBI(CUCEF
CTHEZERIFAOOTifany ZIREL. REDEX NS v I%Z
BICUREITTHEE REXET —EXZ/IET & T &ITKED
FT., COWRN. secondary meaning HE8& SRR
TY,

QEIRDEEE

DHIREDEN. BRPEBOANSPREFZERLTCVD
Ba. BEDBmMIFRBOEREZERT DIcDITFATR
EEBHDT, BIREULTIEFRDONEF B, BERFAFIE LT,
KETEEEEOEEEMSIC DV THIMD RS NIZLU T OBI%Z
BALET,

® Ambrit v. Kraft &4

AERBEEAMbrit Inc.(F. O YILTIL—D) o —
IJDORmRT T — MZERFELTVE UIEH. Kraft, Inc. i E U
LOAVILII—DI\w T —IDmET Y — b EiRFE LT
. Kraft D)y o —IFEROFIEZERAF U, JDFA
([CxX LT, OA4vILTIL—IE[cool color] Tdp b EHIHERE
ZHITHDCT. MIESZBREE, PARIU—LPERT
P— MMIEAESND EDHIMHRENF Uic.

@ Life Savers v. Curtiss Candy Co., &%

Life Savers Corporation &< ILFHS—DA T4 TR
DEEICDODVCEREZERULE Uz, LD UL. FHIFTES
DERZEELEX U, \—FFv Y TF—DRIEEICED
T. WALWAHKZEKUCIILFAS—DaRZEED &
(FREENS | EDO—fRIBITCTHHNS T,

® Pepto Bismol

Pepto Bismol (BlEDRIT) ODEV &l #ETHD
CHIEN. BIRERDONFBATUE. EVIBIE [T
BNDOHMR] EVVDHREZERT YIS NN 5T,

22 Fukami Patent Office, p.c. News Letter

as YSL), which had continued for 18 months (this case will be
hereinafter referred to as the "Red Sole case"). This decision
is based on a determination about distinguishability, which
may raise an issue in Japan after the introduction of a "color
without an outline" as a trademark into the Japan Trademark
Act.

(1) Protection of Color Trademark in the United States

In the United States, it is important to satisfy the following
two requirements for allowing registration of a color
trademark.

(D the trademark has a secondary meaning; and
(@ the trademark is not functional.

@ Including a secondary meaning

This means that a specific color has been used as a
trademark for specific goods or services over a long period of
time, with the result that this specific color is recognized as
having distinguishability as a trademark.

As simple examples, the Tiffany blue of Tiffany, used for
jewelry, and the brown color of UPS, providing transport
services, are famous. It is generally considered that only a
glance at a color such as blue and brown does not remind
consumers of the source of the goods or service for which the
coloris used. Tiffany and UPS however have continued to use
specific colors for a long period of time, with the result that
only a glance at Tiffany blue reminds consumers of Tiffany
jewelry, and only a glance at a brown delivery truck reminds
consumers of UPS transport services. In such a situation, it is
recognized that the trademark has a secondary meaning.

@ Functionality of Trademark

When a specific color represents the contents, the
quality and the like of goods or services, the color becomes
indispensable for ensuring the function of the goods or
services. Accordingly, such a color cannot be approved as a
trademark. Hereinafter described will be a specific example of
a decision about the functionality of a color trademark in the
United States.

(3 Ambrit v. Kraft Case

Although Ambirit, Inc. as a frozen food company has been
selling frozen desserts covered by a package of a royal blue
color, Kraft Inc. started to sell frozen desserts covered by a
package of the same royal blue color. Therefore, Ambrit, Inc.
demanded an injunction against the use of Kraft's package.
This resulted in a decision that royal blue is regarded a "cool
color" and has an aesthetic function, thereby suggesting
coolness, so that this royal blue is used for ice cream and
frozen desserts.

@ Life Savers v. Curtiss Candy Co., Case

Life Savers Corporation claimed a trademark right of its
multicolor-striped package. The court however denied the
claim on the ground that it is a general practice in commercial
dealings for hard candy manufacturers to use a multicolor
package for the purpose of representing various tastes.

(3 Pepto Bismol

The pink color used for Pepto Bismol (the name of a
digestive medicine) was determined as having a function, and
not approved as a trademark. This is because this pink color
was determined as showing a function of "an effect to mind
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and body."

(2) Red Sole Case

(@ Summary of the Case

Louboutin has manufactured high-heeled shoes with red
soles since 1992, and registered a trademark of a red sole in
2008.

YSL released a series of shoes called Monochrome in 2011,
which was a series of one-colored shoes as indicated by
the meaning of "Monochrome", also including high-heeled
shoes entirely colored in red. Louboutin filed a trademark
infringement suit against YSL's shoes. The Federal District
Court first dismissed Louboutin's claim on the ground that
"since a color has aesthetic and decorative functions in the
fashion industry" and is an indispensable element, it is difficult
to prove that a red sole is qualified as being protected as a
trademark.

The Appellate Court however reversed the District Court's
decision. The red sole was recognized as having a secondary
meaning and approved as a trademark. The Appellate Court
also determined that the trademark right of Red Sole should
not be extended to a shoe having a sole and an upper portion
of the same color (red).

@ Point of Issue of the Case

The Red Sole case attracted attention in the point as to
whether or not a color playing an important role in fashion
can be recognized as playing a role exceeding a function;
and the point as to whether or not the color is allowed to be
protected by the Trademark Law based on the reason that
a specific person obtains a right of a color as a Trademark
for fashion-related goods, which may lead to a limitation of
designs of other designers and the like. Thus, this Red Sole
case was treated as a case having a significant influence on
the fashion industry.

(3 Decision by the Appellate Court

The Appellate Court made the following decisions about the
(i) secondary meaning and (ii) functionality of a trademark.

(i) Secondary Meaning

The Appellate Court made the following decision.
Specifically, the Red Sole trademark has been continuously
used as a symbol of the Louboutin brand for 20 years, and
Louboutin has spent a large amount of money on the
advertisements for its trademark. Accordingly, based on the
results of a questionnaire survey of consumers, shoes each
having an upper portion and a sole that are different in color
are recognized as Louboutin's shoes.

The Appellate Court made a decision based on the
above-described reasons that the Red Sole trademark has a
secondary meaning.

(i) Functionality

It was determined that one color can be approved to
be protected as a trademark in the fashion industry. The
Appellate Court approved that a color may have a role
exceeding a function in terms of fashion.

Also, the Appellate Court determined that the Red Sole can
be recognized as Louboutin's shoes just because the upper
portion of the shoe is not colored in red, thereby making the
sole's red color stand out. The Appellate Court then ordered
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Louboutin to limit designated goods only to "goods showing
a color contrast between the upper portion and the sole of a
shoe".

(3) Writer's Opinion about Red Sole Case

Certainly, colors play an important role (function) in terms
of fashion. Colors should be freely available to anyone when
manufacturing goods related to fashion. If a specific designer
or apparel maker is permitted to use a specific color as a
trademark for clothes, shoes and the like, other designers or
apparel makers have to obtain the right to use the specific
color from a holder of the trademark right of this color in order
to manufacture and sell clothes and shoes using this color.
Furthermore, if other designers or apparel makers cannot
obtain the right, they cannot use this specific color. If such a
thing happens, it is apparent that development of the fashion
industry will suffer significant adverse effects. It is a matter of
course that many industry participants showed their concerns
about the results of the Red Sole case.

On the other hand, when a brand company has expended
considerable time and money for establishing a brand image
by placing a specific color on the sole, like Louboutin's shoes,
which was not tried by other brand companies, | believe
it is important to protect the company's effort in terms
of protection of trademarks. This is because a trademark,
unlike a patent, becomes valuable when the trademark is
continuously used to establish trust associated therewith,
and the company's efforts toward achievement of such trust
should be protected.

| believe that the Federal District Court's decision about the
Red Sole case was made clearly in favor of the fashion industry
and not in consideration of Louboutin's long term effort. In
contrast, the Appellate Court decided to approve the right
of the Red Sole only for the "goods showing a color contrast
between the upper portion and the sole of a shoe", thereby
showing its consideration for Louboutin's effort toward the
branding of Red Sole. Also, the Appellate Court decided that
the right of Red Sole is not extended to the case where the
entire shoe including the upper portion and the sole is of the
same color (red). Accordingly, this prevented the situation
that any persons other than Louboutin are prohibited from
using a red color for shoes. | think that the Appellate Court
made a well-balanced decision showing consideration for
both the fashion industry and the company's efforts toward
branding.

4. IP Meeting at Fordham University

The Red Sole case was a much-discussed subject in the
IP Meeting sponsored by Fordham University in New York
City, which | participated in by chance during my stay in the
United States. Fordham Law School, belonging to Fordham
University, is one of three major law schools in New York
including Columbia University and New York University, and
has received high appraisal.

The IP meeting at Fordham University is an international
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conference held annually since 2010. Invitees include
Examiners of the WIPO, OHIM, and national patent offices of
various countries including Japan, attorneys, patent attorneys
and scholars in various countries as speakers. Explanatory
meetings and panel discussions are held on a wide range of
topics, such as trends in the intellectual property system and
noteworthy decisions in various countries.

In the panel discussion focusing on the Red Sole case,
in addition to heated discussion about the decision of the
case, it was also mentioned that the time of the decision
overlapped with the time period of the New York Spring/
Summer Collection in 2013. Since the contents of the
decision may have influenced the design (color scheme) of
the shoes used in the Collection, the designers paid much
attention to the decision. Since the designers needed to
hastily change the color of the shoes prepared as exhibits
for the Collection depending on the decision, they prepared
various types of shoes for unexpected circumstances. By
hearing such commentary, | could strongly recognize the
increased attention to the decision. Also, | thought that |
could get such an experience because | could participate in
the meeting held in New York where the Collection was held.

5. Conclusion

In Japan, it is currently being considered to introduce
protection of a color trademark without an outline as a new
type of trademark. In February 2013, the "Report of the
Trademark System Subcommittee, the Intellectual Property
Policy Committee of the Industrial Structure Council; how the
trademark system for protection and the like of a new type of
trademark should be" was published. The Report defines that
"in principle, 'a color trademark without an outline' including
a single color or colors used only for improving a function or
attractiveness (aesthetics) of goods and the like does not have
distinguishability between an applicant's goods/services and
other persons' goods/services". According to this definition,
a color trademark "including colors used only for improving
a function or attractiveness (aesthetics) of goods and the
like" cannot be recognized as having distinguishability. It is
still unclear in what case it will be determined that a color is
used for improving a function or attractiveness (aesthetics) of
goods, which will be specifically determined after introduction
of a new type of trademark. Although the decision about
the Red Sole was made in the United States, | hope this
decision will become helpful in some way in examining the
distinguishability of a color trademark without an outline also
in Japan.
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Search and Eat:
Sanuki Udon

Masataka Nishihara

Translator

anuki Udon is a dish of noodles made from wheat

S flour and is a local specialty of the Sanuki region
(currently, Kagawa prefecture). A feature of Sanuki Udon lies in
the elasticity of the noodles. Sanuki Udon can be served in
various styles such as Kake and Kijouyu. In the Kake style, Udon
noodles are served in dried-fish-based hot soup with finely-
chopped leek and tempura. In the Kijouyu style, a few drops of
soy sauce or similar sauce are poured onto cooled or warm
Udon noodles prepared with finely-chopped leek and tempura
being put thereon. Clear water and high-quality wheat, salt,
dried fish, and soy sauce in Kagawa prefecture make Sanuki
Udon particularly delicious and distinctive. This is one reason
for its popularity.

Sanuki Udon restaurants offering such delicious Udons are
abundant in Kagawa prefecture. Some are located in
urban/suburban areas, but many are located in rural areas
hardly reachable by public transportation, such as deep in the
mountains. Hence, you need to drive a car to visit there. Such
poor accessibility can be compensated by modern technology:
a car navigation system will lead you there. However, some
restaurants do not look like restaurants, i.e., they can look like a
traditional residential house or an old family-run grocery store.
This is possibly because these restaurants are targeted for local
people who already know that they are Udon restaurants in the
first place and are unlikely to have restaurant signs in front of
them. Thus, even though you are guided to the vicinity of the
restaurants, you still have to seek such "hidden" eating spots.

Despite the bad accessibility and difficulty in spotting the
"hidden" places, visiting local Sanuki Udon restaurants became
a boom several years ago. Even after the boom, visiting these
restaurants is still so popular that you may have to wait in a
queue (sometimes long but acceptable). In 2012, the Kagawa
municipal government filed a trademark application for" 5 & A
2 (Udon Prefecture)", which was registered as Japanese
Registered Trademark No. 5516559.

A reason for their maintained popularity is not only because
the Udons they serve are delicious but also to seek these
"hidden" restaurants provides a childlike feeling as if you were
exploring an unknown world or doing treasure hunting. For
your next holiday trip, | recommend searching for and eating
Sanuki Udon in Kagawa prefecture.
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Conversations with
My Body

Satomi Kako

Secretary of the Tokyo Office

unning on a daily basis is very familiar for me. | had

R belonged to the track and field club from junior high
school to university. Actually, running was part of my basic
training for the high jump, so | had kept running to improve
my performance and maintain my body condition. For the
past three years, | resumed spending my free time running,
and it easily became my daily habit again. Sometimes, | wake
up early and run for about an hour before going to work, and
sometimes, | run after my office hours. | enjoy the tempera-
ture, humidity, the scent of the air, the smell of the city and the
wind, observing other runners, and feeling the seasons’
transition. Occasionally, at the beginning of running, | feel like
I'm sunk in thought, but after a few minutes, | notice that |
can't concentrate on thinking about any certain thing. Various
information passes through my mind, and the only movement
| can concentrate on is to step forward. When | finish running,
I'm filled with a feeling of accomplishment but empty. | feel
very clear, as if all the bells and whistles are gone with my
perspiration. Running is equal to a meditation for me.

On another front, | began taking lessons in Argentine Tango
from March of 2013. | have never learned dance before, but
my curiosity and inspiration make me choose tango. Argen-
tine Tango is a pair dance. A man leads, and a woman follows.
The steps have rules, but we dance with an almost improvisa-
tory style in tune with the music. To follow the partner's lead,
during the dance | should concentrate on reading signs from
the subtle movement of the partner's body which tells me the
directions to go, length of stride of the next step, or the
pattern of the next movement. For example, the signs are the
gentle push to my back, shift of his point of gravity toward a
certain direction, change of his posture, and so on. When |
take each lesson, | dance at random with any men who attend
the lesson. Curious to say, how much | am able to receive the
signs is influenced by not only the matter of chemistry with
my partner, but also my conditions of the day. In other words,
even if | dance with the same partner, | cannot receive the
signs all the time. Through the lessons, | practice to develop
my own skills to read the signs and respond to them.
However, more important skills | should improve on are
concentrating on my partner and appreciating the music.

Argentine Tango was a totally unknown world for me.
However, | have gradually recognized that it shares similarity
with running to the extent of realizing my own body itself and
sharpening senses to stimuli. Conversations with my body
keep good balance through running and tango.
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% Effective Business Letter Writing

Gerald Thomas B.A. LL.B.-
Director of Foreign Affairs - Fukami Patent Office
Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill that is developed by learning the theory of professional style and having frequent
practice. In this issue | will talk about the proper use of prepositions of place and time (in, on, at) for business letters.

Prepositions of place and time are commonly used in business letters, and this poses a particular challenge for many of
my Japanese colleagues when they draft their international correspondence. Fortunately however, there are consistent
rules for their use, which are explained below.

Prepositions of Place

Choosing prepositions of place is difficult, however, it is helpful to remember that these prepositions are determined
based on a visual reference. For example, when describing directions to a building or landmark, the speaker should think
of a map. If you were giving a tourist directions using a map, you would point to the location and say "The Hotel is at
Union Station." "At" is the correct preposition because the hotel is at a specific point on the map - "at this point".

On the other hand if you are talking about an enclosed space, such as a conference room or the lobby of a hotel, you
would use the preposition "in". "We greeted the client in the lobby." "We ate dinner in the dining room." Also, "l left my
hatin the car." "We went for a walk in the garden/forest." "Their office is in Sydney." (Think of it as "within the enclosed
area of the city of Sydney".)

In business writing, prepositions of place are also often used to refer to a location in a document. In this case, the letter
or document is similar to a map. A word or phrase is in a letter or document, in a paragraph, or on a line, such as "on line 18"

Prepositions of Time
Prepositions of time can also be seen very visually. An event happens in a period of time, such as a month - "Christmas
is in December." We also use in for shorter periods: "Our meeting is in the morning/afternoon/evening."

We use the preposition "on" to refer to a specific day (on Monday; on Friday), including a day/date on a calendar: "He
will visit our office on June 27."

"At" is used when referring to a specific time: "We will meet you at 3:00." "The bus will come at 9:15."

Prepositions of time and place follow specific rules and therefore errors can be avoided with proper proofreading.
Attention to such details with your professional correspondence can impress your clients and make your firm stand out
from the rest.

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
twelve years. In 2010 he assumed the position of Director of Foreign Affairs. In this position he supervises and ensures the quality of
English communications between Fukami Patent Office and its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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