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Intellectual Property Rights

Information relating to Government and the JPO

® The Bill for the Act for the Partial Revision of the Patent Act and Other
Acts, including review of the employee invention system, was decided
by the cabinet. The revised act is to stipulate that an invention by an
employee belongs to the employer, etc. when the right becomes
effective, if employment regulations, etc. stipulate in advance that the

right to obtain a patent will be vested in the employer.
(Ministry of Economy, Trade and Industry, March 13, 2015)

® The Geneva Act of the Hague Agreement Concerning the International
Registration of Industrial Designs came into effect May 13, 2015. The
revised Design Law came into force the same day. Japanese people
and those having an address, business office, etc. in Japan can now file
an international design application. The people of contracting states
and those having an address, business office, etc. in the contracting
states can also now file an international design application designating
Japan. (Ministry of Economy, Trade and Industry, May 13, 2015)

® The revised Trademark Law came into force April 1, 2015, to protect
new types of trademarks including motion marks, hologram marks,
color per se marks and sound marks. There were a total of 471 (144 for
sound, 190 for color, 102 for position, 32 for motion, 3 for hologram)
applications on the first day, April 1. (JPO, April 3,2015)

Other Information (Precedents, etc.)

® |n the appeal of a lawsuit where an employee asked for payment of
reasonable remuneration for an invention made by the employee and
filed by the company, the Intellectual Property High Court found that
an amount of "reasonable remuneration" is about 24 million yen, a
calculation obtained by multiplying the amount of cost reduction for 5
years owing to the invention, by a royalty rate of 3% in consideration
of contribution by the inventor, etc. (Heisei 26 (Ne) 10025)

® |n a suit against a trial decision that the registered trademark "IGZO" of
Sharp Corp. is invalid, the Intellectual Property High Court ruled in
favor of the decision, saying that "IGZO" is a well-known name in the
electronics industry as a name of a source material and it is not
reasonable for a specific company to be entitled to the exclusive right
to use the name (Heisei 26 (Gyo-Ke) 10089). Sharp also has registered
trademarks of " 7'V — "in katakana and "IGZO + figure," which will
continue to be usable as registered trademarks.

Business Information

® |n a bid to encourage broad use and development competition of fuel
cell vehicles, Toyota Motor Corp. is offering about 5680 are of its
patents on fuel cell vehicles at no cost. Of these patents, about 5610
are on power generation components, etc. utilizing the reaction of
hydrogen and oxygen, and can be used for free until the end of 2020,
while about 70 on highly public hydrogen stations can be used for free
indefinitely. (Nihon Keizai Shimbun, January 6, 2015)
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Extant Documents of Great Value

There are seven volumes in total of the writings
regarding the patent and trademark systems by
Korekiyo Takahashi, who was the first Commissioner
of the Japan Patent Office and later served as
Finance Minister and Prime Minister of Japan.
Korekiyo, who died a tragic death by assassins'
bullets on February 26, 1936, played in his early life
a central role in the establishment of the patent
and trademark systems in Japan. The entire
collection of materials involved in the
establishment of these systems were donated by
his bereaved family and compiled in the form of a
collection of his writings, and are now open to the
general public in the Japan Patent Office.
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Positive and Negative Views on the Copyright
System

Copyright is one of the pillars of the intellectual property
system and its importance has been recognized. We however,
often hear highly critical opinions and requests for reform that
are directed to this copyright system. It may be an
overstatement, but I would say that positive and negative views
on the copyright system seem to be divided roughly in half.
Some say that the term of protection for copyright is too long as
compared with that for patent right, while some criticize that the
contents of copyright are ambiguous. T also heard a severe
criticism that, in the digital age, works cannot be properly
protected and utilized under the current copyright system.
When checking the history of music, however, it is certain that

the copyright system brought a boon to musicians.
Musicians' Lifestyle History

In the 18th century, it was very lucky for musicians if they
were employed by aristocrats or could make their living as
imperial court musicians. Even in that case, however, they could
not get high wages. The wage statements of the Esterhazy family
in 1790 shows specific wages to imperial court musicians
including Franz Joseph Haydn who is now regarded as the father
of symphonic music. His annual income earned as a
sub-bandmaster was merely about 400 Florin, that is, about 1
million yen. Despite such low wages, his contract stipulated that
Haydn, as a sub-bandmaster, should wait in the next room for
His Royal Highness before and after his lunch every day and, if
desired, should start to give a performance immediately. Haydn
was still lucky because, at the age of 17 or 18, before becoming an
imperial court musician, he had to earn his livelihood in an
orchestra of a dance hall or in a strolling orchestra playing
serenade music.

The musicians at that time could not make their living without
patrons such as an aristocrat. Just in Vienna alone, at least 400
musicians sought employment. Therefore, it was important for
them to visit kings and aristocrats, and even feudal lords living in
rural areas, who were fond of music. For this reason, musicians
at that time went on a journey. The gifted Mozart also made
journeys since his childhood in order to find a good patron from

the kings and aristocrats.

Musical Composition

It was difficult to make a living by music performance. The
same is true in the case of musical composition because the fee
for music composition was also low. For example, the fee paid to

Mozart for composing "the Marriage of Figaro (Le Nozze di
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Figaro)" was merely 100 Dukaten, that is, about 1,200,000 yen.
Such a low fee was paid for one of the excellent pieces of opera
music that still shines brilliantly in music history! Thus, Mozart
was eager to sell his collection of musical pieces that were played
during his concerts. Mozart composed many piano sonatas that
can be relatively easily played. This is because he thought that he
could smoothly achieve great sales by such music that could be
played easily even by younger females.

Beethoven also used various means to improve his income.
After composing music for mass, he made 11 copies thereof
written in his own hand and presented them to the Russian
emperor and others at a cost equivalent to the composition fee.
He cried as his eyes worsened due to his effort in handwriting his

copies.
Copyright Helps Musicians

It was the copyright system that greatly changed the lives of
musicians. Coincidentally, records also emerged. If one record is
sold, a copyright fee corresponding to a few percent of the record
price is to be paid to each of the musical composer, the
songwriter and the player. If a piece of music of the record is
broadcast, the copyright fee is also paid from the broadcasting
company. When a concert is held, a copyright fee is paid to the
musical composer. Records and CDs are mass-produced and
mass-sold, so that the copyright fee becomes enormous. Every
talented musical composer and player has been helped by this
copyright system and became able to live independently. From
this perspective, musicians should express much gratitude to the

copyright system.

Masterpiece Remaining in the Future

The copyright system was a great boon for musicians since it
changed everything in their lives. Unfortunately, most excellent
pieces of classical music were produced in an era when the
copyright system was not prevalent, so that the musicians lived
poor lives. I would have to say that only a few pieces of music
that are excellent enough to remain in the future can be found in
the pieces of music produced in the era when musical composers
became able to live rich lives thanks to the copyright system. But
consider the situation now, where current musicians under
protection of the copyright system are able to use the excellent
music composed during the pre-copyright era, without any regard
for the payment of copyright fees to the original composers. This
may be the reason why the copyright system receives not only

positive views but also negative views and criticism.
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New needs under global competition

Rapid globalization of the economy has caused Japanese
companies to face keen competition in the worldwide market,
and it has become common to have their overseas bases
not only for production but also for R&D activities. Various
unprecedented needs have arisen in corporate IP activities,
causing changes in the business operated by Japanese patent
law firms.

In the patent field, it has become normal to first consider
global filing when evaluating new inventions, rather than
following the traditional procedure of first filing in Japan, then
considering foreign filing afterwards. New issues have arisen
for inventions produced at overseas R&D facilities, such as
how patent rights can be obtained in that country as well as
other countries, and particularly, which patent agent should
be designated for drafting work of patent specifications or
administrating work as a hub agent.

Japanese patent law firms should quickly follow such
rapidly changing circumstances. We have developed human
resources and established our organization with the strong
hope of contributing to our clients by satisfying their most
current needs. We hope to be of great assistance to our
clients in the following aspects.

Drafting Japanese and English patent
specifications for global filing

We can prepare high quality patent specifications for foreign
filing,conforming to the practice in each country, which
enables clients to obtain strong and broad patent rights while
reducing costs at the prosecution stage by preventing extra
office actions. We have been pursuing the following goals (i)
to (iii):

(i) It is absolutely necessary to draft patent specifications
that take into consideration the patent practice not only in
Japan but also countries where counterpart applications
will be filed later, at the preparation stage of the Japanese

July 2015 _vol.8
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patent application from which the Convention priority will
be claimed later. Our attorneys prepare patent specifications
for basic Japanese applications with deep knowledge and
experience regarding foreign patent practice.

(i) For translation with high quality and high efficiency, it is
necessary to draft Japanese patent specifications suitable for
translation work. Attorneys in charge of drafting Japanese
patent specifications are required to well understand the
differences between Japanese and English, and draft clear and
concise Japanese text in consideration of future translation.
Although our goal is to draft Japanese and English patent
specifications simultaneously through computer machine
translation, the final quality of both Japanese and English
specifications must be ensured by the high English proficiency
of the attorney in charge.

(iii) Our attorneys can rapidly and accurately handle irregular
situations regarding global filing with deep understanding
of foreign patent practice and high language proficiency
in addition to the ability to draft patent specifications.
Such a case occurs, for example, where an original patent
specification must be drafted in English for an invention
produced at corporate facilities overseas.

Highly skilled ability for international
communication

In order to proceed with global filing, smooth
communication with foreign counsels is essentially required.
Therefore, we have been pursuing the following goals (i) to
(iv):

(i) High quality communication skill in English can minimize
the amount of correspondence with foreign counsel, resulting
in the reduction of costs incurred at the foreign counsel side
for the handling of office actions. Our attorneys and technical
experts will handle every case with high letter-writing skill and
high English proficiency so as to provide precise instructions
to our foreign counsels.

(i) Since one patent law firm totally handles the basic
Japanese patent application as well as counterpart family
applications, we can ensure deep understanding of the
technology by the patent attorney in charge as well as unified
handling of the family applications as a whole, in terms of the
scope of the claims, contents of amendments, and related
matters.

(i) Administration work is extremely important to a patent
law firm. The legal systems are different from country to
country and there are various points that require the utmost
care. We can fully handle very complicated administration
work, covering even accounting work for a sophisticated
practice such as IDS in the U.S. for family applications as a
whole.

(iv) We can quickly provide information by utilizing the
networks of our associates throughout the world, including
developing countries. When practical information is required
urgently regarding a country where very little information
is available in Japan, we will manage to quickly obtain such
information through the network of foreign associates.
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1. Introduction

Continuing from the previous volume, the following
presents an case of the new trend towards the restriction
of patent rights, through the provision of a compulsory
license("CL") for a pharmaceutical patent in India. In
developing countries, a compulsory licensing system ("CLS")
may be utilized to supply the market with patented medicines
at low prices. Also, in the following exemplary case of
granting a CL for a pharmaceutical patent in India, the CL was
granted to an Indian generic pharmaceutical company of ;
however, attention should be paid to the fact that such rules
are very strictly formulated for the CLS in India and it properly
satisfies the requirements of the Agreement on TRIPS, so that
the CLS in India can become a model for CLS's in developing
countries in future.

2. Compulsory Licensing System

Although the agreement of the patent right holder is
required when one wishes to use a patent right, from quite
early times in the modern patent system CLS's have been
employed to permit the working of patented inventions
without such agreements. In the 15th century, this system
was explicitly stated in the written patent law in Venice, and
then spread across Europe.

In the middle of the 19th century, an anti-patent movement
became active in Europe but this was greatly changed by
the international patent conference in Vienna in 1873. In
this conference, the countries adopted a resolution to
protect inventions by means of patents; however, the
resolution clearly stated that the patents should be licensed
to any party in the public interest, under the condition of
payment of reasonable rewards. This resolution led to the
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Paris Convention. The Paris Convention permits member
countries to take legislative measures providing for the grant
of compulsory licenses to prevent abuses which might result
from the exercise of the exclusive patent rights. However,
the only example of such abuses which might result from the
exercise of exclusive patent rights as presented by the Paris
Convention was failure to work an invention, and other actual
abuses are unclear. Accordingly, some member countries,
even developed ones, extensively interpreted the abuses
which might result from the exercise of exclusive patent
rights when preparing domestic regulations. A representative
example of such developed countries is Canada; in Canada 79
CLs for medicines were granted between 1935 and 1970.

The Agreement on TRIPS, which was concluded in 1995 and
started in 1996, provided slightly clearer rules for granting CLs.
Specifically, it is defined that a CL is granted on its individual
merits as long as the one requesting use of a patent has
made efforts to negotiate and obtain authorization from the
patent right holder on reasonable commercial terms and
conditions and such efforts have not been successful within a
reasonable period of time. This requirement may be waived,
however, in the case of a national emergency. The rules for
granting compulsory licenses in the Agreement on TRIPS are
fairly ambiguous with regard to the reasonable commercial
terms and conditions, efforts to negotiate, reasonable
period of time, and the individual merits, but it had been
expected that they would be clarified through actual cases.
In view of the cases of grant of CLs among countries after
the Agreement on TRIPS, however, problems regarding CLs
are usually settled by reconciliation between the relevant
pharmaceutical companies and the respective countries, and
specific conditions for the settlement are not usually revealed.
Regarding the case of the grant of a CL in India as presented
herein, the discussion will be made in relation to the following:
the relation between CLS in India and the Agreement on
TRIPS; reasonable commercial terms and conditions; and
necessary reasons for granting CLs.

3. Compulsory Licensing System in India

In the revision of the Indian Patent Law in 2005, it was
defined that the inventions of medicines can be patented and
detailed regulations were also prepared with regard to a CLS.
In the CLS in India, it is permitted to make an application for
grant of a CL of a patented invention on any of the following
grounds: that the needs of the public with respect to the
patented invention have not been satisfied; that the patented
invention is not available to the public at a reasonably
affordable price; and that the patented invention is not
worked in the territory of India.

This means that while the Agreement on TRIPS prepared
rules regarding areas such as reasonable commercial terms
and conditions, effort to negotiate, reasonable period of time,
and the individual merits, India additionally prepared rules
regarding issues such as the needs of the pubilic, the price,
and the working of the patented invention. It can be said that
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a rule has been created stating that reasonable commercial
terms and conditions, effort to negotiate, reasonable period
of time, and the like may be waived in the case of a national
emergency.

The problem is that these conditions are based on
discretionary decisions and are greatly influenced by social
and economic situations when determining, for example,
whether or not the reasonable needs of the public with
respect to the patented invention have been satisfied.
Particularly, when determining whether or not the patented
invention is available to the public at a reasonably affordable
price, the determination will be influenced greatly depending
on the economical status of target users for the patented
invention in the society.

4. Patent of Sorafenib of Bayer

Sorafenib, a curative medicine for renal cancer and liver
cancer produced through joint development by Bayer
Healthcare of Germany and Onyx Pharmaceuticals of the
United States, was approved as a curative medicine for
renal cancer in 2005 and was also approved as a curative
medicine for liver cancer in 2007 by the U.S. Food and Drug
Administration.

Bayer obtained a patent for Sorafenib in India in 2008, and
introduced the product into the Indian market in 2009. The
price of Sorafenib in the Indian market was almost the same as
the prices in the markets of developed countries, specifically,
280,000 rupees (about 500,000 yen) per patient for one
month. The amount of importation of Sorafenib of Bayer in
2010 was 48,000 tablets, each of which is a 200 mg tablet, and
this means that the amount was only for less than 30 persons
assuming that one patient takes four tablets per day.

A mimetic of Sorafenib was produced by an Indian generic
medicine maker, Cipla, and was introduced into the market
in 2010. The price of the mimetic of Sorafenib provided by
Cipla was low, specifically, 28,000 rupees for one month,
which is 1/10 of the price of the imported product of Bayer.
Bayer immediately filed a patent right infringement lawsuit
against Cipla, but did not request a provisional injunction,
intentionally based on its experience from other cases.

5. Grant of Compulsory License to Natco

An Indian company, Natco, negotiated with Bayer in 2010
in relation to a license for production and selling of Sorafenib,
but the negotiation was unsuccessful and Natco accordingly
filed an application for CL of Sorafenib patent with the
Indian Patent Office in July 2011. A condition for making an
application for CL in India is such that the application can be
made at any time after the expiration of three years from the
date of the grant of a patent, and this condition was satisfied
because Bayer obtained the patent of Sorafenib in 2008.

The application for CL was made on the following grounds:
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that Bayer did not supply Sorafenib in response to the
reasonable needs of the public; that Sorafenib was supplied
in the market at an unreasonably expensive price; and that
Sorafenib was supplied in the Indian market by means of
importation, which cannot be said as working in the territory
of India.

In response to this application, in March, 2012, the Indian
Patent Office decided to grant a CL of the Sorafenib patent to
Natco as requested. This is the first grant in the CLS under the
Indian Patent Law revised in 2005. Under the CLS, the royalty
that should be paid to Bayer by Natco is 6% of the sales,
which can be said as being very low for a license royalty in
the field of medicine. As a result, Natco supplies the product
to the market at a low price, which is only 3% of the price of
Sorafenib by Bayer.

6. Grounds for Grant of Compulsory License

Let us examine the grounds the Indian Patent Office used
to decide to grant the CL with regard to the following three
points: satisfaction of the needs of the public; affordable price;
and the working of the patented invention.

Satisfaction of the Needs of the Public

The Patent Office estimated that there were about 7,000
or more patients of renal cancer and 16,000 patients of liver
cancer in India, and determined that Bayer imported only
a small amount of Sorafenib and Sorafenib was available
only from specific medical institutions. Bayer asserted
that Sorafenib was sufficiently supplied to the market in
consideration of the amount of Sorafenib supplied by Bayer
itself as well as the amount of the mimetic supplied by
Cipla. Indeed, Cipla supplied the market with the mimetic of
Sorafenib at a price 1/10 of Sorafenib and nearly 4,000 patients
used the mimetic. However, the Patent Office decided that
the assertion of Bayer was not reasonable because Bayer
had filed a patent infringement lawsuit against Cipla on one
hand and had used the mimetic of Cipla as an excuse for the
satisfaction of the requirements of the public on the other
hand as soon as the problem of the grant of the CL took place.

Availability at Affordable Price

The price of Sorafenib of Bayer was set to be 280,000
rupees per patient for each month, which is equivalent to
the total of the minimum salaries of an Indian public servant
for three and a half years, and therefore was asserted as very
expensive by Natco. Bayer asserted that the price should not
be simply compared with the salary of public servants and
medical insurance should be also taken into consideration,
but the Patent Office did not accept the assertion of Bayer
and decided that Sorafenib of Bayer was not widely used in
India because it was extremely expensive. This decision was
presumably greatly influenced by the fact that the mimetic of
Cipla had been supplied in the market at a price 1/10 of that
of Bayer.
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Working in Territory of India

Natco asserted that Sorafenib was not worked in the territory
of India because Bayer did not produce Sorafenib in India and
was dependent only on importation. The Agreement on TRIPS
defines that discrimination is prohibited as to whether products
are imported or locally produced, and the Paris Convention
defines that importation of a product shall not entail forfeiture
of the patent. Based on these, Bayer argued against the
assertion that importation is not working. Natco emphasized
the importance of working in India based on the following
consideration in the Indian Patent Law: that the objective of
the Patent Law is not to enable patent right holders to enjoy a
monopoly for the importation of the patented article; or that
patents are granted to secure that the inventions are worked
in India on a commercial scale and to the fullest extent that is
reasonably practicable without undue delay.

In the end, the Patent Office accepted the assertions of
Natco in view of conditions for determining whether to
grant a CL, in particular, based on a list of considerations for
determining whether or not the needs of the public with
respect to the patented invention were satisfied as defined in
the Indian Patent Law.

Of these considerations, detailed requirements in
connection with working of a patented invention were
presented. Specifically, in accordance with this, it was
deemed that the reasonable needs of the public have not
been satisfied when the invention is not worked in India on
a commercial scale or when the working of the patented
invention in the territory of India on a commercial scale is
being prevented or hindered by the importation by the patent
right holder or the like, and therefore this should be taken
into consideration when making determinations as to the
actual conditions in connection with working of the patented
invention.

7. Influences in Future

Regarding the cases of the CL of medicines, attention is
drawn to the positive effect of supplying developing countries
with low-price medicines, but also the negative effects should
be considered. Before the Agreement on TRIPS, in Canada,
many CLs were granted with regard to pharmaceutical
patents, thus supplying inexpensive medicines to the
Canadian market; however, the medicines were indeed
inexpensive but were not extremely cheap.

On the other hand, when a CL is granted to a generic
medicine maker in India or the like, the generic medicine will
be introduced into the market at a low price less than one
tenth of the price of the medicine in Europe and the United
States. In the global economy, when the price of one product
differs between regions, the product will be transferred from
a lower price region to a higher price region. Even if such
transfer is prohibited by law, the product will be transferred
via the black market. It cannot be ignored that there is a
possibility that CLS's will become a cause of such illegal trade,
and we have to consider whether this may be unaddressed
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or countermeasures should be taken. After the Agreement
on TRIPS, most of the problems regarding grants of CL's were
settled by reconciliation and both parties agreed with each
other in terms of the amount, price, and market in the case
of reconciliation, so that the problem involving such a black
market does not take place; however, when a license is legally
granted, the patent right holder is only notified of the amount
of sales, which leads to a potential problem that the final
purchaser of the medicine will be unknown.

8. Conclusion

In September, 2012, a request for temporarily halting the
grant of the compulsory license of the patent of Sorafenib to
Natco was dismissed by the Intellectual Property Appellate
Board (IPAB) of India. Although a decision will be made
thereto in a higher court in the future, this surely will influence
many developing countries. The compulsory patent licensing
system has been operated under the Agreement on TRIPS
concluded and participated in by many countries, and most
of the problems regarding CL's resulted in reconciliation
or settlement as exceptional measures for humanitarian
considerations for African countries for patents such as HIV/
AIDS medicines. Hence, it has been considered that CLS's
cannot be a future model. However, the CLS defined in the
Indian Patent Law satisfies the requirements of the Paris
Convention and the Agreement on TRIPS, defines rules in
detail in consideration of situations of developing countries,
and therefore may become a model law for other developing
countries. For this reason, attentions are drawn to the CLS in
India. It should be noted, however, that the negative effect
caused by introducing a medicine into the market of a specific
country at an extremely low price will be a problem to be
solved in the future.
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1. Introduction

On June 19, 2014, the United States Supreme Court
(hereinafter the "Supreme Court") made a decision about
patent eligibility for a computer-implemented method in
the lawsuit between CLS Bank International, et al. v. Alice
Corporation Pty. Ltd. (hereinafter the "Alice Decision").

This article will introduce the new decision method for
patent eligibility introduced by the U.S. Patent and Trademark
Office (USPTO) in response to the above decision.

2. Background of Patent Eligibility

The US Patent Law defines patent eligibility merely by
stating in 35 US.C. § 101 that "any new and useful process,
machine, manufacture, or composition of matter, or any new
and useful improvement thereof" can be an allowable subject
matter, but specific decisions are entrusted to each judicial
judgment. The four cases below provide useful information
of the requirements and limits of patent eligibility under the
US Patent Law.

According to the Chakrabarty decision in 1981(full citation
should be provided as a footnote), the Supreme Court
approved patent eligibility in bacteria to which is added
an artificial plasmid so as to be capable of dissolving crude
oil, based on the determination that such bacteria has a
characteristic that is significantly different from those found
in nature, and therefore, could have involved essential utility.
In this decision, the Supreme Court presented a criterion that
the subject matter of patents can include anything under the
sun that is made by man unless the product falls under three
exceptions, that is, laws of nature, natural phenomena and
abstract ideas.

July 2015 _vol.8



BreE LT, 558 ﬁ%ﬁ%g@gbno

2010 D Bilski ¥52 Y Tl3, BERF. AREEICHIF

UX?NWVﬁ%®%%hDMZ U2 o~y I DEARM
WezkT 20D THD. MEWHERTHDIcH. REE
BB IC L & HIMT U LT,

2012F D Mayo i Tld. BEHIE. KBWEDMH
Eghmbtﬁ®g%ﬁﬁﬁégtk$bEE%E%%@L
BICNT 2RBEOHREZBILT BEDHEBICTOVNT, B
MDAETH> T, MAINE IV T FHUBMENTLEL
EUT. REBERMSE RIS HENE I LE Uz,

3. B ORE

3=

ERIZAD Alice Corp. (IR, Aliceth) &, RBEU XU Z#E
MIDHERAICETDRETFDERZACTI . FsrILU—LALE $
ZHEDHINEELCIVE AV RT LAEFHITSE
[CKD. 2DDEEEFDOERHMBEHDOTIRZ(BET DL DIC
HETSNTVR T, SRAADRREL DI U— LDEREF,
(D EMEHFZIRT 5. QEBEIRT DTEZR

TIDLDICEH SN I VE 1YV AT L, RURB)E
BEZIMT D AEZETHE DD TOT S LEEeERULIcTIY
Ea1—~aFEEaE. T,

#WED CLS Bank IntemationaI&U‘CLS Services Ltd. (14
T FEHTCLSIRT) IF. BERS|IZMBICT 70—/
bRy bD—07ZBE UL TVR LT

CLS#RTIF. BIZAICH L. 2RDOFFDOT U —LAIGFHE
. BEICTERZL, FEFEEUTOEWE DRERHIRZ K
HFU, BIZAGF. BEZEFRL. RFLF U,

WRELEOTCDIF. 4EDRFF CKENRFEFE 5,970,479 5.,
£6,9125105, 857,149,7205, %7,7253755)T9,

QNRIL— LI

CRERFE5,9704795D 0 L—A33 RFIT L —LA]

33 AEFHBBHOITIMETETHD . BELEENES|HE
[CBWWCTEHir s BHEDiRE 2B U, Foitoir s S0
[FFOED SNIEBIRDIHDHDTH D, FEF.

@I UTHRFEIND Y v ROFTHRERNO Y ¥ RUE
etz EREHEINELS BN SFIERFRIEECLICE
WIDATvTE,

(D)BELDY v FOFTHEENROY v FOBHEKRCE
[C. —HDBFEDICBITDEEZELDEE IHKEN S AFT
DATYITEZMWA

(OXMBEHBEEZDCOTERSIICH L. BB,
BHEBEDOY v RUFTBERI Y v MO BRIz AR

©FRER | Article =32 21— 2D RITT BHEDRHREEE KT LICRESRRIIR

In the Diehr decision in 1982(full citation should be
provided as a footnote), as to the invention of a process for
calculating a remaining time of the process in a rubber press
molding machine using a mathematical algorithm (Arrhenius
equation), the Supreme Court approved patent eligibility in
this invention on the ground that an additional step allows
the process to be transformed into an application including
originality of the mathematical expression.

In the Bilski decision in 2010(full citation should be provided
as a footnote), the Supreme Court decided that the invention
of a risk hedging method used in commodity trading does
not satisfy patent eligibility on the ground that this invention
merely describes a basic idea of risk hedging, which is an
abstract idea.

In the Mayo decision in 2012(full citation should be provided
as a footnote), as to the invention of a method of optimizing a
therapeutic effect of a treatment for an autoimmune disease
by adjusting the amount of a medicine in accordance with
the metabolite concentration in blood, the Supreme Court
decided that this invention does not satisfy patent eligibility
on the ground that this invention is a well-known method
and is not additionally provided with an original concept.

3. Details of the Case

(1) Background

Alice Corporation Pty. Ltd. (hereinafter called "Alice"), is
an assignee of the patent of the invention for reducing
settlement risk. The patent claims are designed such that
a computer system is used as a third party intermediary
to thereby facilitate, as an electronic escrow service, the
exchange of financial obligations between two parties. The
main subjects of the claims regarded as a target of the lawsuit
are: (1) the method of exchanging financial obligations; (2)
the computer system configured to execute the method
of exchanging obligations; and (3) the computer readable
medium recording the program for executing the method of
exchanging obligations.

CLS Bank International and CLS Services Ltd. (hereinafter
collectively called "CLS Bank"), operate a global network for
facilitating currency transactions.

CLS Bank filed a lawsuit against Alice, alleging that the
patent claims at issue are invalid, unenforceable, or not
infringed. In response, Alice made a counterclaim for
infringement.

Four patents (US Patents No. 5,970,479, No. 6,912,510, No.
7,149,720, and No. 7,725,375) were at issue.

(2) Target Claims

[Claim 33 of US Patent No. 5,970,479: a representative claim]

33. A method of exchanging obligations as between
parties, each party holding a credit record and a debit record
with an exchange institution, the credit records and debit
records for exchange of predetermined obligations, the
method comprising the steps of:

(a) creating a shadow credit record and a shadow debit
record for each stakeholder party to be held independently by
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a supervisory institution from the exchange institutions;

(b) obtaining from each exchange institution a start-of-
day balance for each shadow credit record and shadow debit
record;

(o) for every transaction resulting in an exchange obligation,
the supervisory institution adjusting each respective party's
shadow credit record or shadow debit record, allowing
only these transactions that do not result in the value of the
shadow debit record being less than the value of the shadow
credit record at any time, each said adjustment taking place in
chronological order; and

(d) at the end-of-day, the supervisory institution instructing
ones of the exchange institutions to exchange credits or debits
to the credit record and debit record of the respective parties
in accordance with the adjustments of the said permitted
transactions, the credits and debits being irrevocable, time
invariant obligations placed on the exchange institutions.

(3) Background of the Case

District Court Decision (March 9, 2011)

The claims of CLS Bank were admitted and those of Alice
were rejected.

(The claims are directed to an abstract idea of employing
a neutral intermediary facilitating simultaneous exchange
of obligations in order to minimize risk, and therefore, not
suitable for patent eligibility.)

First CAFC Decision (July 9, 2012)

The CAFC reversed the decision of the district court and
decided that patent eligibility defined under 35 US.C. § 101 is
satisfied.

(It is not clear evidence that Alice's claim was directed to an
abstract idea.)

Second CAFC Grand Panel Decision (May 10, 2013)

The CAFC supported the decision of the district court and
decided that patent eligibility defined under 35 US.C. § 101 is
not satisfied.

Supreme Court Decision (June 19, 2014)

(4) Details of the Decision

In the Alice Decision, the Supreme Court made a
determination about patent eligibility by employing two
steps including: first, determining whether the claims are
related to concepts considered as not satisfying judicial
patent eligibility, that is, laws of nature, natural phenomena
and abstract ideas; and if so, then second, reviewing each
element and an ordered combination thereof in the claims to
determine whether an additional element allows the feature
of the claims to be transformed into an application that
satisfies patent eligibility.

Based on the above, the Supreme Court concluded that
all the method, system and recording medium claims do
not satisfy patent eligibility. The results of the determination
according to the two-step procedure above are as follows:

(1) Whether the claims are related to concepts considered
as not satisfying judicial patent eligibility

"Like the risk hedging in Bilski, the concept of intermediated
settlement is 'a fundamental economic practice long
prevalent in our system of commerce",

"The use of a third-party intermediary (or 'clearing house') is
also a building block of the modern economy";
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"Thus, intermediated settlement, like hedging, is an 'absent
idea' beyond the scope of §101."

(2) Does an additional element allow the feature of the
claims to be transformed or not into an application that
satisfies patent eligibility

"Taking the claim elements separately, the function
performed by the computer at each step of the process is '[p]
urely conventional'."

"Considered 'as an ordered combination,' the computer
components of petitioner's method 'ad[d] nothing . . .
that is not already present when the steps are considered
separately.”

"Viewed as a whole, the petitioner's method claims simply
recite the concept of intermediated settlement as performed
by a generic computer."

"The method claims do not, for example, purport to improve
the functioning of the computer itself."

"the claims at issue amount to 'nothing significantly more'
than an instruction to apply the abstract idea of intermediated
settlement using some unspecified, generic computer"

Furthermore, the Supreme Court decided that the system
and recording medium claims also do not satisfy patent
eligibility since they include no additional element to the
nature of the abstract idea included in the method claim.

4. Response of the USPTO

In response to the Supreme Court decision described above,
the USPTO issued "Preliminary Examination Instructions" on
June 25, 2014, six days after the decision, and on December
16, 2014, further issued "Interim Guidance on Patent Subject
Matter Eligibility" that is supplementary to the "Preliminary
Examination Instructions". This guidance was put into effect
on the same date as the issue date.

The guidance shows a specific procedure for determination
about patent eligibility which is applied in common to a
method and a product.

In this procedure, patent eligibility is determined in
accordance with the two steps of the Alice decision. In
addition, the second step of these steps is divided into step
2A and step 2B, with the result that that this procedure is
shown as a flowchart including three determination steps 1,
2A and 2B.

Step 1:Is the Claim Directed to a Process, Machine,
Manufacture or Composition of Matter?

If YES in step 1, the procedure proceeds to step 2A. If NO, it
is determined that the claims do not satisfy patent eligibility.

Step 2A: Is the Claim Directed to a Law of Nature, a Natural
Phenomenon, or an Abstract Idea (Judicially Recognized
Exceptions)?

If NO in step 2A, it is determined that patent eligibility is
satisfied, and after that, no further analysis is carried out. If
YES, the procedure proceeds to step 2B.

Also, as examples of a law of nature and a natural
phenomenon in the judicial exception, the guidance
mentions: isolated DNA (Myriad decision) (full citation should
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be provided as a footnote); the correlation indicated by the
result showing how a certain compound is metabolized in a
human body (Mayo decision) (full citation should be provided
as a footnote); and the like.

As examples of abstract ideas as judicial exceptions, the
guidance also mentions: reduction of settlement risk (Alice
decision); risk hedging (Bilski decision), use of advertisement
as exchange or currency (Ultramertial decision), the Arrhenius
equation for calculating the cure time (Diehr decision); and
the like. (full citations should be provided as a footnotes)

Step 2B: Does the Claim Recite Additional Elements that
Amount to Significantly More than the Judicial Exception?

If YES in step 2B, it is determined that patent eligibility is
satisfied. If NO, it is determined that patent eligibility is not
satisfied.

As examples of the limitation considered sufficient to be
evaluated as "Significantly more than the Judicial Exception”,
the guidance mentions improvements in another technology
or technical field (Alice decision), and the like.

Furthermore, as examples of the limitation considered
insufficient to be evaluated as "Significantly more than the
Judicial Exception", the guidance also mentions addition of an
expression "apply it" or a simple instruction for implementing
an abstract idea on a computer to the judicial exception (Alice
decision), and the like.

The USPTO gives examples of positive and negative
determinations made according to the above-described steps
1, 2A and 2B together with specific claims. The following
hypothetical claim 1 is an example of a claim about an
abstract idea that satisfies patent eligibility.

[Hypothetical Claim 1]

A computer-implemented method for protecting a
computer from an electronic communication containing
malicious code, comprising executing on a processor the
steps of:

receiving an electronic communication containing
malicious code in a computer with a memory having a boot
sector, a quarantine sector and a non-quarantine sector;

storing the communication in the quarantine sector of the
memory of the computer, wherein the quarantine sector is
isolated from the boot and the non-quarantine sector in the
computer memory, where code in the quarantine sector is
prevented from performing write actions on other memory
sectors;

extracting, via file parsing, the malicious code from the
electronic communication to create a sanitized electronic
communication, wherein the extracting comprises

scanning the communication for an identified beginning
malicious code marker,

flagging each scanned byte between the beginning marker
and a successive end malicious code marker,

continuing scanning until no further beginning malicious
code marker is found, and

creating a new data file by sequentially copying all non-
flagged data bytes into a new file that forms a sanitized
communication file;

transferring the sanitized electronic communication to the
non-quarantine sector of the memory; and
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deleting all data remaining in the quarantine sector.

Hypothetical claim 1 is directed to a method (process)
of protecting a computer, for which the determination
result in step 1is YES. Furthermore, in hypothetical claim
1, communication information on a memory sector is
physically quarantined, and the malicious code is removed
from the communication information, to create sanitized
communication information on a new data file. Since
these operations do not correspond to an abstract idea, the
determination result in step 2A is NO.

5. Reviews and Practical Countermeasures

The above-described guidance specifically indicates the
procedure for determination about patent eligibility. This
procedure is applied to all categories (a process, a machine,
a product, and a composition) of the claims. Thereby, it can
be said that the determination criteria for patent eligibility is
clarified.

According to the procedure shown in this guidance, even
if the claims are related as a whole to the judicial exception,
that is, a law of nature, a natural phenomenon or an abstract
idea, the claims satisfy patent eligibility in the case where
they include an additional element significantly more than
the judicial exception. For example, as shown in the Diehr
decision, if the mathematical algorithm implemented by a
claimed computer is utilized for calculating the manufacturing
conditions for a product, it is determined that patent eligibility
is satisfied.

On the other hand, in the invention not related to product
production such as risk hedging in the Bilski decision and
intermediated settlement in the Alice decision, it is difficult
to apply the discussion similar to that of the Diehr decision.
However, according to the above-described guidance, as
shown in hypothetical claim 1, the invention completed by
processing within a computer may also be determined as
satisfying patent eligibility if new data is created. Accordingly,
it is considered effective to prepare a patent application
so that claims can specifically define modification of data,
creation of new data, and the like.

) Alice Corp. Pty. Ltd. v. CLS Bank Int'l, 573 U.S.__, 134 S. Ct. 2347 (2014)
) Diamond v. Chakrabarty,447 U.S. 303, 310 (1980)
) Diamond v. Diehr, 450 U.S. 175 (1981)
) Bilski v. Kappos, 561 U.S. 593 (2010)

(1
(2
(3
(4
(5) Mayo Collaborative Serv. v. Prometheus Labs.,Inc., 566 U.S.

_,1325.Ct. 1289 (2012)

(6) http://www.uspto.gov/sites/default/files/patents/announce/alice_pec_25jun2014.pdf

(7) http://www.gpo.gov/fdsys/pkg/FR-2014-12-16/pdf/2014-29414.pdf
(8) Association for Molecular Pathology v. Myriad Genetics, Inc., 569 U.S.
(9) Ultramercial, LLC v. Hulu, LLC and WildTangent, ___ F.3d
(10) RAEEY DT L — ALIZDVNTOHIBIHEI
HMRNT AT T DY L—ALILDNTOHIBE
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_,133S.Ct. 2107 (2013)

_,112USPQ2d 1750 (Fed. Cir. 2014)

http://www.uspto.gov/patents/law/exam/mdc_examples_nature-based_products.pdf
http://www.uspto.gov/patents/law/exam/abstract_idea_examples.pdf
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1. Introduction

The trademark right is a right to exclusively use a registered
trademark in connection with designated goods or services
and within the range of its effects, the use as a business
by a third party should be restricted originally. However, in
corporate activities, there are cases in which a trademark right
holder uses the registered trademark, and wishes to enable an
affiliated company or a third party to also use it. The license
system is designed to meet such circumstances.

By properly and effectively using the trademark license
system with the knowledge including the problems,
depending on various circumstances in corporate activities,
the value of the trademark right is further enhanced and the
range of the corporate activities is expanded. In addition,
in light of the growing globalization of corporate activities,
it is necessary to focus on the licensing systems in various
countries in the world, compare them with the licensing
system in Japan and deepen our understanding thereof.

In this article, the trademark license system in Japan and
other major countries (the United States, the European
Union, China, and Korea) will be introduced, and problems
on a practical level when using these systems, and how to
effectively use them, will be discussed.

2. Trademark License System in Japan

First, the trademark license system in Japan will be
introduced.

(1) Trademark License Types

As for the license types, the Japan Trademark Law
prescribes (i) establishment of a recorded exclusive
license [senyoshiyoken] (Art. 30); (ii) granting of a
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non-exclusive license [tsujyoshiyoken] (Art. 31); and
(iii) granting of a so-called sole non-exclusive license

[dokusentekitsujyoshiyoken] . The reason why the recorded
exclusive license is "established", not "granted", is that the
recorded exclusive license is a right that arises only after the
establishment is registered with the Japan Patent Office.

A recorded exclusive licensee has an exclusive right to use
the registered trademark in connection with the designated
goods and services as a business to the extent provided by
the agreement under which such right is granted. Therefore,
even a trademark right holder cannot use the trademark
in connection with the designated goods or services as a
business to the provided extent.

In contrast, a non-exclusive licensee has a right to use the
registered trademark in connection with the designated
goods or services as a business to the provided extent. This is
not an exclusive right, and thus, when a third party uses the
registered trademark as a business to the provided extent, the
non-exclusive licensee cannot exclude this. The trademark
right holder can also grant a non-exclusive license to the same
extent in an overlapping manner.

When granting a license, the trademark right holder may
sometimes desire to retain the right to use the mark, and the
licensee may sometimes desire not to license the mark to
others. This is achieved by the so-called sole non-exclusive
license. The sole non-exclusive license is a non-exclusive
license which has a special provision of "not granting a
non-exclusive license to others to the same extent in an
overlapping manner". When the sole non-exclusive license
also has a special provision of "even the trademark right
holder himself/herself shall not use the registered trademark
to the provided extent", the sole non-exclusive license is called
"completely sole non-exclusive license".

As described above, permissible matters and restrictions for
the trademark right holder and the licensee vary depending
on the license types. Therefore, when using the license
system, it is important to fully understand the license types
and characteristics and to appropriately select and use the
license system in accordance with the circumstances.

(2) Considerations When Using the Trademark License
System

The problems when actually using the trademark license
system will be discussed.

(i) Trial for Cancellation of Trademark Registration Due to
Unauthorized Use by Licensee

The Japan Trademark Law permits a trademark registration
designating a plurality of goods or services, and a trademark
registration designating multiple classes. A recorded exclusive
license or non-exclusive license is established or granted for
the trademark right. When the trademark right designates a
plurality of goods or services, or multiple classes, a license can
be established or granted for only a part thereof.

A trademark right holder should consider the risk of a trial
for cancellation of trademark registration due to unauthorized
use by a licensee (Art. 53). This trial for cancellation is intended
to impose sanctions on unauthorized use by the licensee that
causes misleading as to the quality, or confusion as to the
origin, as well as a violation of the supervision obligation by
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the trademark right holder. When a ground for cancellation
is found in only a part of the designated goods or services,
the entire trademark registration is cancelled, and further,
reregistration is prohibited for five years after the cancellation.
Therefore, it is important for the trademark right holder to
take into account this risk and the importance of the target
trademark, and determine how to deal with this situation,
without easily establishing or granting a license for a part of
classes or a part of the goods or services.

(ii) Registration with the Japan Patent Office

A recorded exclusive license becomes effective only after
registration with the Japan Patent Office. However, there are
problems with registration, such as a troublesome procedures
with the Japan Patent Office, considerable procedural
expenses, and the release of the contents of the license
agreement, which results in public speculation of the business
plan. On the other hand, a non-exclusive license becomes
effective when granted by the trademark right holder, and
registration is not a requirement for entry into force.

The licensee should consider that this non-exclusive license
is effective between the parties concerned but does not reach
third parties. Let us assume, for example, that a non-exclusive
license becomes effective for a certain trademark right, and
thereafter, this trademark right is assigned to a third party.
Until then, a licensee justifiably uses the trademark based on
the license granted by the previous trademark right holder.
However, the licensee may be suddenly prohibited from using
the trademark by the current trademark right holder.

In order to avoid such an unexpected situation, the non-
exclusive license can be registered with the Japan Patent
Office, in which case the licensee can assert it against the third
party assignee. Therefore, from the perspective of trademark
strategic safety in corporate activities, it seems important to
consider registering a non-exclusive license with the Japan
Patent Office although registration is not a requirement for
entry into force.

(iii) Permissible Matters and Restrictions for Trademark Right
Holder Establishing Recorded Exclusive License

It should be noted that when the recorded exclusive license
is established, even the trademark right holder cannot use
the mark as a business in connection with the designated
goods or services to the extent provided in the license.
However, exercise of the right against other parties regarding
infringement is not restricted. In other words, the trademark
right holder himself/herself can exercise the right to demand
an injunction and the right to demand compensation for
damage from a third party infringer, without leaving removal
of the infringement to the recorded exclusive licensee.

(iv) Permissible Matters and Restrictions for Non-Exclusive
Licensee

It should be noted that even when the non-exclusive
licensee finds infringement by a third party, the non-exclusive
licensee cannot demand to the infringer an injunction and
compensation for damage. A sole non-exclusive licensee is
no different from the non-exclusive licensee. The sole non-
exclusive licensee cannot demand an injunction as prescribed
in the Japan Trademark Law. However, regarding damage
caused by the loss of market monopoly, the sole non-
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exclusive licensee can demand compensation for damage as
prescribed in the Civil Code.

3. Trademark License Systems in Major Countries
in the World

Next, the license systems in major countries (the United
States, the European Union, China, and Korea) will be
introduced.

(1) The United States

A license system is not prescribed in the US Trademark
Law, and granting of (i) exclusive licenses, (i) quasi-exclusive
licenses and (iii) non-exclusive licenses are permitted on a
practical level.

When an exclusive license is granted, even a trademark
right holder is restricted in the use of the trademark.
However, when a quasi-exclusive license or a non-exclusive
license is granted, the trademark right holder can also use
the trademark. A quasi-exclusive license refers to the case
in which the license is not granted to anyone other than a
licensee in an overlapping manner, and the non-exclusive
license refers to the case in which the license can be granted
to a plurality of persons in an overlapping manner. Since
none of these licenses are prescribed in the US Trademark
Law, registration with the US Patent and Trademark Office is
not requested as a requirement for entry into force.

In the United States as well, a license can be granted for a
part of the designated goods or services . When an exclusive
license is granted, even the trademark right holder must
refrain from using the trademark. Granting the license for a
part of the trademark right in this situation means that the use
by the trademark right holder is permitted for the remaining
part. In other words, this is treated as a quasi-exclusive license
rather than an exclusive license.

As to exercise of the right, Art. 32 of the US Trademark
Law prescribes remedies for a holder of an infringed right,
and Art. 43(a) of the US Trademark Law prescribes a civil suit
by an injured party. As to whether a licensee can demand
an injunction and compensation for damage against an
infringer, i.e., whether the right to demand injunction and
compensation for damage prescribed in Art. 32 of the
US Trademark Law are granted to the licensee, the court
has given a decision that a quasi-exclusive licensee or a
non-exclusive licensee is not in a position to solely file an
infringement suit prescribed in Art. 32 of the US Trademark
Law, and has given a decision that the quasi-exclusive licensee
or the non-exclusive licensee can file a suit based on the
conditions prescribed in Art. 43(a) of the US Trademark Law.
On the other hand, many courts have given a decision that
an exclusive licensee has the right to demand an injunction
and compensation for damage prescribed in Art. 32 of the
US Trademark Law, while some courts have given a decision
that the licensee is not in a position to solely file a suit. This
suggests the possibility of receiving a judicial decision that it
is impossible to solely file a suit when restrictions are imposed
on the license of the exclusive licensee.

(2) The European Union
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Art. 22 of the CTM regulation prescribes (i) exclusive licenses
and (iii) non-exclusive licenses, and (ii) sole licenses are
permitted on a practical level.

In the CTM as well, a license can be granted for a part of
the designated goods or services. When an exclusive license
is granted, even a trademark right holder cannot use the
trademark. When a sole license or a non-exclusive license
is granted, the trademark right holder can also use the
trademark. The sole license refers to the case in which only
the trademark right holder and a single licensee can use the
trademark, and the non-exclusive license refers to the case in
which the trademark right holder and a plurality of licensees
can use the trademark. Registration with the register is not a
requirement for entry into force. However, upon registration,
the licenses become effective for third parties in all member
countries.

As to exercise of the right, even when an exclusive license
is granted, the trademark right holder himself/herself can
exercise the right. However, in order to clarify the presence
or absence of the right, it seems desirable to define the right
of the trademark right holder and the right of the licensee in a
license agreement. In addition, regardless of the license types,
the licensee can file an infringement suit with the consent of
the trademark right holder. However, if the trademark right
holder does not file a suit within an appropriate period, an
exclusive licensee can file a suit without the consent of the
trademark right holder. It may be wise to explicitly describe
the consent of the trademark right holder in the license
agreement beforehand such that the licensee can solely file a
suit.

(3) China

As to the license types and exercise of the right, (i) sole
exclusive licenses, (i) semi-exclusive licenses and (iii) non-
exclusive licenses are prescribed in Art. 3 of "Interpretation
of the Supreme People's Court Concerning the Application
of Laws in the Trial of Cases of Civil Disputes Arising from
Trademarks (Docket No.32 [2002] of Legal Interpretation)".

A sole exclusive license refers to the case in which only a
single licensee can use the trademark to the provided extent.
A semi-exclusive license refers to the case in which only a
trademark right holder and the single licensee can use the
trademark. A non-exclusive license refers to the case in which
the trademark right holder and a plurality of licensees can
use the trademark. In China as well, a license can be granted
for a part of designated goods or services. Notification to
the Trademark Office is not a requirement for entry into
force. However, submission of a license certificate issued by
the Trademark Office is sometimes requested at the time of
exercising the right, and thus, it seems desirable to notify the
Trademark Office beforehand.

As to exercise of the right, even when a sole exclusive
license is granted, the trademark right holder himself/
herself can exercise the right. However, in order to clarify the
presence or absence of the right, it seems desirable to define
the right of the trademark right holder and the right of the
licensee in a license agreement. In addition, according to the
conditions prescribed in Art. 4 of the Legal Interpretation, a
sole exclusive licensee can solely file a suit with the Supreme
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People's Court, and a semi-exclusive licensee can file a suit
jointly with a trademark registrant or on his/her own when
the trademark right holder does not file a suit, and a non-
exclusive licensee can file a suit on his/her own when clearly
authorized by the trademark right holder.

(4) Korea

Art. 55 and Art. 57 of the Korea Trademark Law prescribes
(i) exclusive licenses and (i) non-exclusive licenses, and the
license system is substantially the same as that in Japan. A
difference is that registration with the Korean Intellectual
Property Office of an exclusive license was changed from a
requirement for entry into force to a requirement for asserting
against third parties based on the 2012 Amending Act.

In Korea as well, a license can be granted for a part of the
designated goods or services. When an exclusive license
is granted, even a trademark right holder cannot use the
trademark. When a non-exclusive license is granted, the
trademark right holder can also use the trademark.

As to exercise of the right, even when an exclusive license
is granted, the trademark right holder himself/herself can
exercise the right against an infringer. In addition, an
exclusive licensee can solely file an infringement suit, and a
non-exclusive licensee cannot file a suit on his/her own.

4, Discussion about Effective Use of Trademark
License System

Trademark licensing systems differ slightly from country
to country. Therefore, it is important to understand the
difference and properly use the license system depending on
the circumstances.

When a Japanese company obtains a trademark right in
a foreign country and grants a license to a local subsidiary
to avoid non-use cancellation, it is enough for the Japanese
company to let the local subsidiary use the trademark, and
the necessity of causing the local subsidiary to exclusively use
the trademark or solely file an infringement suit is considered
to be not so great. Therefore, it would be appropriate to (1)
grant a non-exclusive license in the United States, (2) grant
a non-exclusive license in the European Union, (3) grant a
non-exclusive license in China, and (4) grant a non-exclusive
license in Korea.

When the license is granted to a local subsidiary to quickly
exercise the right against an infringement act by a third
party in a foreign country, the necessity of allowing the local
subsidiary to solely exercise the right is considered to be
great, whereas the necessity of granting a license to business
entities other than the local subsidiary is considered to be not
so great. Therefore, it would be appropriate to (1) grant an
exclusive license in the United States, (2) grant a sole license
in the European Union, (3) grant a semi-exclusive license in
China, and (4) grant an exclusive license in Korea.

It is clear that trademark licensing systems are used in
a wide variety of situations. | hope this article will help
determine proper and effective use of the license systems in
corporate activities in accordance with the circumstances in
each country.
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Interesting Kimono

Akiko Ishikawa

Patent Attorney, Chemical/Biotechnology Group

n typical summer fireworks events, | enjoy watching,

I not only fireworks, but also people wearing yukata,

Japanese traditional casual clothing especially for summer.

Small children and young couples in yukata look cute and fresh.

When | see elderly people coordinating yukata well, | feel
traditional elegance and stylishness.

Interest in yukata has been increasing since | started to learn
how to wear kimono, Japanese traditional clothing. | started
learning dressing in kimono because my grandmother gave me
kimono and obi, the sash for kimono, she used to wear. Since
then, the time to spend with kimono is very precious to me.

One of the reasons | am attracted to kimono is that | can get
away from everyday life. On the day before I am planning to
wear kimono, | select a combination of kimono and obi
considering the season and destination. Next day, | put on the
kimono slowly and carefully using a full-length mirror. These
sequential actions bring a fresh sense to me since on weekdays |
select clothes just before | leave home for the simple reason that
they are different from those | wore on the previous day, and
leave home in a hurry before | can check myself in the mirror.

Fortunately, because | am not yet used to wearing kimono, |
spontaneously make feminine movements while wearing
kimono, though | may look awkward to other people. Kimono
reminds me of femininity that | am apt to forget in my daily life.

Another attractive point is that kimono gives me a chance to
meet new people. The other day, | had an opportunity to visit a
creator of tanba-nuno, which is a
traditional fabric in Hyogo
prefecture. He performs all the
steps including spinning, dyeing of
the yarn with plant dyes, and
weaving on his own. Long hours of
detailed work in the same posture
and hard labor while handling a
large pot for dyeing are required
until a roll of cloth is woven. His
attitude and willingness to invest all
his effort to create beautiful cloth
taught me the importance of
working on a task diligently.

Although I can wear kimono only
on the weekend at the moment, |
would like to enjoy life wearing
kimono as everyday clothes in the
future.
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You are what you eat

Fumie Murakami

Patent Clerk

rs. Obama quoted a proverb “You are what you eat*”

M in her speech to promote a healthy diet. Nutritionally-
balanced meals are inevitable for your physical well-being. For
me, however, these words mean something more. In Japan,
you have choices from a vast variety of foods. We eat not only
to fill our stomach but also satisfy our mind. Therefore, what
you eat, what you don' t eat, and how you eat express yourself a
lot.

As a wife and mother, | try to feed my family decent food.
Most of my mind during non-working time is occupied with
the idea of eating. | am not a selfless housewife, nor a health
food freak. Ijust want to make each of my meals acceptable or
somewhat satisfying in light of my policies or habits.

First, | try to use raw ingredients as much as possible and
cook from scratch. Although it requires a little extra effort,
home-cooked meals are safer and less expensive than those
sold at stores. In order to prepare three bento (boxed lunches)
for my family before work, and fix supper in time after work,
preparation is the key. On weekends, many of the raw ingredi-
ents from grocery stores are half-cooked before going into the
refrigerator and freezer.

Second, I try not to waste food. Since both my and my
husband’ s hometown grow vegetables and/or oranges, | often
get more than enough free vegetables. In order not to waste
them, some are boiled, dried, or pickled in vinegar. | frequently
use Shiokoji (salted rice malt) to make raw materials such as
chicken and pork taste better and last longer. Fermented foods
really suit my taste and needs. | don’t throw away ingredients
just because they exceed their best-before dates; | trust my
sense of taste and smell to judge. Itis more like a game than a
duty to think of a menu to finish up all the leftovers.

Third, I try not to be perfect. When I'm too busy to cook, |
use instant food and frozen pre-cooked food. | don’ t let myself
get too stressed trying too hard to prepare healthy meals all
the time. My son would prefer a happy mother with junk food
rather than an angry mother with gorgeous cooking. We eat
every day. The way you cook should be sustainable. As far as
you have decent meals most of the time, your body will not
desire too much junk food.

If you are what you eat, the way | eat so far has made myself
conscious about food and will continue to make me care
about, love and enjoy cooking and eating in the future as well.

#1 "Tell me what you eat and | will tell you what you are", by Anthelme
Brillat-Savarin.
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% Effective Business Letter Writing . ® 38

Gerald Thomas B.A. LL.B.-
Director of Foreign Affairs - Fukami Patent Office

Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill that is developed by learning the theory of professional style and having frequent
practice. In this issue | will talk about expressing condolence in a business letter.

Letters of Condolence

It is sometimes necessary in international correspondence to acknowledge the passing of a foreign associate or
colleague. Such letters are often difficult to write because the expression of condolence is a very sensitive cultural and
personal matter. Regardless of this, communication is still necessary and there are basic styles considered universally
acceptable in such a situation. One such example is provided and discussed below.

When | write a letter of condolence, it normally includes three parts:
i) acknowledgment of receiving notice of the colleague's passing, or the source where you acquired the information if
from a third party;
ii) an expression of condolence, including a personal and/or professional reference to the relationship with the person;
iii) an expression that the person had contributed to the professional community and will be missed.

Sample Letter of Condolence:

Dear Ms. Johnson:

It was with great surprise and sadness that | learned through your announcement dated December 14, 2014 of the
passing of Mr. Jonathan White.

Mr. White and | had met each year at the AIPPI annual Conference and | was always impressed by his warmth and
good humour. Please let me express our condolences, on behalf of myself and our firm.

I know that Mr. White was an excellent attorney and he had a significant role in the intellectual property community.
I am sure he will be greatly missed by his family and colleagues.

Sincerely,

Based on the depth of the relationship of the writer to the deceased person, the second paragraph can be lengthened
or shortened to provide more or less detail. In the case where the writer never met or had any personal contact with the
deceased, the first sentence of the second paragraph can be omitted entirely.

Note that, depending on the situation, flowers are usually not necessary, and that sending money or other items is not
done, unless instructions are given to provide donations to a specific charity. In such case, if a donation is to be made, the
writer should contact the charity directly and arrange a donation in the name of the deceased without requiring any
action on behalf of the deceased's family or firm.

Through a letter consisting of the above points, it is possible to express condolences in a respectful and professional
manner.

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
twelve years. In 2010 he assumed the position of Director of Foreign Affairs. In this position he supervises and ensures the quality of
English communications between Fukami Patent Office and its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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