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Intellectual Property Rights

Information relating to Government and JPO

® [n light of the judgments entered by the Supreme Court on June 5,
2015 (2012(Ju)1204 and 2012(Ju)2658), the JPO compiled and
published an outline of the interim handling of examinations titled
“Interim Handling Procedures for Examinations and Appeals/Trials
involving Product-by-process Claims”. The interim handling
procedures apply to patent applications which either have already
been filed or which will be filed at a future date. (JPO, July 6,2015)

® The Bill for the Act for the Partial Revision of the Patent Act and Other
Acts, including review of the employee invention system, was passed
into law. The revised act stipulates that an invention by an employee
belongs to the employer when the right becomes effective, if the
employment regulations, etc. stipulate in advance that the right to
obtain a patent will be vested in the employer. Preparations are
underway for enforcement in the spring of 2016.  (JPO, July 10, 2015)

® The government of Japan announced broad agreement on the
Trans-Pacific Partnership (TPP) Agreement. The agreement obliges the
signatories to introduce a patent term extension system and a system
of strengthening intellectual property protection for drugs, principally
involving the establishment of rules about data protection terms of
new drugs. The agreement also requires the conclusion of the Madrid
Agreement regarding trademarks, and the setting of a 70-year

protection term regarding copyrights, among others.
(Cabinet Secretariat, October 5, 2015)

Other Information (Precedents, etc.)

® An appeal hearing was held in the patent infringement action filed by
a Japanese inventor to seek compensation for damages regarding the
technology (Click Wheel) used for the operation of portable music
players of Apple Inc. (U.S.). The Supreme Court dismissed Apple's
appeal and secured the second instance ruling of the Intellectual
Property High Court that awarded about 330 million yen to the
(Nikkei Inc., September 10, 2015)
® A settlement was reached in the lawsuit related to the illicit
obtainment of trade secrets, filed by Nippon Steel & Sumitomo Metal
Corporation against South Korea's Posco for illegally acquiring
manufacturing technology from a former employee. Nippon Steel

received 30 billion yen in compensation from Posco.
(Nikkei Inc.,, October 1, 2015)

inventor.

Business Information

® The Nobel Prize in Physiology or Medicine has been awarded to Mr.
Satoshi Omura, Distinguished Emeritus Professor at Kitasato University.
Omura utilized actinomycetes found in soil to develop an antiparasitic
drug called Ivermectin jointly with major U.S. pharmaceutical
manufacturer Merck. lvermectin has been provided for free in Africa
and South America through WHO to save many people from blindness
caused by onchocerciasis. Professor Omura used income from the
patent royalties for activities such as building a hospital. The Nobel
Prize in Physics has been awarded to Mr. Takaaki Kajita, Director of the

Institute for Cosmic Ray Research of the University of Tokyo.
(Nikkei Inc., October 5 and 6, 2015)
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The Autobiography of Korekiyo

This is an autobiography of Korekiyo Takahashi,
who made a significant contribution to the
establishment of the patent and trademark
systems in Japan. This book, published in January
1936, which is the previous month of his tragic
death by assassin's bullets on February 26, 1936, is
held in our collection of books of great value. Itis
generally available from Chuko Bunko published by
CHUOKORON-SHINSHA, INC.
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Ultimately Talented Japanese

If you ask me to name a great genius born in Japan, I would
say without hesitation it would be Kukai. You can see his talent
once you read "KUKAI THE UNIVERSAL" written by Ryotaro
Shiba. If you ask me to name one more genius, I would say it
would be Kumagusu Minakata. Kumagusu Minakata, a genius
born in Kisyu, was a biologist, and also had infinite knowledge in
an unimaginable wide range, including astronomy, anthropology,
ancient history, and other areas. During his lifetime, his articles
appeared in Nature, an English academic journal, 51 times. His
English was truly elegant, and it is said that his language ability
also covered German, French, Italian, Latin, Greek, Russian, and
that he was also able to read Sanskrit. And surprisingly, he
learned most of these languages solely in libraries by himself.
Kunio Yanagida says that Kumagusu Minakata demonstrates the

extremes of possibility that a Japanese can represent.
Going to America and England

Kumagusu Minakata was born in a castle town in Wakayama
in the third year of the Keio era, or 1867. He entered Wakayama
Prefectural Junior High School in 1879. He then left for Tokyo
in 1883 and entered Kyoritsu-gakko. Since he was young, he
exhibited an extraordinary reading ability and memory, and when
he was seven years old, he exhibited his precociousness by being
absorbed in reading "Kinmouzui," an encyclopedia widely read in
the early period of the Edo era. At the age of ten, he discovered
"Wakan-sansai-zue," which can be said to be an encyclopedia of
that time. Kumagusu first read a copy of Wakan-sansai-zue
stored in a bookstore, memorized what he read, and went home
and copied the contents based on his memory. Later, he
borrowed a copy of the encyclopedia stored in the house of one of
his friends, Tagasaburo Tsumura, and finished copying a
complete series of the 105 volumes of the encyclopedia when he
was a third year junior high school student. He learned English
in Wakayama Prefectural Junior High School, and it seems that
he also had an opportunity to learn the language in Tokyo at
Kyoritsu-gakko from Korekiyo Takahashi.

He entered the Preparatory School of the University of Tokyo
in the 17th year of the Meiji period. However, he did not care
about classes and instead only went to the Ueno Library and read
Japanese, Chinese and Western books as he desired, and quit the
school in the 19th year of the Meiji period. He then went to
America and entered a Michigan State agriculture school, the
present University of Michigan, and started collecting plants, a
research of myxomycete in particular. It seems that he actually
hardly went to school and instead went to the library and
collected plants in the field. Thereafter, he went to London, and

went to the British Museum and continued his study until the
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The Constellations of the Far East

With regard to the questions asked by “M.A.B.”
about the grouping of stars into constellations
(NATURE, August 17), I venture to answer the last
two, which the limited knowledge of an Oriental
may partly meet, hoping thereby to interest some of

your readers.
ALK 2 DAERR - ik

REREALTED 2L LIc A3, BRI 4 4E DRI BT 1
SR TLMAMRE~DAER - EFETLIC, EWHFIC
BLL DA > TCRETIE, BEML RVl 2066
SO EPMEIEATCICDTLI, BBFIZZO
H. AREEAR 110 ri. WEEARDS, WHK 320 8%
CEIHS . 30 ROMREEAZE ELIcDTT,

FERIIZ CORZF B A, INOHKRZE A BT~
DUZD SR ADT, ROWPHIHATCZ T,

—REZIHLTRITF 2R bORENHTLILLERT

WA 37 SRR RN 24752 LIcHT, IRAIR B
FERE 2, IRDE I IZFKATV 2T,

MIT364E 2 AT KKFDENDEL LE A MY -

| R=rR=

23rd year of the Meiji period. He did all of his study by himself,
and studied myxomycete, folklore, anthropology, and ancient
history. After he went back home, he lived in Kisyu Tanabe and

continued his unique study.

Infinite Research

Kumagusu's research spans an incredibly wide range, and you
can see it from his articles presented in Nature.

"The Constellations of the Far East," "The Origin of the
Swallow-Stone Myth," Chinese Beliefs about the North,"
"Distribution of Calostoma," "Early Chinese Observations on
Colour Adaptations,” "Colours of Plasmodia of some
Mycetozoa," "Trepanning among Ancient Peoples,” "An Alga
Growing on Fish," ....

The article that he first contributed to Nature, "The
Constellations of the Far East," starts with an English expression
as follows:

The Constellations of the Far East

With regard to the questions asked by "M.A.B." about the
grouping of stars into constellations (NATURE, August 17), I
venture to answer the last two, which the limited knowledge of
an Oriental may partly meet, hoping thereby to interest some of

your readers .

Presentation and Lecture to Emperor Showa

Kumagusu's honor throughout his whole life was a
presentation and lecture to Emperor Showa in the fourth year of
the Showa period on the imperial flagship "Nagato." The
Emperor, who had a strong interest in biology, had told those
close to Him that he had wanted to see Kumagusu and receive a
lecture from him. Kumagusu, on that day, had the Emperor
examine 110 samples of slime moulds, a book of samples of fungi
and 320 diagrams of fungi, and presented 30 samples of slime
moulds to the Emperor.

In response to this honor, and with his respect for His Majesty,
who praised the nature of Kisyu, Kumagusu engraved on a
monument, as follows:

Wind from offshore, blow even a single branch with care, in

the woods that His Majesty loved.

When Emperor Showa visited Shirahama-cho, Kisyu in 1962,

He thought of Kumagusu, and composed a poem as follows:

Seeing Kasima hazed in the rain, thinking of Kumagusu

Minakata given birth to in the Country of Kii.
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Introduction

With the progress of economic globalization, intellectual
properties, which are the outcome of development of
innovative technologies, are now increasing in importance as
keys for corporate activities throughout the world.

In such a time, it is my great pleasure that I, who had been
engaged with IP administration at the JPO, am appointed to
be president of Fukami Patent Office, p.c. to dedicate myself
to providing high-quality IP services to our clients.

Moreover, | strongly recognize that patent system
harmonization is becoming more important to enable patent
applicants to seek the same, stable rights in various countries
in a highly predictable manner. Based on this recognition, as
a patent attorney, | will make my best effort to contributing to
realization of patent system harmonization.

Toward Patent System Harmonization

Discussion on patent system harmonization has been
stagnating for a long time since the establishment of the
"Agreement on Trade-Related Aspects of Intellectual Property
Rights" (TRIPs Agreement) in 1994,

However, the establishment of the America Invents Act (AIA)
in the U.S. in 2011, which involves switching from the "first to
invent" system to the "first inventor to file" system, triggered
resumption of the discussion on patent system harmonization
among the major seven IP offices of Japan, the U.S. and
Europe. The discussion was focused on the following four
issues of strong interests to users of the system: "grace period
(GP)", "conflicting applications", "publication of applications”,
and "prior user right". In order to build an appropriate
system, the users of the system were encouraged to actively
participate in discussions through questionnaire surveys and

January 2016 _vol.9
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Symposiums.

On September, 2014, the matters were discussed in a meeting of
Group B+ consisting of the IP offices from 46 countries, inclusive of
the group of developed countries of WIPO, and 2 organizations (EPO
and EQ). Ina meeting in October, 2015, great advance was made by
compiling "OBJECTIVES AND PRINCIPLES" for the four issues.

Future Discussion on System Harmonization

We should not, however, simply praise this accomplishment.
For example, regarding GP, which is particularly drawing attention
from the users of the system, in the "OBJECTIVES AND PRINCIPLES",
there is consensus that GP is permitted where the invention has
been disclosed due to breach of confidence or theft of information;
however, there is no consensus on whether GP is permitted where
applicants have disclosed their invention themselves, which was an
essential issue of the discussion.

In the first place, there is a great difference in philosophy between
Europe and the US, i, in Europe, it is firmly believed that published
inventions belong to the public, whereas in the US, the inventor's
right itself is respected as originated from the first to invent system.
This difference has been a serious obstacle in the discussion on
system harmonization. This obstacle, however, has to be overcome
for fair protection of inventions.

Inventions should not be disclosed unnecessarily before filing;
however, in some instances, particularly, applicants in relatively weak
positions such as small and medium sized companies and universities
may have to disclose their inventions before filing in order to obtain
business opportunities. In those instances, even if their inventions
are excellent, the applicants would face an actual problem such that
patent cannot be granted in some countries or regions due to a
difference in the GP system. There are growing calls of the necessity
toimmediately solve this problem.

Role of Patent Attorney toward Harmonization

| consider that it is a great role of patent attorneys to sincerely
respond to such calls of applicants including small and medium sized
companies and universities in order to encourage the trend toward
harmonization for establishment of, for example, a sufficient and
appropriate GP system.

I had many opportunities to attend the meetings and symposiums
for system harmonization as a representative of the JPO during my two
years of service until the end of July, 2015 as Deputy Commissioner. On
those occasions, during heated discussion, | was greatly supported and
given courage by attending business persons and patent attorneys.
Indeed, members of IP offices are in a position to focus the discussion
to implement system harmonization. | believe, however, that a key to
success of the realization of system harmonization is the voices of the
users of the system who can, with open minds, find an appropriate
manner to achieve harmonization beyond the borders of countries and
regions without clinging to their own countries' systems. Now, | am
on the side of the users of the system as a patent attorney, and wish to
contribute to system harmonization from this position.
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1. Introduction

Intellectual property management in enterprises,
universities, and like organizations is of increasing
importance. The Intellectual Property Basic Act enacted in
2002 requires enterprises, universities, and like organizations
to promote measures for creation, protection, and
exploitation of intellectual property(1), for which precise
management of intellectual property is necessary. In order
to keep the outcome of research and development in
the form of intellectual property such as patent right and
strategically exploit this intellectual property, enterprises
and like organizations allocate a certain ratio of the budget
for research and development to intellectual property
management. Understanding of the total expenses for
intellectual property management, whether the expenses are
increasing or decreasing, and how many personnel is involved
in intellectual property management enables grasping of the
actual situation in which enterprises and like organizations
promote protection and exploitation of intellectual property.
"Results of the Survey of Intellectual Property-Related
Activities" issued by the Japan Patent Office provides valuable
data supporting the actual situation.

2. Survey of Intellectual Property-Related Activities

The Japan Patent Office started in 2002 a statistical
survey (Survey of Intellectual Property-Related Activities)
for understanding what activities are done by enterprises,
universities, their research institutes, and the like for protection
and exploitation of intellectual property. In an ordinary year,
a target population consists of all enterprises etc. filing five
or more applications in the year and one tenth of enterprises
etc. taken from enterprises filing less than five applications in
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the year(2). An exhaustive survey is conducted every three
years for all enterprises etc. including those filing less than five
applications per year.

The coverage of the survey includes not only the research
and development expenses of the target enterprises but
also the total number of personnel involved in intellectual
property management, the total cost for intellectual
property management, the specific breakdown of the cost,
remuneration for service inventions, and license fees. The
results of the survey are published every year in the form of
a report. On the homepage of the Japan Patent Office, the
survey data by industry and size (the number of applications
and the size of capital) is published in the Excel format. The
term "expenses for intellectual property-related activities" in
the survey is understood as being equivalent to "expenses for
intellectual property management.”

3. Cost and Personnel Involved in Intellectual
Property Management

According to the Results of the Survey of Intellectual
Property-Related Activities in 2014, the total expenses in 2013
for Japanese enterprises, universities, and research institutes to
manage intellectual property are estimated to be 7103 billion
yen.(3) The breakdown of the expense is: 4547 billion yen as
the cost of application, 122 billion yen as remuneration for
invention, 1729 billion yen as the cost of personnel involved
in intellectual property management, and 709 billion yen as
miscellaneous costs. The miscellaneous costs include the cost
of computer systems and the cost of survey, for example.

Research Expenses and Expenses for Intellectual Property-
Related Activities

Since the total research and development expenses in
Japan are 17.3 trillion yen, the total expenses for intellectual
property-related activities of 7103 billion yen is 4.1% of the
research and development expenses. However, in view of the
fact that mostly the intellectual property management is done

1 WREIRECMEEE®E  Expenses for Research and Expenses for IP Management
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by enterprises, the expenses for intellectual property-related
activities are 5.6% of research and development expenses
of 12.692 trillion yen(4) of the enterprises. This is illustrated
in Fig. 1 in which the horizontal axis represents the research
and development expenses and the vertical axis represents
the expenses for intellectual property-related activities. Each
plot represents a numerical value for one cell in excel data
by industry and size prepared by collecting the results of the
survey. It is estimated from Fig. 1 that the higher the research
and development expenses, the higher the expenses for
intellectual property-related activities, and the expenses for
intellectual property-related activities depend on the amount
of research and development expenses, regardless of the scale
of research.

Expenses for Patent Application and Maintenance

The expenses for patent application and maintenance of
4547 billion yen account for the highest ratio of the total
expenses for intellectual property management and include
not only expenses for domestic patent application and
maintenance but also expenses for foreign patent application
and maintenance. The breakdown is: 29% for domestic
patent applications, 61% for foreign patent applications,
and 10% for domestic and foreign design and trademark
applications. As seen from this, the foreign patent acquisition
and maintenance costs account for a relatively high ratio. The
ratio of the patent application cost to the patent maintenance
cost (patent annuity for example) is approximately 3 to 1.

It is of great interest that the cost per domestic patent
application and the cost per foreign patent application can be
calculated since the survey collects from each enterprise the
expenses for intellectual property-related activities as well as
the number of filed applications. Indeed, the calculated cost
per domestic patent application is 0.33 million yen and the
calculated cost per foreign patent application is 0.81 million
yen. The higher cost for foreign patent application appears to
be due to the foreign attorney's fee and the translation fee for
example.

Characteristics by Industry

The survey shows the results by industry, and thus
characteristics by industry can be derived therefrom. Table 1
shows the expenses for intellectual property-related activities
by industry and the ratio of the expenses to the expenses for
research. The research expenses in this table are only those
of the enterprises answered the survey, which means a low
response rate and the possibility that the ratio is lower if large
enterprises did not answer. The expenses for intellectual
property-related activities considerably vary from industry to
industry. It is seen that the expenses are high for industries
such as electric machinery industry, chemical industry,
transportation machinery industry, machinery industry, and
petroleum and plastic industries. The ratio of the expenses
for intellectual property management to the expenses for
research also varies from industry to industry. Specifically,
the ratio is high for industries such as other industry,
metal product industry, petroleum and plastic industries,
business machinery industry, chemical industry, textile and
pulp industries, while the ratio is low for industries such as
education and telecommunications industries. It is of great
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interest that the ratio of the expenses for intellectual property-
related activities to the research expenses is a low ratio of
2.0% in the pharmaceutical industry, which may appear to be
unexpected in view of the importance of patent and vigorous
intellectual property-related activities in the pharmaceutical
industry. This is because the research expenses are enormous
in the pharmaceutical industry and accordingly the ratio of
the expenses for the intellectual property-related activities is
relatively low.

Personnel Involved in IP Management

As to the total number of personnel involved in intellectual
property management, the Survey of Intellectual Property-
Related Activities also collects data about personnel involved
in intellectual property management in enterprises etc. The
total number of personnel involved in intellectual property
management in 2013 is estimated to be 38,256. It is of great
interest that the estimated ratio of in-house patent attorneys
is 9%(5) and therefore approximately 3400 patent attorneys in
total play an active part in intellectual property management
for the enterprises etc.

In Japan, a little less than 80,000 personnel in total plays an
important role in protection and exploitation of intellectual
property, including, in addition to the 38,256 personnel in
enterprises, about 10,000 patent attorneys, about 20,000 clerks
in patent offices, and an estimated number of about 10,000
personnel working for the Japan Patent Office, involved in
patent search, and involved in translation, for example.

4, Structural Change from 2003 to 2013

The following is a study of change of the expenses for
intellectual property-related activities and the total number of
personnel over the last ten years.

Change with Time of Expenses for Management and the
Total Number of Personnel

Fig. 2 plots the change with time of the total expenses for
intellectual property-related activities and the total number
of personnel involved in intellectual property management
over 10 years from 2003 to 2013. Following the increase in
the expenses from 7798 billion yen in 2003 to 9157 billion yen
in 2005, the downturn of the Japanese economy due to the
Lehman Brothers bankruptcy results in a sharp decrease of
the expenses to 7242 billion yen in 2008 which is a decrease
of 1700 billion yen from the previous year. The expenses
still decreased thereafter to 6535 billion yen in 2012, but
somewhat increased to 7103 billion yen in 2013.

This trend is the same for the change with time of the
total number of personnel. Namely, following the increase
in personnel from 39,000 in 2003 to 51,745 in 2005, the
personnel decreased to 43,262 in 2008 due to the Lehman
Brothers bankruptcy, still decreased to 37,670 in 2012, but
somewhat increased to 38,256 in 2013.

As is apparent from the foregoing, the Lehman Brothers
bankruptcy had a significant impact on the intellectual
property management in Japan, and those who involved in

Fukami Patent Office, p.c. News Letter 11



BE(F2003F(CF 7798 AT H o lcBDHL 2005 [
(FO157RAEEMULTVWEE T, TNHAKREICBITDY—
N Y3 v IR T2008 FICE—EITHIFL T 1700
BRI UTCT7242BMHEEDE T, TORBDIEAZHT.
2012 F(CIF 6535 RAICETHALF UIeh 2013 FIC (&
7103BAEPPEELTETVET,

BEAMBROHER CTHTOEKRDIEGE T, 20035F(C3
739000 A CUfeh. 2D, BIMfEAZHE. 2005F(
(F5H 1745 AFXTEMULE T, LA L. U=V - Y3y
O7221F T 2008 F (14753262 NTERA U 2012 F(CIE
3737670 A 2013F(CIF 358256 AERA LD T,

U—X> - 3 v IDBEAROANIREEERCKRELA V)T
NeSRTcEIBBRONT. BEICHITDHAMMERREZ L
CHREFEHFNENT D UTTHEICHINT X REFES 172
SNTECEPRETEF T, JO - )TV MBEROB L,
HBIBAEESHERT R £ V) SRR OEVEFH S NS IREN'D
D, ANHEEEOERZHR LD, AEZERIT DLl
RAREEHONTLEDTI O BUWEERIRICH D TS,
ZO UTEEFEDRELEDD, HEROBHR. BIKUZEEED
HEEIE KO SN TVDINRICH D T,
2003FE &£ 2013 FEDXILE

COI0FEEICHNMEEENEENICEDKRDICEL
Lieh. ZN7eXR2TRTVLEF T, AINMELERAEIL
2003FD5mEDFLEDLS. CD2003FHELEED
013FFRELZERITDIEEULETRT, BERRV LI,
2003 FOANMERBDMREM(E 7798 BHTHD. A8
(&3759024 AT UTEh. T0FRD2013F(CHBNTH. #E
ERIE7103/EHT. ABIF3 758256 A TIN5, TDR
BICBVWTCREIARELEERBFEVNEWVNDERTT, HEAAT

F+2 2003F&2013FENx Comparison between 2003 and 2013

20034 20135
g?:ﬁ'?%ﬁp Management 7798 18R 710318
THjoJii\' é%;lgfis%?r Application 45298F 4546 f8F
ﬁ%zzz?f%rﬁ%omestic Patent 21604863 1276%8F
g%i;\fﬁgﬁgoreign Patent 1915863 270073
A Personnel Expenses 21821&M 172948M

#EE Compensation 13142M 122&M

ZTDftEMA  Other Expenses 45615 7098M
% - FREFEE  Research Expenses 11387589 | 12JK692018M
HYBEEE DN E LE

Ratio of IP Expenses to Research Expenses 6.6% 3.6%
EANREEFHRESEAN)

Number of Patent Application by Japanese 37731495¢% 27BNt
HFEH DO Y ERE

Average Expenses per Application 5877140073 467395003
s 3759024 | 37582560

Total Number of Personnel of IP

12 Fukami Patent Office, p.c. News Letter

intellectual property management in enterprises and patent
offices should have made enormous efforts for adapting to
such upheavals. Under the pro-patent policy, intellectual
property was understood as something like a myth that the
intellectual property was inviolable, and accordingly reduction
of the expenses for intellectual property management
and/or the personnel involved therein was regarded as
impossible. In the harsh economic environment, however,
such an understanding has substantially been changed, and
considerations must be given to the fact that elimination of
wastes and thorough rationalization are now required for
intellectual property management.

Comparison between 2003 and 2013

A structural change of the intellectual property management
over the last ten years is now studied with reference to Table
2. Since the Survey of Intellectual Property-Related Activities
started in 2003, the survey in 2003 is compared with the latest
survey in 2013. Itis of great interest that there is no significant
difference in scale between the total expenses of 7798 billion
yen for intellectual property-related activities and the total
number of personnel of 39,024 involved therein in 2003, and
the total expenses of 7103 billion yen and the total number of
personnel of 38,256 after 10 years, namely 2013. Although the
expenses exceeded 9000 billion yen and the total number of
personnel exceeded 50,000 in some years between 2003 and
2013, the scale in 2013 may be regarded as going back to the
one 10 years ago.

Then let us consider what changed during the period
between 2003 and 2013. Although the expenses for patent
application and maintenance of 4529 billion yen in 2003 may
be regarded as being substantially equal to the expenses
of 4546 billion yen in 2013, there is a significant change in
breakdown, namely a transition from domestic patent to
foreign patent. While the expenses related to domestic
patent applications of 2160 billion yen had decreased to 1276
billion yen in 2013, the expenses related to foreign patent
applications of 1915 billion yen had increased to 2700 billion
yenin 2013.

The recent trend that patent applications in Japan are
somewhat decreasing is receiving attention, and there is
thus a concern that research and development is sluggish.
However, the expenses for research and development rather
tend to increase and thus research and development should
not be regarded as sluggish. The background factor behind
this is the increased foreign patent applications in return for
the reduced patent applications in Japan and the resultant
reduction in expenses therefor. Moreover, the average cost
per application in Japan is also reduced to raise funds for
foreign applications.

5. Future Outlook and Conclusion

Intellectual property management by Japanese enterprises
has been developed with a principal aim of smoothly
introducing foreign technologies in the fields of electrical
engineering and chemistry. Japanese enterprises have
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empirically understood that their own patent(s) is effective
in concluding a license agreement at more favorable terms
with a foreign enterprise having advanced technologies.
Moreover, because many improvement inventions were made
in the course of improving introduced new technologies,
such inventions made by employees were required to be
properly granted patents and accordingly management
systems therefor have been developed. Although problems
peculiar to each technical field and each industry remain,
the intellectual property management system meeting
international standards has been established in Japan, which
is the outcome of the creativity and efforts of those who
involved in the establishment of the system. Further, there
was the time when intellectual property management in
enterprises was considered as sacrosanct because the policy
for protection and exploitation of intellectual property was
promoted under the Intellectual Property Basic Act.

However, in the harsh economic environment after the
Lehman Brothers bankruptcy, even the intellectual property
management was required to achieve rationalization and
cost reduction, and the conventional management scheme
has been reassessed. The results are reflected on the change
over the last ten years of the total expenses for intellectual
property management and the total number of personnel
involved in intellectual property management. The expenses
which increased to 9157 billion yen before the Lehman
Brothers bankruptcy decreased to 7103 billion yen, and the
total number of personnel which increased to 51,745 also
decreased to 38,256. While this trend appears to have almost
come to an end, specific operations for the management
will further be reassessed. In particular, the transition from
domestic patent applications to foreign patent applications
will continue, and a variety of business systems adapted to
this transition will accordingly be studied.
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1. Introduction

The Japan Supreme Court, as the final appellate court for
the Grand-Panel decision on product-by-process claims (PBP
claims) issued by the Intellectual Property High Court (IP
High Court, 2010 (Ne) No. 10043 (January 27, 2012)), made
a decision on June 5, 2015, together with a related case
(Supreme Court decisions on Nos. 2012 (ju) 1204 and (ju)
2658). The Supreme Court decisions overruled the Grand-
Panel decision, and presented a new guideline. In response
to the Supreme Court decisions, the Japan Patent Office
released interim handling procedures for examinations and
appeals/trials involving PBP claims on July 6, 2015 to change
the handling of examinations, and revised the Examination
Guidelines in October. For the Grand-Panel decision of the IP
High Court, please refer to my report in NEWS LETTER Vol. 2
(July 2012).

2. Background of PBP Claims

A PBP claim means a claim concerning an invention of a
product which is at least partially defined by a manufacturing
process. PBP claims are accepted in many countries to protect
an invention of a product which is to be subject to patent
protection but cannot be defined by the structure, physical
properties, or the like of the product without resort to a
manufacturing process thereof.

How the gist of PBP claims (novelty aspect) and the
technical scope of the same (infringement aspect) should be
interpreted has been discussed in Japan and other countries
and can be based on either "product identity theory" or
"manufacturing process limitation theory".

<Product identity theory> Following this theory, what is
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defined by a PBP claim is a product itself, manufactured by
a manufacturing process recited in the PBP claim. When a
product manufactured by a different manufacturing process is
identical to the product manufactured by the manufacturing
process recited in the PBP claim, that product is included in
the PBP claim.

<Manufacturing process limitation theory> Following this
theory, what is defined by a PBP claim is only the product
manufactured by the manufacturing process recited in
the PBP claim. A product manufactured by a different
manufacturing process is not included in the PBP claim even
though it is identical to the product manufactured by the
manufacturing process recited in the PBP claim.

3. IP High Court Grand-Panel Decision

The summary of the IP High Court Grand-Panel decision,
which is the original decision reviewed by the Supreme Court
decisions, will be described. According to the Grand-Panel
decision, PBP claims include two types, that is, authentic
PBP claims and unauthentic PBP claims. When a PBP claim
involves circumstances in which "it is impossible or difficult to
directly define a product by its structure or characteristics at
filing an application (impossible or difficult circumstances)”,
the PBP claim is regarded as an authentic PBP claim, and
both the gist and the technical scope thereof are interpreted
by "product identity theory". When a PBP claim involves
impossible or difficult circumstances, the PBP claim is
regarded as an unauthentic PBP claim, and both the gist and
the technical scope thereof are interpreted by "manufacturing
process limitation theory".

4. Supreme Court Decisions

The Supreme Court decisions on the two cases related to
infringement lawsuits based on the same patent right to
different defendants, and the technical scope (infringement
aspect) was at issue in one case, and the gist (invalidity aspect)
was at issue in the other case. The two Supreme Court
decisions indicated the following two points.

(1) Gist and Technical Scope of PBP Claims

The Supreme Court decisions indicated that both the gist
and the technical scope should be based on "product identity
theory", stating as follows:

"A patent is to be granted for an invention of a product,
an invention of a method, or an invention of a process of
producing a product. If a patent has been granted for an
invention of a product, the patent right is effective against any
products that have the same structure, characteristics, etc. as
those of the product subject to the invention, irrespective of
the manufacturing processes of these products.”

(2) Clarity

The Supreme Court decisions indicated that a PBP claim
lacks clarity unless it involves circumstances in which it is
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impossible or utterly impractical to directly define a product
based on its structure or characteristics at filing an application
(impossible or impractical circumstances), stating as follows:

"When a claim of a patent for an invention of a product
recites the manufacturing process of the product, it is generally
unclear what structure or characteristics of the product
are represented by the process, or whether the gist of the
invention is limited to products manufactured by the process,
and this would prevent those who read the claim from clearly
understanding the invention and make it impossible for them
to predict the scope of the exclusive right to be conferred
to the patentee, leading to an inappropriate situation. On
the other hand, in a claim of a patent for an invention of a
product, the applicant is usually supposed to directly define
the product by clearly reciting its structure or characteristics.
However, depending on the specific content, nature, etc. of the
invention, there may be cases where it is technically impossible
to analyze the structure or characteristics of the product at
filing the application, or where it is utterly impractical in light
of the nature of a patent application that needs to be handled
speedily, etc,, to require the applicant to define the product
in such manner when the work to define the product would
require excessive economic cost and time. Assuming so, it is
inappropriate to prohibit reciting a manufacturing process in
a claim of a patent for an invention of a product in any case,
but rather when there are such circumstances as mentioned
abzzove, it would not be unfairly prejudicial to a third party’s
interest to identify the gist of the invention as referring to
a product having the same structure, characteristics, etc. as
those of the product manufactured by the manufacturing
process recited in the claim."

(3) Chief Judge Chiba's Concurring Opinion and Judge
Yamamoto's Opinion

Two opinions are attached to the Supreme Court decisions.
Chief Judge Chiba's concurring opinion provides an analysis
of the situation in the U.S. and the Examination Guidelines
in Japan on the interpretation of PBP claims, as well as a
suggestion on examinations of impossible or impractical
circumstances. Judge Yamamoto opposes the majority
opinion, and stresses that it should be done cautiously to
determine a PBP claim as indefinite only based on its claim
format, because a patent applicant can determine freely how
to claim their invention under their responsibility after the
revision in 1994 of former Article 36(5)(ii) of the Patent Law,
and the claim should be rejected only by Article 49 of the
Patent Law.

5. Interim Handling Procedures for Examinations
and Appeals/Trials

In response to the Supreme Court decisions, the Japan
Patent Office released interim handling procedures for
examinations and appeals/trials on July 6, 2015 and put the
procedures into effect on the same date.

The interim handling procedures apply to all patent
applications and granted patents including PBP claims in the
past, present, and future. The gist of a PBP claim is recognized
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by “product identity theory” as before. When a PBP claim
involves impossible or impractical circumstances, the PBP
claim is determined as indefinite, and grounds of rejection
are notified. The interim handling procedures include
examples indicating whether a claim falls within a PBP claim,
and examples indicating whether the PBP claim involves
impossible or impractical circumstances. The procedures
also describe that, in response to the Notice of Grounds of
Rejection, the applicant can (1) delete any claim concerned, (2)
amend any claim concerned into a claim of a product defined
by its structure, characteristics, etc., (3) amend any claim
concerned into a claim of a manufacturing process, and (4)
make a counterargument.

Thereafter, in October, the Examination Guidelines were
revised and the above handling procedures were formally put
into effect.

6. Discussion

(1) Difference between the Supreme Court Decisions and
the IP High Court Grand-Panel Decision

Both decisions stated that, when a PBP claim involves
impossible or impractical circumstances (or impossible or
difficult circumstances), the PBP claim is valid, and the gist
and technical scope thereof can enjoy a broad patent scope
by "product identity theory". In contrast, when a claim does
not involve impossible or impractical circumstances, the IP
High Court Grand-Panel decision stated that the gist and
technical scope thereof should be interpreted narrowly
by "manufacturing process limitation theory", whereas the
Supreme Court decisions overruled that decision and instead
ruled to reject/invalidate the PBP claim as lacking clarity.

(2) Clarity of PBP Claims

The majority opinion and Judge Yamamoto's opinion
conflict over the clarity of PBP claims. My consideration on
this point is provided below.

i) Whether PBP Claims Are Definite

How is the gist of the PBP claim "water generated by
reacting hydrogen with oxygen" recognized? The gist of the
invention significantly varies depending on what characteristic
is chosen, such as water, water not containing minerals,
neutral water, or tasteless odorless water. The applicant
can freely change the gist of the invention and make a
counterargument depending on prior art, while maintaining
the same claim. Similarly to indefiniteness of the gist of the
invention, in the case of infringement, it is indefinite how
to determine the structure, characteristics, etc. of the water
derived from the manufacturing process, and this may result
in a big issue between the patentee and an alleged infringer.
Therefore, | believe that PBP claims are basically indefinite in
many cases, as described in the majority opinion.

ii) Examination Guidelines

Both the Examination Guidelines corresponding to the
revised Patent Law in 1994, and the previous Examination
Guidelines in 2015, prescribed to conduct examinations on
impossible or impractical circumstances.
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<Examination Guidelines (before 2000), Part |, chapter 1,
331>

The following typical examples do not comply with Article
36(5)(ii) of the Patent Law (clarity):

8) An invention of a product, which technical means are
expressed by a method. However, this shall not apply when
there is no appropriate expression other than expressing
it by the method and the product can be defined by such
expression.

9) An invention of a chemical substance, which is not
defined by its name or chemical structural formula. However,
when it is impossible to define the substance by its name
or formula, the substance may be defined by its physical or
chemical properties. Further, when it is still impossible to
define the substance by its physical or chemical properties,
the substance may be defined by a manufacturing process as
a portion of defining means, only when it can be defined by
adding the manufacturing process.

<Previous Examination Guidelines in 2015, Part |, 2.2.2.4 (2)
(M) >

The product subject to the invention may be defined by
the manufacturing process, where it is impossible, difficult
or inappropriate for some reasons to directly define the
constitution of the invention by means of its properties, etc.
independent of the manufacturing process.

(Opposite interpretation of this statement provides the
basis for lack of clarity.)

iii) Considering i) and ii) above and the situations in the
major foreign countries described below in (3), | think it
reasonable to consider PBP claims as indefinite unless they
involve impossible or impractical circumstances, as described
in the majority opinion.

(3) Situations in Major Foreign Countries

Handling of the gist, the clarity requirement, and the
technical scope of PBP claims in major foreign countries is
shown in the table.

As described in the table, clarity based on impossible or
impractical circumstances is examined in all countries except
for the U.S. This seems to be based on the concept to accept
a PBP claim as an exception only when it involves impossible
or impractical circumstances. | believe it preferable in view
of harmonization that the Supreme Court decisions indicated
the clarity requirement. It should be also noted that, as
described in my previous report, "necessity requirement"
which is a similar provision based on a board decision in 1891,
had been examined in the U.S,, but the relevant description
was deleted in the revision of MPEP in 1974.

Regarding patentability, the gist of the invention is
determined by "product identity theory" in all countries.
On the other hand, in infringement, the technical scope of
the invention is determined by "product identity theory"
in Japan, Germany, and Korea, whereas it is determined by
"manufacturing process limitation theory" in the U.S.

(4) Problem of Correction

A registered PBP claim not involving impossible or
impractical circumstances becomes invalid due to violation
of the clarity requirement. Chief Judge Chiba's concurring
opinion points out the issue that "this situation results from
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the present examination practice under which PBP claims
have been loosely examined and permitted, and it is not
attributable to the applicants alone. ... procedures such as a
request for correction and a request for a trial for correction
may be helpful. How these procedures will actually be
handled is an issue to be addressed in the future."

In Europe, a correction to change a PBP claim to a
manufacturing process claim was accepted (T 423/89),
whereas in Japan, an amendment to change a PBP claim to a
manufacturing process claim which was filed at filing a Notice
of Appeal was rejected on the grounds that it was exactly
a change in the scope of claims, and did not comply with
Article 17-2(4)() to (iv) (IP High Court, 2006 (Gyo-Ke) No. 10494
(September 20, 2007)).

The interim handling procedures for examinations and
appeals/trials released by the Japan Patent Office describe
that an amendment to change a PBP claim to a manufacturing
process claim which was filed after a final Notice of Grounds
of Rejection, etc. falls within the clarification of an ambiguous
statement (Article 17-2(5)(iv)). However, there is also a
requirement that a correction after patent registration should
not substantially expand or change the scope of claims (Article
126(6)). In addition, questions and answers on the appeal/
trial system released on August 7, 2015 do not present a clear
viewpoint, merely stating that, as for a correction to change
a PBP claim to a manufacturing process claim, analysis of
examples will be advanced and judgment will be made for
each case based on laws and regulations. It will be necessary
to watch the trend of future appeal decisions.

7. Future Measures

Based on the Supreme Court decisions, impossible or
impractical circumstances are examined on all PBP claims.
The extent of the impossible or impractical circumstances is
not clear at present, and many countries adopt interpretation
of the technical scope by "manufacturing process limitation
theory". Therefore, to obtain a global patent, it wull be more
effective to pursue a patent using a product claim defined
by structure, characteristics, etc., or a manufacturing process
claim, than a PBP claim.
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1. Introduction

Many court decisions delivered in lawsuits against board
decisions are published each week on the web site of the
Supreme Court and the IP High Court. While many of them
relate to patents, a few court decisions in lawsuits against
board decisions in trademarks are also published each month.

Reviewing the decisions in litigation against board decisions
in trademarks in the past few years, there are some cases
which attracted social attention on the contents.

One case was an application consisting of the standard
characters "LADY GAGA" and filed to designate Class 9
"photograph records, downloadable music files, exposed
cinematographic files, and recorded video discs and video
tapes" as goods has been rejected (Heisei 25 (Gyo Ke) No.
10158). Another is a case about a trademark application for
"Tokyo Ishin no Kai (Tokyo Restoration Party)", which has been
ruled to fall under the Trademark Law, Article 4, 1 (vi) (Heisei
26 (Gyo Ke) No. 10092)(Identical with the name of political
organization). Legal interpretation of these cases serves as a
very good reference, and the cases attracted public attention,
filling the pages of newspapers.

What is notable is that there is no single decision of
rescission of the trial decision in trademark suits through the
years from 2013 to 2015 (a trial decision was rescinded on
November 19, 2015 for the first time in this two and half years).

Looking into the decisions in litigation against board
decisions in trademarks prior to 2013, a considerable number
of decisions of revocation were delivered. This article, will
focus on the reasons for such dramatic change in the court's
conclusions in their decisions.
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2. Changes Between Before and After the Year 2012

(1) Tendency of Judgment of Similarity of Trademark in
Board Decisions

The board decision in Appeal No. 2010-24071 will be
discussed as a representative of the board decisions in or
before 2012.

In this case, similarity between the referenced trademark
"POWERWEB" and the cited trademark "POWERWAVE" and "
JNT—7 T —"7" aligned in two columns was contested.
The board decision stated as follows: "Theses trademarks
are similar in sound and relatively close to each other in
appearance, and do not have a clear difference in concept.
Therefore, since these trademarks are similar and the
designated goods under the referenced trademark are the
same as, or similar to, the designated goods under the cited
trademark, the referenced trademark cannot be registered as
a trademark under the Trademark Law, Article 4, T (xi)."

In contrast, in the lawsuit against the board decision, the
board decision was revoked and the court decision stated as
follows: "The referenced trademark and the cited trademark
are different from each other in appearance and concept.
Though they are similar in sound, it is not necessarily difficult
to aurally distinguish the trademarks from each other, and no
circumstance is found that identifiability in terms of sound
overcomes identifiability in terms of appearance and concept,
such as a circumstance that a source of goods is identified
based on sound rather than on appearance or concept in an
actual state of transactions. In view of such aspects, in these
trademarks, difference in appearance and concept overcomes
similarity in sound. Therefore, these trademarks are not similar
to each other."

(2) Tendency of Judgment of Similarity of Trademark in
Court Decisions

In judging similarity of trademarks, with accumulation of
judgments about similarity of trademarks, much importance
has been placed on similarity in sound. In Hyozan Jirushi Case
(Sai Han Showa 43 February 27), however, the traditional way
of thinking (when any one of appearance, concept, or sound
is similar, trademarks are similar) was changed, and new
principles were presented that determination of similarity
should take into account the actual state of transactions.

How to take into account the actual states of transactions
or a concept thereof is difficult to understand, and it took
much time for such a concept to prevail into practice. In
recent trial examples, actual circumstances in society where
forms of transactions have become complicated are carefully
taken into account in association with trademarks of goods
sold only through the Internet or trademarks used only for
signboards of shops. Then, in accordance with such actual
circumstances, in many judgements, to which of trademarks
traders tend to pay attention until they reach purchase
activities have increasingly fastidiously been found.
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(3) Delay in Action by the Patent Office

The Supreme Court and the IP High Court have sensitively
caught these trends and have come to increasingly deliver
decisions which look into the essential points of issue,
deeply considering the facts, and then reaching thoroughly
reasonable conclusions.

In contrast, the Japan Patent Office has issued many appeal
decisions relatively in line with their guidelines, and there
have been many determinations formally made without
paying much attention to the trends or particularity of facts.
In addition, actions taken by the Japan Patent Office seemed
to be behind the times; even in the year 2012, there was a
case in which an old way of thinking was still adopted, even
though it had been overturned in a Supreme Court Decision
delivered in 1968 (if sound is similar, the trademarks are similar
in principle).

The Japan Patent Office has many departments and appeal
examiners, and supposedly, institutional determinations
complying with the internal examination guidelines might
have inevitably been made for the sake of consistency of
determinations.

It has been reported that now in the Patent Office,
debriefing held after lawsuits against board decisions, as well
as interaction with the IP High Court, has become more active
than before.

(4) Recursive Tendency: Court Judgments Lead Practice

Since 2013, there has not been a single case of the Patent
Office losing an ex-parte suit against a board decision in
trademark. This may be the result of the tendency for the
judgments of the Court and the determinations of the Patent
Office to have gradually become consistent before this year,
rather than from the sudden solution of previously existing
problems by some "magic bullet."

More specifically, the determinations of the Patent Office
have become close to the judgments by the Court, or the
Patent Office has come to properly analyze the Court's
decisions and make determinations in conformity therewith.

In accounting, reportedly, deductive approaches have
been adopted, in which proper accounting process is found
based on definitions and basic concepts so that the practice
is improved. In trademark practice, approaches may be
recursive in that the judgments by the Court lead cases and
the accumulation of judgments takes a lead in practice and
marks legal milestones.

Such tendency to follow judicial precedents is expected to
develop also in the future in every field of intellectual property
including patents, utility models, designs, and trademarks,
without being limited to trademarks. Therefore, the
significance of leading cases before the Supreme Court and
the IP High Court will increase in the future for practitioners
engaged in intellectual property rights.

3. Future Problems Expected from
Recent Court Decisions

(1) Future Tendencies in Intellectual Property Practice

January 2016 _vol.9



3.ERIEDFIRDSRABHSERDFAE

(1) SO EFEDIED)

201548 1HELD. FIULLEEZDERFE., [HFEEH
EaEROE Ufc, COEIEICIE. BBAA%FTBED
D, ARECHOIBEEEDHELECEEDEDDFU
feo

CDELDITEEFRDHEPEEREDERICIE, KEFT®
BHEOHDBEDOTVDDTIN. RFEFIDHTICDONT
(. PEIDBEVEOEESHE TR SR EHRAFID THE
. TOHIABD S, HLIFAEICEET HEHZ RO TN
EVDBENSHBHEVTLKEBONE T,

(2)FHUREE - REICBITDEER

AR - FRAZEUC. T, BER - SFEREME
BUTC, BREVHHIRODRRZRS & —EEIGE. HME
RICTRESNSHED, R PEmSEDROF LML D
ERADEZD D E T,

BREARKIIRI0SDERUNERELDERICHNT
FELL CERMD IS NCBR (DS —S 4 VBHTR 24
F{T7)B102535) . MEREUHICRAFICBWTHELT
BIROEADEES NIcER (T —ORBH 25 FJT7)
10090%). HFORAMEHIRTICHBWNT, HESH CTHIcIE
SEHLOMEH S NCIER. RAMEHIA B S IeER (NESEH
TR 25F(#75)103105), FETT,

B TEF. BETIERDRAITIDT. [EFrlEEEEDR
HUEWVEHVZ AW TOEIZER D CENTEXRID, H/RE(C
FHFEORFZERLC. ST DEENCH SAHUNEZ
IO CEFTIFENTLFE B A

ULH L. BHIERETRESNCTULED D ISEED I S 3,
THIHTRESN, TNICKDERTRRDLIE I DT —X
DEZEHH D VD DIE. 3EHZHRA T dHHEDENEHR
EE. RUTREIFIRETHD EFEXFEA.

BEHPHFEROFHHGICONTIE. EDOLTHHERE
fEmCIENDBEZBIINBTIN. EEEDKDEERDE
D EEDRAICHNTIF. FHIMDERZBEDHESZ LD
OEFEL, EDRDFEHLTEDKDEERZIEFLT DD
b\ EEIDINEE. REICDVWTERARBROKIDEHU. &
HERPED ST A TFIEDEENZ1T D CEDRMETT,

ZTNUCELD., BHFMIELDTRL. KD ORSHF
THRODZREUCHAMBREIN TV TL & D,

©FEt | Article =TSR EREUHEREADERF DIER]

BREOEE - FHFRICBLVTREADDENIZNECL—

A new trademark registration and patent opposition system
started on April 1, 2015. The Patent Office was of course
involved in this revision of the relevant laws, and the author
was also involved in the revision of the examination guidelines
associated with the revision of the Patent and Trademark Acts.

Thus, the Patent Office and various experts are involved in
enactment of the applicable laws and the setting of various
standards. In determining profound cases, however, the
Supreme Court and the IP High Court, representing the
supreme body of justice, play a central role, and practitioners
will deepen their understanding of the laws and acts based
on their judgments.

(2) Attention to be Paid in Dealing with Evidence

Turning now to the reasons for the court decisions revoking
appeal decisions in trademark and patent cases and inter-
partes and ex-parte cases, there are a considerable number
of cases where new evidence submitted before the IP High
Court was the key to reverse the conclusion.

Examples include:

i) a case in which famousness as defined under the
Trademark Law, Article 4, 1 (x) was contested and famousness
was shown by new evidence (Color Line Case Heisei 24 (Gyo
Ke) No. 10253);

ii) a case calling for cancellation due to non-use of a
trademark, in which use of the trademark was shown by new
evidence (Deros Case Heisei 25 (Gyo Ke) No. 10090); and

iii) a case relating to the determination of a patent being
known, in which the determination as being known was
reversed as a result of submission of new evidence before the
IP High Court (Fusen Case Heisei 25 (Gyo Ke) No. 10310).

Since appeal examinations are based on ex officio principles,
the Patent Office can reach a decision based on evidence not
submitted by a party. Actually, however, with importance
being placed on fairness for the party, the Patent Office itself
does not do much to positively collect evidence.

The fact that in a considerable number of cases, evidence
which had not been submitted in the appeal stage was
submitted for the first time before the IP High Court and such
evidence reversed the conclusion in the High Court, however,
is not necessarily appropriate in the Japanese judicial system
adopting a three-tier structure.

At the Supreme Court or the IP High Court the focus
of attention tends to be paid only to the legal issues and
conclusions of the lower adjudications. In such cases where
fact finding plays a key role as above, however, the structure
of fact finding by the Court should properly be understood,
and the practitioners should develop professional expertise
in dealing with evidence, that is, in establishing which fact
is based on which evidence, and should perform sufficient
evidentiary activities at the examination stage.

If this is done, the examination procedure will be more
substantial, and determinations more consistent from the
Patent Office to the Supreme Court will be ensured.

(3) Attention to be Paid in Separate Observation of
Composite Trademark
Though the trial examples lead the practice, there are still
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some issues for which the courts have difficulty in making
judgments. One of the issues most difficult to judge is the
separate observation of a composite trademark(When we
judge the similarity of two marks, whether we can extract part
of the mark).

In the separate observation of a composite trademark,
principles in the Supreme Court Decision in "Tsutsumi no
Ohinakkoya Case" (September 8, 2008) serve as the criteria.
These are summarized below.

"In judging the similarity of a trademark under the
Trademark Law, Article 4, 1 (xi), it is not acceptable to make
a judgment on the similarity of a composite trademark
composed of two or more elements by extracting one
of these elements to be compared with another party's
trademark, except for the cases where the said element is
found to give a strong and dominant impression to traders
and consumers as a function for indicating the source of
the goods or the service, or in cases where the remaining
elements are not found to generate a sound or concept as a
function for indicating source."

It has been held that when there is a trademark constituting
"A+B", part A can be extracted only when A is strongly
dominant and identifiability of B is low.

Here, two recent trial examples before the IP High Court will
be introduced.

First, | will discuss the case where the similarity of a trademark
was contested between the referenced trademark Iki (#)
(standard character) and the cited trademark "Takara Shochu (£
J3EET)" and "lki (#)" aligned in two columns.  The board decision
denied the applicability of Article 4, 1 (xi) (non-similarity) and the
conclusion was maintained in the IP High Court lawsuit against
board decision (Heisei 26 (Gyo Ke) No. 10029).

Second, | will discuss the case where similarity was contested
between the referenced graphic trademark "B¥%MING" and
"LIFESTORE" aligned in two columns and the cited trademark "=
4 7 X N7 (lifestore)". The board decision in this case affirmed
the applicability of Article 4, 1 (xi) (similarity) and the conclusion
was maintained in the IP High Court lawsuit against the board
decision (Heisei 25 (Gyo Ke) No. 10342).

In light of the principles in the Tsutsumi no Ohinakkoya
Case, initially in the former case, both the IP High Court and
the Patent Office defined "Takara Shochu" as A and "lki" as B,
determined that A gave an overwhelmingly more dominant
impression than B, and admitted observation of "Takara
Shochu" separately from the referenced trademark and
denied separate observation of "lki".

In the latter case, they allowed separate observation of
"LIFESTORE", regarding "LIFESTORE" as A and "B¥rMING" as B.

Can these two trial examples reasonably be explained
based on the principles shown in the Tsutsumi no Ohinakkoya
Case? It is doubtful whether or not "Takara Shochu" can be
concluded as overwhelmingly more dominant than "lki" in the
former case and whether or not "B¥*MING" can be ignored
in the latter case. It seems that consistent determination
of composite trademarks has not yet been made and
practitioners should further review this issue and make efforts
to develop persuasive arguments.
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(4) Attention to be Paid in Trials for Cancellation of
Registered Trademark for Non-use

In appeal cases of cancellation of a trademark for non-use, in
principle, oral proceedings are held for all cases, and therefore
attorneys have many opportunities to attend the hearings at
the Patent Office.

In the oral proceedings, since the fact of use of a trademark
is found based on evidence, attorneys are increasingly
required to be prepared based on the review of fact finding
through the trial examples, properly build up a structure of
evidence, and perform activities for developing assertions
and giving proof for maximizing understanding by both the
appeal examiners and the adverse party.

In a cancellation action for non-use as well, whether or not
use of a composite representation can be regarded as use of a
trademark identical to a registered trademark from a common
sense perspective is a difficult point of issue. As exemplified
in the trial example that identicalness from a common
sense perspective was denied between the representation
"neo rythm" and a trademark "rythm" and between a
representation "PEARL FILTER" and a trademark "PEARL// S—/L",
this concept is quite strictly interpreted. Thus, similar to the
separate observation mentioned previously, cancellation for
non-use is also an issue for which the examination procedure
should carefully be advanced.

4, Conclusion

(1) After Experience as Trial and Judgment Investigator

The author worked as Trial and Judgment Investigator in the
Patent Office for two years from 2013. Impressively, all workers
in the Patent Office were strongly conscious about improvement
in quality of the Patent Office's tasks, humbly listened to people
outside the Office, analyzed the trends of recent trial examples,
and made efforts to realize better activities.

In the field of intellectual property rights, legislation is often
revised and much time and effort are required, even just to
follow the revision of acts. The Office's attitude to search for
a better way to function as a system, not only in addressing
revisions but also in fulfilling relevant tasks in general, should
be followed as a good example.

(2) Proper Future Activities by Attorneys

Recent consistency between the determinations made by
the Japan Patent Office and the judgments by the IP High
Court in ex-parte trademark cases demonstrates that the
Patent Office have well reviewed the court decisions and
made determinations. In initial examination and appeals in
the future, in general, close and careful search, discussion,
and consultation in difficult cases will generally be made.
Rather than simply citing specific references or phrases used
in the trial examples, parties and attorneys should make more
effort to review issues from a wide point of view and develop
stronger assertions getting to the core of the case. Failing
to do so may leave us behind the trademark practice of the
Japan Patent Office and the effective activities.
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tall began in Dallas, Texas, 2013. During the
I International Trademark Association (INTA) Annual
Meeting there, | met a US attorney who eventually offered me a
position as a short-term visiting attorney in his New York
office.So here  am in New York now, in the year of 2015. | enjoy
working with my counterpart attorneys here — helping them in
communicating with my Japanese clients, visiting USPTO for an
interview with an examiner or drafting a response to the
USPTO office action. Discussions with the US attorneys on a
daily basis through these works have enlightened me with the
legal mind of US lawyers.

Besides working closely with the attorneys in the office, l am
fortunate enough to have opportunities to meet legal
professionals, not only US attorneys but expatriates of
Japanese companies, JPO staff members, Commissioners of
the USPTO,and Japanese attorneys and researchers who are
working or studying in the US. It seems to me that they areall
self-driven and hard-working professionals, and superb in their
interpersonal skills — and thus their network seems unlimited.|
get introduced from onelegal expert to another-forexample, a
paralegal working in my officetook me to a lunch with
Japanese-American IP attorneys who used to work with her,
who then introduced me, via e-mail,to another Japanese-American
patent attorney, who | happened to actually meet the next
week in a study group meeting organized by the JETRO New
York - | then realized he was involved in the recent Japan
Supreme Court case on product-by-process claims issues - and
he told me he would invite me to another IP study group he
was going to hold next month.l am almost certain that | meet
some new interesting people there who can introduce me to
even more possible clients! It isindeed an exciting experience
to enter the IP society here through such casual but crucial
introductions by people.

Considering that most of our clients come to us through
introduction of other clients orattorneys, building and
maintaining the global networkwill stay as a key to our future
business development. | will definitely share the knowledge |
obtained through my USexperience with colleague attorneys
back in Japan - and at the same time, | am determined to try
my best to retain the IP network | enjoy here now.

I believe that my accomplishment of the program will help
Fukami firm to further grow into a truly global IP firm that
continues attracting international clients for years to come.
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“Friends coming from
distant quarters”

Seiji Sogo

International Patent Division Deputy Divisional Manager

eunion with a friend after a long time makes us

R happy. Once meeting with the friend, an intimate

relation revives even if we have been estranged. Time shared

together passes so fast that a feeling of reluctance to leave

one’s friend arises when saying, "See you again.” Such feeling
leaves us desiring a future encounter.

Last summer, two Spanish sisters visited Japan to meet with
our family. The ladies are my wife’ s host family members when
she was a student. Since then, my wife continues the
relationship with them and now they are more than 20 years
friends of us. Because there have not been so many chances to
meet with each other. we could meet with them after ten
years' absence. When we met again at the arrival lobby of the
airport, we were delighted with the reunion and kissed each
other on the cheek. That is the typical Spanish greeting with a
person whom you hold dear. Although | had previously felt
ashamed by performing such a greeting, | did not mind the
greeting this time because these were my dear friends. At the
arrival gate, there were a lot of people welcoming their friends
or families. Such atmosphere might make me represent my
feeling so naturally.

It takes over twenty hours from Spain to Japan by airplane.
We had a lot of thing to talk with each other. But on the day of
their arrival, we recommended them taking rest and took them
to hotel. On another day, our family took them to Kyoto for
sightseeing. I made a plan in which we could visit as many
places as possible. However, we could only see two places
because they moved very leisurely. Instead, we had enough
time to talk about various topics. They showed me
photographs and explained to me about the recent situation of
their family members. They were very interested in our life, in
particular, my daughter’s activity. They asked her questions, for
example, whether she likes school life, what her lessons
consists of, and so on. While my daughter looked timid, she
answered each question, “Yes”, “eurhythmics”, and so on.

At dinner that night, we also enjoyed talking about our
memories. However, since they had to move on to another
destination the next day, it was the last day of our reunion. At
the end of the dinner, they asked us to visit Spain next time so
many times that we repeatedly promised them that we would.

Since meeting with far-dwelling friends is not so easy, | feel
that the joy of reunion and desire to meet the next time are
strengthened. It was a very short period for reunion this time,
but it was enough for me to renew our friendship. In the near
future, | will take my family to visit them and keep our promises.
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% Effective Business Letter Writing

Gerald Thomas B.A. LL.B.-
Director of Foreign Affairs - Fukami Patent Office

Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill that is developed by learning the theory of professional style and having frequent
practice. In this issue and for the next two issues, | will talk about writing business letters for collecting payment for
overdue/outstanding invoices.

Reminder Letters for payment of overdue invoices

It is sometimes necessary in international correspondence to remind a domestic or foreign associate or client of an
overdue invoice for payment for your services. Overdue payment can be for a variety of reasons, so it is not productive to
immediately assume the worst and take an overly aggressive stance. At the same time, it can put you at a disadvantage if
you appear meek or passive to the other side regarding the issue of payment, because when a party has multiple
creditors, parties that take a more aggressive posture will often get paid first, ahead of parties that appear "nicer" or more
flexible. In my experience, Japanese parties often take an excessively polite and overly cautious tone regarding the
communication of overdue payment matters, and this usually results in them getting paid very late, and sometimes, not at
all.

| believe in a five-point strategy for communications to collect overdue payments for services. These are:
1. Assume the best but be prepared for the worst.

. Be specific.

. Make it personal.

. Don't accept a run-around.

. Express appreciation.

v b W N

1. Assume the best but be prepared for the worst.

Nobody provides a service with the expectation that they will not get paid. However, even though you expect no
problems regarding the client/associate's willingness or ability to pay you, you should still take steps to protect your
income. One way this can be done is by requiring advance payment for standard services from new clients, especially
when government fees make up most of the cost. No client has a right to expect an office to pay government fees on
behalf of the client when they can pay them themselves. Otherwise, this puts the office in the role of a lender and under
financial risk in the event the client does not pay the office back.

Therefore, in our letter explaining our charges for standard services, we will often have the sentence: "Since a
significant amount of the overall charges consists of an out-of-pocket expense for official fees, we generally request
advance payment from our clients for these services. Please find attached our advance debit note .. .Thank you for your
consideration."

Tracking and collecting overdue payments is a necessary activity in every business. Managing such activities positively
and successfully benefits all clients by enabling lower overall service charges. In our next issue | explain the details of the
second and third points in my five-point strategy to collect overdue accounts.

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
twelve years. In 2010 he assumed the position of Director of Foreign Affairs. In this position he supervises and ensures the quality of
English communications between Fukami Patent Office and its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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