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Intellectual Property Rights

Government and Patent Office Related Information

® The JPO started accepting applications for registering new types of
trademarks in April 2016. Among these types, the JPO decided to
approve registration of two trademarks consisting of colors alone
(color-per-se trademarks) as the first cases in Japan of the approval of
color-per-se trademarks. Registered this time are two cases, i.e., colors
of "blue, white and black" for a gum eraser under class 16 (TOMBOW
PENCIL CO., LTD.), and colors of "orange, green and red" for retailing
personal items etc. under class 35 (Seven Eleven). As of February 20,
2017, 492 applications had been filed for trademarks consisting of
colors. (Ministry of Economy, Trade and Industry, March 1,2017)
® The JPO extensively reviewed and revised the contents and structure
of the Trademark Examination Guidelines in order to respond to
societal changes and to enable applicants to more accurately predict
results of trademark examinations. The revision is made following that
done in FY2016, and will be an extensive one since the first edition
issued in 1971. The revised Guidelines are to be applied to trademark
examinations to be conducted on or after April 1, 2017.
(Ministry of Economy, Trade and Industry, March 28, 2017)
® The 35th Trilateral Heads of Offices Meeting was held in Seville, Spain
on March 30 and the participants confirmed cooperation toward
harmonization of their respective systems, and also held discussions
on reorganization of the IP5 projects, and IP systems, bearing in mind
the fourth industrial revolution. (JPO, April 1,2017)

Cases and Others

® The Supreme Court, First Petty Bench rejected Frank Muller's appeal
made against a judgment made by the intellectual property high court
in April last year that had validated the registration of a logo trademark
of "Frank Miura" confusingly associated with Swiss luxury watchmaker
Franck Muller. The intellectual property high court had ruled that
Miura's are clearly distinguishable in appearance and concept, and had
also noted that Miura's wrist watches fall in the range of 4,000 to 6,000
yen and thus do not cause confusion.
(Nihon Keizai Shimbun, March 6, 2017)
® |n a lawsuit filed by Chugai Pharmaceutical Co., Ltd. for the injunction
of sales against four companies including generic drug manufacturers
regarding a patent issued for a process for manufacturing an ointment,
the Supreme Court, Second Petty Bench dismissed the generic drug
manufacturers' appeal. The manufacturers asserted that Chugai
intentionally excluded the partially different process of interest, which
corresponds to the "special circumstances" and the process thus does
not constitute infringement, however, the court determined that this
does not apply to the present case.
(Supreme Court, Heisei 28 (jyu) 1242)

Business Information

® Microsoft Corp. announced a new patent licensing agreement with
Toyota Corp. that includes coverage for technologies related to cars
permanently connected to the Internet.
(Microsoft, March 22, 2017)
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Aratama Library

Yoshito Aratama, the former Commissioner of
the Japan Patent Office, made every endeavor as a
director of the Office of System Reform of the JPO
to design systems including the current Patent Law
and Trademark Law. All the documents concerning
the process of system design were donated to the
JPO and are now exhibited as the Aratama Library.
Particularly, the notes taken during the
long-standing discussions with the Cabinet
Legislation Bureau will be of significant interest for
those involved.
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Kyorai Sho

After the death of Basho, his disciple, Kyorai Mukai, wrote "Kyorai
Sho" (Writing of Kyorai) for summing up Basho's opinions about
the principles of haiku. In Kyorai Sho, Basho's suggested attitude
toward Haiku and commentaries on Haikai, such as Senshi Hyo
(master's commentary), Domon Hyo (Basho's followers'
commentary), and Syugyo (exercises), are summarized by Kyorai,
who was Basho's leading disciple in the Kansai region. The Shugyo
section of Kyorai Sho states "Among Basho's followers' haiku, some
are based on eternality and immutability and some are based on
transitoriness and fluidity. Although the two types of haiku are
taught separately, they are the same in essence. Ignorance of
immutability makes it difficult to accomplish the basics, while
ignorance of fluidity makes it impossible to renew the style." This is

the source of the phrase "immutability and fluidity."

Immutability and Fluidity

Mutability means change. This was involved with divination and
accordingly Ekikyou (The Book of Changes or I Ching in Chinese)
was produced. According to Ekikyou, changes are foreseen based on
the idea that the universe is formed on the basis of the doctrine of
opposite forces, called "yin-yang" (dark-bright) doctrine in China.
Immutability is the state of something invariable or something
unchangeable and eternal. In contrast, fluidity is the state of
something changing with time such as the design of clothing and
social customs and manners that arouses public attention and
excitement at the time. According to Basho's words, although some
haiku remain unchanged with time and some haiku change with
time, the essence is common to both types of haiku. Unless one
knows the haiku that remain unchanged, one cannot understand the
essence of haiku and, unless one knows the haiku that change with
time, one cannot conceive a new idea.

Various interpretations can be derived from the phrase
"immutability and fluidity." As to something changing with time
and something remaining unchanged with time, importance may be
attached to their common essence, importance may be attached to
immutability, specifically the essential beauty of something invariable
or eternal without being influenced by temporary fashion or interest,
and immutability may be identified as conservativeness and the
importance of innovativeness created by those who actively change
themselves with time may be stressed. An interesting aspect of the
phrase "immutability and fluidity" is that various points of view are
derived from the phrase. The phrase is in turn applicable to ideas
about what an organization or a person should be like, and the role

and the value of an organization or a person, for example.

July 2017 _vol.12
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Mission to be Accomplished by Patent Attorneys

How should patent attorneys, as professional experts, be
considered in terms of immutability and fluidity? A patent attorney's
role that is invariable with time should be to reliably prepare and
prosecute a patent application as requested by a client, in particular to
write technical details of an invention sufficiently and to a necessary
extent in a document called a specification. This may be considered
an immutable aspect of the patent attorney's mission. What then, is
the role of a patent attorney that changes with time? It is known that
the Patent Attorney Act was revised in 2014, in which the mission of
the patent attorney was clarified. Article 1 of the Patent Attorney Act
defines the patent attorney's mission, instead of the purposes specified
in the former Patent Attorney Act, and states "A patent attorney, as
a specialist in intellectual property, is entrusted with the mission
of contributing to proper protection and promotion of utilization
of intellectual property rights and to proper implementation of
systems relating to intellectual property rights, thereby
contributing to development of the economy and industry." In
this article defining the mission, the promotion of the utilization of
intellectual property rights included in "protection and promotion of
utilization of intellectual property rights" may be an aspect of fluidity.
The promotion of the utilization of intellectual property rights is a
requirement in this age and the manner of the promotion will change
depending on how the technology and industrial society develop.
Patent attorneys will adapt themselves to changes over time and
changes in the technology and industry to contribute to the
promotion of the utilization of intellectual property rights, which

should be an aspect of fluidity of "immutability and fluidity."

Immutable Patent Specification Drafting

In contrast, the protection of intellectual property rights, particularly
the attorney’s task of protecting an invention with a patent right is an
immutable role of the patent attorney which has been established through
a long history. From the recent or modern history of technology in the
United States, it is seen that patent attorneys have played significantly
important roles throughout. The patent attorney's role of investigating an
invention made by an inventor(s) and assessing the technical and
economic values of the invention in order to specify the invention by
drafting a specification has been valued highly. Such an immutable role of
the patent attorney always reminds me of the following words of Vladmir
Koz'mich Zworykin, the genius who invented the television: "T had
considerable difficulty in securing patent protection. I didn't write English
well and T was working in a new art. My experience in this regard had
impressed me tremendously with the importance of a good patent lawyer

in the process of invention."

(F) WR.wz7m—=Y>, [LRHE - KPIERR [ At p.231

W.R. Maclaurin, translation by Toshio Yamazaki and Masaharu Okochi "Densi Kogyoshi (Invention and Innovation in the Radio Industry)"

Hakuyosha, p. 231
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Patent Portfolio Manager

When | meet and talk with various people involved in
intellectual property, | occasionally feel that some of them
have a broad perspective on not only technologies related
to inventions but also matters beyond general activities for
intellectual property, such as future business development,
expected markets and competitors, profitability, and the
like. Apparently, enterprises employing such people have a
relatively high profitability.

In recent years, specialists in patent management called
"patent portfolio managers" work mainly in U.S. enterprises
making high profits, and they play a role as a promoter of the
strategy for intellectual property .

A patent portfolio manager is required to have a wide
range of skills regarding markets, technologies, sales, and the
like, in addition to patent practice ability™. The necessity
for "persons who can assess patents, called patent portfolio
managers" is mentioned in a report by the Institute of
Intellectual Property in Japan™. | have the impression that
the needs for patent portfolio managers serving as promoters
of strategies for intellectual property are increasing.

What is a Patent Portfolio?

"Portfolio" is a term which originally means a folder or a
combination of financial products, and the term "patent
portfolio" is derived therefrom and is used to mean "a
combination of patent rights". Recently, an expression
"intellectual property portfolio”, which means a combination
of intellectual property rights, is also used.

As technology becomes more advanced, product
configuration becomes more complicated, and it has
become common that one product uses hundreds or even

July 2017 _vol.12
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thousands of patent rights. Also, from such a background, the
importance of the concept of a patent portfolio is increasing
in executing business.

Business Models and Patent Portfolios

For most business enterprises whose license revenue based
on intellectual property rights does not serve as a main source
of profit, a patent portfolio may be recognized as having an
auxiliary role for business. For example, the website of an
enterprise whose number of patents acquired in the U.S. has
been ranked No. 1 over the past 20 years or more, describes
that its patented inventions are expected to protect the
"freedom of action in the marketplace", and does not describe
profit as a direct objective .

Actually, in order to establish a patent portfolio,
considerable patent applications are needed, and sufficient
profit is needed for that purpose. If a high profit is achieved
by continuously providing value to customers by means of
an excellent business model which overwhelms competitors,
it is indispensable to maintain the superiority of the business
model.

Some Japanese enterprises have also introduced patent
portfolio managers who can look over the whole business
model based on intellectual property rights”. In view of
the importance thereof, more enterprises are expected to
introduce patent portfolio managers in the future.

Patent Portfolio Managers and Patent Offices

Conventionally, operations for the acquisition of intellectual
property rights account for a large percentage in the
operations of patent offices, and there will be no significant
change in this regard. Meanwhile, the acquisition of patent
rights which foresees the utilization of intellectual property
rights will increase, and | will have more opportunities to meet
professionals working as patent portfolio managers. We will
further improve our skills in accordance with such a change in
trend, and support our clients to promote their strategies for
intellectual property.

(1) B  "EBRAEL - FZEDH DA LMEBED  HMPFDUNER{LZERIR T B1417% ) Business Research 2002412 A, p32

(2)7115E p34

(3) —ARBA IR N AORO B EERRT SRR © TSP AL 25 SR 4537 T AR EEERMEFIL BRI HEXE SR 22 S5F FRI26 F 3 A, p55

(4) http://www.research.ibm.com/patents/"IBM Research and Patent Innovation
(5) Canon Sustainability Report 2013, p97
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1. Introduction

It has generally been common knowledge that the telephone
was invented by an American, Alexander Graham Bell (1847-1922).
The invention of the telephone by Bell is valued as the greatest
invention of the century. Actually, no one could imagine modern
society without telephones. Interestingly, Elisha Gray (1835-1901)
also conceived the same invention of the telephone and filed his
patent application on the same day as Bell did. It has been alleged,
however, that Gray filed his application with the United States
Patent and Trademark Office (USPTO) only two hours later than
Bell and the patent was granted to Bell. Therefore, it is often taught
that if one makes an invention, one must file a patent application
as soon as possible. Such a teaching, however, may seem to be
strange, because America was the country adopting the first-to-
invent system.

2. The United States Under the First-to-Invent
System

Prior to the amendment to the first-inventor-to-file system
under the Leahy-Smith America Invents Act in 2011, the
United States had basically adopted the first-to-invent system.
The first-to-invent system was influenced by the definition
in the Statute of Monopolies in England that a patent be
granted to the true and first inventor(s); if inventions similar
in contents are filed at the same time, the time point of
invention will matter. The time point of invention may be the
time point of inspiration for the invention or the time point
of implementation etc., and hence various aspects should be
considered. In any case, the time point of invention cannot
be determined simply based on whether an application is
filed earlier or later.

The patent application for the invention of the telephone
by Bell was filed on February 14, 1876. The practice at the
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window accepting the filing of applications at the USPTO at
that time was that application documents for one day were
piled up and the application documents for the whole day
were entered into the register in the evening. If such practice
was the case, how could the two-hour precedence of filing of
the patent application for the invention of the telephone by
Bell over Gray be explained? According to the evidence and
witnesses at that time, filed documents were simply piled.
Therefore, receipt numbers were given from the document
located at the top, which means that later-accepted
documents obtained smaller receipt numbers. Considering
other evidence together, the application by Gray seems to
have been filed earlier than Bell.

When inventions similar in contents are successively
filed, which of the inventions was made earlier is clarified
through an interference investigation. For the invention of
the telephone by Bell, however, such an investigation was
not taken, and the invention was patented on March 7 after
an extremely short examination period. Only the allegation
that the patent application for the telephone by Bell had
been filed two hours earlier was passed among people and
accepted as common knowledge. Why was invention filed
two hours earlier granted a patent in the United States under
the first-to-invent system only three weeks after filing without
even going through the interference investigation?

There is still another mystery. The famous experiment of the
telephone by Bell was conducted on March 10, which is three
days after the grant of the patent. His experiment had not yet
been conducted on the day of filing of the patent application.
One can notice that the drawing in Bell's laboratory notebook
on the day of his successful experiment is very similar to the
drawing attached to Gray's application which had already
been filed. The mechanism that an utterer looks down and
the acoustic board floating in the liquid moves up and down
in accordance with utterance from the utterer to transmit
audio signals is the same. If the drawing of the experiment
of the telephone by Bell is similar to the drawing of the
invention of the telephone by Gray, based on a normal way of

PR, TP

1876 2 B 148 T LA OREFHRICH T S N/ BEARANE

1876 5 3 B 10 ANLAEBEERRZ UIZRDMFT./ — bONE

Drawing of Invention of Telephone Attached to Gray's Patent Application (February 14, Drawing in Laboratory Notebook of Experiment of Telephone

1876)
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by Bell (March 10, 1876)
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thinking, one can guess that Bell referred to the drawing of the
invention of the telephone by Gray for which the application
had been filed on February 14.

3. Patent of Telephone to Bell

Let us review the patent of the telephone to Bell (US Patent
No. 174465), The title of the invention is "Improvement in
Telegraphy" and the invention is described as "My present
invention consists of the employment of a vibratory or
undulatory current of electricity in contradistinction to a
merely intermittent or pulsatory current, and of a method
of, and apparatus for, producing electrical undulations upon
the line-wire." This description does not make the invention
understood well, and let us review the background.

Bell filed a patent application for his invention of
multiplexed telegraphy the previous year. This invention
enabled multiplexed telegraphy by passing telegraphic
signals at a plurality of frequencies through a single telegraph
wire. Bell seems to have sought further improvement upon
that invention, which is shown in Fig. 6 in the drawings of
his patent application. In this figure, vibrators A, B, and C
which vibrate at frequencies different from one another
are provided. When they vibrate, currents are transmitted
through a telegraph wire to other vibrators A', A", B', and
B". When the vibrators resonate, sound at a plurality of
frequencies is generated as combined. In summary, his idea
was that currents from vibrators different in frequency were
multiplexed and transmitted through a telegraph wire.

He. 174,465,

A, G. BELL.
TELEGRAPHY.

2 Shests—Shect 2.

Patented March 7, 1876,

I, trdchziarn.

Lrepernddr.

. Grabinsie Aete

bt iy

N)VODEFEFIARET O ED—E
Part of Drawing of Patent for Bell's Invention of
Telephone
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Claim 1 claims "a system of telegraphy in which the
receiver is set in vibration by the employment of undulatory
currents of electricity, substantially as set forth." Unlike a
conventional telegraph apparatus which transmits and
receives an intermittent electric signal, Bell's invention
adopted undulatory currents, however, the contents of the
invention seem to be ill-defined. Claims 2 to 4 claim specific
circuit configurations of claim 1. What is interesting is that
claim 5 suddenly presents a different aspect. Claim 5 claims
"the method of; and apparatus for, transmitting vocal or
other sounds telegraphically, as herein described, by causing
electrical undulations, similar in form to the vibrations
of the air accompanying the said vocal or other sound,
substantially as set forth." As shown in Fig. 7 corresponding
to this claim, when sound is input at A, the vibrator vibrates
in correspondence with the sound and resulting undulatory
currents are transmitted through the telegraph wire shown
at e to thereby vibrate the vibrator in the right receiver and
output sound.

One can also imagine that Bell might have added the
invention of the telephone to the invention of telegraphy
in which a plurality of frequencies are transmitted. Gray's
application clearly describes the invention for transmitting
sound or conversation through an electric circuit with
telegraphy.

4. Will the Mystery Be Solved

Seth Shulman, a journalist in the United States, closely
investigated for 1 year the process of the invention of the telephone
by Bell at the MIT laboratory, and consequently, clarified linkage
between the invention of the telephone by Bell and the invention
of the telephone by Gray. Since the invention of the telephone
was an epoch-making invention, lawsuits about whether Bell
and Gray should be granted the patent were hard-fought at that
time. Shulman got closer to the truth of the invention by Bell and
his patent by collating and organizing every research outcome in
addition to those lawsuit materials and reinterpreting the process.
What he discovered was astonishing.

The filing of patent applications by Bell and Gray for their
inventions of the telephone on February 14 was clear from the
remaining documents. The USPTO which accepted the filed
applications issued notices of interference on February 19 under
the name of the Examiner, in order to determine which of the
inventions of the telephone by Bell and Gray was invented first.
Surprisingly, however, on February 26, seven days after the issuance
of the notices of interference, the Examiner conducted an interview
with Bell, and in the next month, on March 7, he abruptly granted
a patent to the invention of the telephone by Bell. This resulted
from an instruction given by the then Deputy Commissioner of the
USPTO to the Examiner. The Examiner conducted the interview
with Bell on February 26, and based on the documentary evidence,
it seems an opportunity to read Gray's patent application document
was given to Bell at that time. Later, Bell affirmed that fact rather
equivocally before the court. It is of course highly improper that the
Examiner showed Gray's application document to Bell.
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A further problem is that the specification and the drawings of
Bell's patent application seemed to have been corrected at some
time. To be exact, handwritten notes which seem to be additions
rather than corrections were written in the left margin of the
specification. The contents of the notes were the very addition
of the technology of the telephone to the technology to send a
multiplexed signal at a plurality of frequencies through a telegraph
wire; variation in electrical resistance in response to the human
voice and variation in current in response to such variation were
written. It is critically important at which time point these notes
were written, and Bell testified in the later lawsuit that they were
written immediately before filing of his patent application.

Bell looked through the Gray's application documents, and at that
time, naturally, Bell seems to have also looked into the drawings of
the invention made by Gray. The similarity between the drawings
of Gray's invention and the drawings of the experiment of the
telephone by Bell has already been discussed, and one cannot help
but conclude that the reason for such similarity is that Bell looked
through Gray's drawings and used them as his reference.

5.Situation in Washington in the Late 19th
Century

In those days, the contest for the patent between the
invention of the telephone by Bell and the invention of the
telephone by Gray was a big incident rocking Washington and
the United States. Congress also conducted an investigation
and submitted a report. The report concluded that the
instruction made by the Deputy Commissioner of the USPTO
had been inappropriate. The report, however, was extremely
weakened because several Congress members involved in the
investigation turned out to be in a position to financially profit
if the monopoly of the telephone business by Bell were to be
destroyed. Ultimately, the report ended up being lukewarmly
handled.

Summarizing the Congressional research report, all materials
submitted in subsequent lawsuits, and the outcome of the
investigation by Taylor, Bell's position becomes quite weak or
inevitably doubtful. What was made clear so far?

Gardiner Hubbard, the benefactor for Bell, was the father of
his lover and future wife, Mabel Hubbard Bell. Hubbard was
a lawyer and businessperson and one of the most powerful
people in Washington. His father served as a Supreme Court
justice and the Hubbard family was prominent in Washington.
At that time, there was bitter political strife in Washington over
the telegraph monopoly business, and Washington was in the
center of this political and economic dispute. Hubbard once
proposed a Hubbard bill that the monopolistic structure of the
telegraph business by Western Union be dismantled and the
telegraph business be nationalized. Under such circumstances,
Hubbard heard of the invention of multiplex telegraphy from
Bell.

Upon receipt of the notice of interference, Hubbard met
an executive of the USPTO. Hubbard seems to have insisted
that Bell should have an opportunity to read the patent
application filed by Gray, the adverse party of the interference,
because Bell should understand the contents thereof. Bell was

July 2017 _vol.12



ZTORNBZHZOERZEDINETCTHAHETRUIEELD T,
K, TNIEECTHOEDTI N, ZNICTHHNNDST
NIUET LA OFser L RBE 2RO R Z5A SNE LT,
ZORER. BVEERTN)VIFROBFMSZEL - EMUIZE
DEHFSNETT, A VF—T T 7SV ADEAER. RENE
(FZDEHZECE L. NLDOHENFEWVDIED 5NILDFHERA
RIIZEENRETDLDICEBEICHU. INZRITT.
BR. NUVOBEFHEBLREFSNZDTUIZ, LDBHIDB
EAROBISEAE L. AEL/ U\ FOERBHAARED
FEIDFIEFROE R CTH ol & HERDEEBBHRO
HOleEBRICHSHIIIED F LTS,
NIVDBEERFEFIE. €D’ BEICDIZDORIFAEHEL
TOVY RYDEEF. EIRAMRZ(CEDULIZDTIHY
RICHC(ENLDRFFFEEDUTeDTT, ZTIITFTES
FFEHPREEET, ERICHUCERESZRESED
FAEEUVCBHMANZZEAH L. ZNZ5 B SEEL TV
7427747 AEICHERAL. REREZ UZI LT,
CNPHFRICKEFEHRZSA D TY, TDE, NUES
AL U= FOREFRICKRDEREMEZRE L. BFEE
ROy TEULTZOMAIZEIILCWD e ETT, LD
ULZDROARETEERE. BEODIRYY - AZA VL
NIVBHEEH DB TBECBAEOE IR AR ITOFELE
LWhVRELIcC &, TJUARDIRYY - AZF#DEY
RR =S —CTH e ENBERICHDFT,

6. X&H

PUOOBYET— - TSI\ - NVIFEMOEN S FE UL
MRROANYPT Uz, TDERDRWVWEFFOFVDBECSL
T, BICESDITHICOVTHEBPTEZSEHHOEL DT
9, UN LI TICEBEROFEREFFTFOBEF. BEDIIR
F - AZHA TV ENVERERREDDI Y Y S DBA EEEZ
BEANVEREFHNEFE O TVTC, NVETeER > TR
BDUDENDTZDTL &S0 TDE. NVIFEBEFEDURICHR
NHTEH. TOHERAZEDCEBEN DEDTY, 191
FOARDAKE. DV bVICBIFDBEERBEDEWNEBED
HFOBENEL o fcEH T UT,

thus given an opportunity to read the specification of Gray's
patent application, although it was fundamentally improper.
Consequently, it is highly probable that Bell modified his
specification and made an addition. After the notice of
interference was issued, the Deputy Commissioner revoked the
notice and ordered an official to examine only Bell's invention
because Bell had filed the application earlier. In response, the
next month, the invention of the telephone by Bell was granted
a patent. It was later revealed that the Examiner in charge of
this invention of the telephone and a lawyer who belonged to
the law firm of Hubbard were comrades in the Civil War and in
a debtor-creditor relationship.

The Bell's patent of the invention of the telephone
subsequently developed into major legal cases litigated
several times and dominated the Bar and business society in
Washington. Ultimately, it was Bell's patent that survived. We
can see various reasons here. An electromagnetic system
was conceived as a method of producing electric signals in
response to acoustic sound, and the system was exhibited in
public demonstrations at the Philadelphia Expo held from May,
which stunned the world. Then, the Bell Telephone Company
manufactured telephone equipment under Hubbard's
management skills and established its leading position in the
telephone industry. The greatest reason or the background,
however, is that the controversy about the coexistence of
telegraph and the telephone was settled between Western
Union, a telegraph company, and Bell and that Gray was a
business partner of Western Union.

6. Summary

Alexander Graham Bell was a person of religious faith and
serious nature. He seems to have always been repentant for
his own actions in the subsequent long process of patent
disputes. The invention and the patent of the telephone
had become big issues involving politics and economics in
Washington between Western Union, the telegraph company,
and Bell Telephone Company, and Bell seems to have had no
choice but to keep silent. Thereafter, Bell was never involved in
improvement in the telephone nor talked about the invention.

This turmoil was the controversy over the patent of the
telephone combined with the political and economical
disputes in Washington and the United States in the late 19th
century.
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1. Introduction

In recent years, introduction of machine translation (MT)
employing artificial intelligence (Al) has been attempted in
the field of intellectual property; however the validity or future
prospects thereof are still unknown. In order for Japanese (JP)
companies to obtain strong patent rights in oversea countries,
claims and specifications need to be translated in high quality.
If MT can be used to improve both translation quality and JP
specification quality, it will be a great contribution to overseas
JP companies' patent strategies. We established a Translation
Software (TS) Review Committee to review the possibilities of
MT for patent specifications. The following reports the results
of our review.

2. State-of-Art and Future Translation Software

MT technology can be roughly divided into rule-base
MT (RMT) and statistical MT (SMT). In RMT, translation is
generated by grammatically analyzing a source language
(SL) text based on preliminarily human-set rules; however,
dramatic development of RMT cannot be expected. In SMT,
translation is performed by selecting a statistically frequently
used expression using a corpus, a database containing pairs
of SL texts and corresponding target language (TL) texts.
Google Translate employed SMT to improve the accuracy of
MT, which had been stagnant for a long time.

State-of-art TS includes: a terminology registration function
for allowing a user to register pairs of SL and TL terms to a
terminology database (TDB); and a translation memory (TM)
function for constructing a corpus.

Appropriate terms can be used consistently in MT by using
the pairs of SL and TL terms in the TDB registered by the
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XEGH S, BDRVEFNSSTIH. EVDXEDEL
LCVDERRENE T,

FERDEERY T MCIFAIDNEBEA SN S EHAFEINF
9, RETHIMARBIER Z £ UTCIRTEDEIRR Y 7 MCBET —
INR=ABKIO O/ RZEBULTHIFRE, BESINCT—
FlF. AIZFERUCEIRROBICERET -5 & LTRELSN
BHEEASNFT,

3. B EER DIRELE

REEICIFERZD[TheBIRTOT T v 3 )V ZFERLE
Ufce CDV T MTIRIRFFXED St Uiz 20 S EO R
ZEATEDCYD. FAAXBMORREDBFIMDENEER
FUlce ZDVT ME V=)= ENREHRETHIBIER & 72
HETITOBDOTID, REOHNWHEREBOFHRFEICH L
ZBDTHDIENDS. FEFEROMAE - I—/(REDT—
IN—ADFERLTVE T,

PRI RICEFKEECRSIVE—F—XHDRERARGFER
2008-523558 SR#) ZEIRUL F UTc. BIRRNRDZERIC
(& FUIFIVDRI(FHFECTEREH SN RFERHR) DD D
T, "OERXICBHBEBULTVSORATHD L. B #
. (EZFIEEDRLWVRMTD B (CEHEY D HENE D BHFDRMAF
ThHaHIEZBRULE U,

MELCld FF LEELRHDON N RE R
(W02006/065364) h SZREEFEZIE W U TEIERY 7 bC
HESRZ UF U, RIS, EERRBROBAREZEERY 7 b
THRIRL. TORRXHIOE LB LUOEKREICBNTIELL
XTHHNEDID R UE Ulc. A LFCIFEK_EDH
B HDRRXICOWVCIF. BFRFBEZELEL. ELERODEAE
EZBE. BRY T NCRRRL. BEREORRIO UL E
BROBKRELICBVWTIELLD E DD ZREELE Uiz RD
BRT2E8ICEF. EREIORRZRUE T,
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terminology registration function.

If a currently translated document contains a SL sentence
identical or similar to a SL sentence in a corpus constructed
using the TM function, a corresponding translation is
presented from the corpus depending on the degree of
similarity between the SL sentence to be translated and the SL
sentence in the corpus. For example, when How much is that
small camera? is to be translated, if the corpus has a sentence
pair How much is that red umbrella in SL and D 7RI
{BTIHIn TL, How much is that red umbrella? is indicated
as being similar based on the sentence pair.

Al is expected to be fully introduced into future TS. Data in
the TDB and corpus of the state-of-art TS employing SMT will
be used as beneficial data in the Al-utilized translation.

3. Review of MT

For review, we used "The Honyaku Professional" from
Toshiba. Since this software utilizes 200,000 sets of examples
from patent documents, we considered that the software
is particularly suitable in translating patent documents
into English. The Honyaku Professional, employing RMT
and SMT in combination, has substantial sets of patent-
related databases such as TDBs and corpuses because it
was developed in cooperation with the IP Headquarters of
Toshiba.

As the subject for machine translation, we selected the
patent specification JP2008-523558A of General Motors from
the US,, based on the following considerations: the case for
review has an original English (EN) text (EN patent publication)
and has been filed with JPO; and the case pertains to an
automobile field involving a broad range of technologies
such as electrical engineering, mechanical engineering, and
chemistry.

For the review, we first extracted EN terms from the
corresponding EN publication (W02006/065364) and
registered them in the TS. Next, the JP publication was
machine-translated into EN and it was checked whether
the MT EN sentences were grammatically and semantically
correct. JP sentences corresponding to grammatically or
semantically incorrect MT EN sentences were changed and
machine-translated again. Whether the MT EN sentences
of the changed JP sentences were grammatically and
semantically correct was checked. In the following two facing
pages, the result of our review is shown.
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X1
IKFRIFIEE (SIS TD Do

X152
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EDHAIC, BE/\RSA VICHHBIE 7z
1Rt D,

dEER")

SOLER(C(F, FREER Y v T hiEdt
CEDBNZBAICENNMNEE NS,
ZDRIFHEEIC, Bitbld, BE/IASA
NBIIEE 7RI T Do

Xefi4

YETERD)

MEEmY A7 L10F KRS A~
160 18I B i e 1 - 1
YI=FEIa—=)LPIM) 22 &0 ACKIFE
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GETES”)

PSR T A 100, B —
FEI2—ILPIM) 22ZZ T, PIM22 (%
J\XZAS54 216 U 18 (CEEMIICEi SN
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AEIERD

B4HIERIC ST 3 VE—Y 240
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SDOACENINPIMICEK > TDCEAICE
wEN, g, kRWC XRS5 4216
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5 307%Z%ET Do

16 Fukami Patent Office, p.c. News Letter

Hydrogen is very attractive fuel.

Hydrogen is a very attractive fuel.
S : A
Evaluation:A

Therefore, it is desirable to eliminate
the DC-DC converter from the fuel cell
vehicle equipped with the supplemental
power source.

It is therefore desirable to eliminate the
DC/DC converter from a fuel cell vehicle
including a supplemental power source.

5 - A
Evaluation:A

In the case of the sudden acceleration
middle class for which the electric power
of the above addition that can offer the
fuel cell stack is needed, the battery offers
auxiliary electric power at the voltage bus
line.

During sudden acceleration, the electric
power beyond the electric power which
the fuel cell stack can offer is needed.
In such a case, the battery offers the
supplemental power to the voltage bus
line.

The battery provides the supplemental
power to the voltage bus line during
those times when additional power
is needed beyond what the stack
can provide, such as during heavy
acceleration.

{EIERTDHM : C

Evaluation before Revision:C
{EIE# DM : A

Evaluation after Revision:A

Fuel cell system 10 contains electrically
connected power inverter module (PIM)
22 and traction motor 24 of AC or DC in
bus lines 16 and 18.

Fuel cell system 10 includes electric-
power inverter module (PIM) 22. PIM22 is
electrically connected to bus lines 16 and
18. Fuel cell system 10 includes traction
motor 24 of AC or DC.

The fuel cell system 10 includes a power
inverter module (PIM) 22 electrically
coupled to the bus lines 16 and 18 and
an AC or DC traction motor 24.

{EIERTDFHM : C

Evaluation before Revision:C
{EIEL D - A

Evaluation after Revision:A

When traction motor 24 operates as a
generator during regenerative braking,
AC electric power from motor 24 is
converted into DC power by PIM, and this
ranks second, is added to bus lines 16 and
18, and stores electricity battery 14 and
capacitor 30.

During regenerative braking when
the traction motor 24 is operating as
a generator, electrical AC power from
the motor 24 is converted to DC power
by the PIM 22, which is then applied to
the bus lines 16 and 18 to recharge the
battery 14 and the capacitor 30.
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qEER”)

BEHERIC ST 3 VE—Y 2410

BEEUTERLIEEE, E—F24D
S5DACEHNNPIMICK > TDCENITE
BENS. XWT, RSNz DCEAIL.
JNRSA 16 RO 18ICINR ST, Bith14
ROF+ /(53077889 o

X156

HELERD

AFEBRBICKNE, BHRENL AT AL10
& BHl4E. DILESFV)S, &
Bxv){>5, BIBA—=)\—F+v /%
0EZEZH INBIFNRSA V16 MU
18 [CESHIICESCEHRINTWVD,

AEEE")

AFEBICKNE, BEENL AT AL10
(& Bth14E. R—)—F v/ T530(D
WHESFv)OIRFIEF v/ Y)
EEBU, BMI4ERX—)\—Fv/(IF
30&(F JNRSA V16 MU 18ICEBSMIC
BRSOV,

X7

AEIERD

NS KRBT U—2THD. RIS
M CERENERNCFET HDIERTE
BDIZHTH Do

qEER)

BEES. KEHRIU—-2THD, hD
PRI BV CBRZRMICHLE T D
DITKRDERTEDD'STH Do

When traction motor 24 operates as a
generator during regenerative braking,
AC electric power from motor 24 is
transformed into DC electric power by
PIM. Subsequently, transformed DC
electric power is applied to bus lines
16 and 18, and charges battery 14 and
capacitor 30.

{EIERIODFHE : C

Evaluation before Revision:C

[EIE# O : B

Evaluation after Revision:B

ZHY HDEREEIFTTD "convert" DA H

RBholz. "And charges' [FEEHWNTIE
FLh "to charge" DIF 3 A ARREIRHEA
fECH 5.

According to the present invention,
as for fuel cell system 10, these are
electrically coupled to bus lines 16 and
18 in series including battery 14, and the
ultra-capacitor and double layer capacitor
30, i.e., the super capacitor.

According to the present invention, fuel
cell system 10 contains battery 14 and
super capacitor 30 (the ultra capacitor
or the two-layer capacitor). Battery 14
and super capacitor 30 are electrically
connected to bus lines 16 and 18 in
series.

According to the invention, the fuel cell
system 10 includes a battery 14 and an
ultra-capacitor, double layer capacitor or
a super capacitor 30 electrically coupled
in series to the positive bus lines 16 and
18.

{EIERIDEHT : C

Evaluation before Revision:C
{EIE# DM - A

Evaluation after Revision:A

This has clean hydrogen and is because
the electrical and electric equipment can
be used for generating efficiently with
the fuel cell.

It is because hydrogen is clean and
hydrogen can be used for generating
the electrical and electric equipment
efficiently in the fuel cell.

because it is clean and can be used to
efficiently produce electricity in a fuel cell.

[BIERIDEHHE : C

Evaluation before Revision:C
[BIE# D : B

Evaluation after Revision:B

[CNFZ[EBES]ICEEL. [hD]
BEBMT & EICKDERDWES N,
fefeU. BRORRIFBD LWLIE K.

(1) BEXEERR

A4 VICORBRAN "at" EIX O FNEYR /. LREXEZBE/NRT A UANICEELT,

(2) BAXMEEREHH :
(3) BEXEERER :

5 30=EBIT2ORENRERBIOBYICRETETWVENSH, EEZRBICEE L.

(4) BAEERHH :
(5) BASEERHH :
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RRIERZ Y v U DN RUTE DU LDBIMOBANBDEE SNZAMEFEFDOEMBENRNCSH, RIBEFOBREBEICT DIHICKEED Tz, BEE/N

NS4 V16 RO ICESHICER SN, PIM22DHHRBIENBEELDKIICXEEN T .
EEQIEFNEEE HDLIICXEE2DICHFIT. 2DEDXEDNHEICRKVNTEREBL. CNIEZEZREN/ZDCEAICERE L.

B 14 RUF v/

HANZEXEHBDESIC2DDOXEICHIF. hDA—/\—Fv/\OFTEDIETFv /(O FTEZEFv/I\OY EOBRERREIC L.
KENOU -V THHINEHD 1 DTH D ENRETETHEN. BIDERNEH L,
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IREEDHRET

1183072 #%5E U, sHIIC LA T DOEREZAWNE Uz,

A BHEITRERDEEFZTOER, FFHAETER D,

B: HAEERKIITNDDN. REDIREMSHD. BIEIE,

C: BHBIRERCIIEFE CELEL,

FHMA E7E D feDIE 1832 (15%). FHMB & fcDIF9
X (8%). HIlCEEDTzDIF 13X (77%) T UTc.

EIERDBARFE HMEIRR UITERCIE. FHIA C5o
feDIE3532(29%) . 5HMB EIEo7eDIF 3432 (28%). FHih
CEEDfeDIE493(43%) T U,

4. 8ER/ 7 b OREERFT

RRELC & FHlA D LOUFHMB (CEZ=29 2BIRXDEIG(E
23% TUJC. CORBRNSBHSDIEL DS, BIRRY T b,
HRNEZSEEAREL CHNSE, HHREEHEICRRTESR
IH TORRZIIEIREFIRDBIRT & LNILVE TIFEL
TWEEA-

REHERD O, BRBEXNER CEDOANET CTHOCH. ¥
RV T SOZDEARFEZ IEHE(ICHIR CEEL\EEN S D
EDDDDFRT, XHI3—-7ICFFNHHBOBBERIFE. 1
XORICEMDESE - iENHD . BEIEMEWVND LT
9o BXHIZFFE - REEDHEN 1 DIEIF UNEWVEXITH (S
BDEICKD. EVVRRISOADLL ZEDHSN T,

XHI3—=7(CIE ZDENMCBHERY T MMIEO>TEHBE
BHRDBFENTVE T, XPI3TIE [2NhEF ] ZEHT
BDRIENRLIEDTVET ., XfI4TIE. T)NRSAV 16K
U 18 ICBRSNICERINTVS I EWVWDIKRIENE A/~
FEI1-IVEIFICHRDIDNE DO DREAETH D, XHI5
Tl&. BEORBZEXRIKERERW\WTIOAENNEY T,
XBA6TIE. [DILESFv VT IEZEF VIV IH
[R=I\—=F v )V T ]ICBT DD EDIDNDABRHETHD.
XBI7Tld. 2HDEFE - BEADEEGEHNFEEHROED
DARBIREIED T o

RIRTIE BRY T MCKDBRDIERES Z EIF DI
BELC LG, BERBEXDEEN CTEDREITEMTHD &
DROOSNKT, BARENZENICT D, EMDERIRZED
NLELT D, BEHDKRIEDODHDD H7ZHEICT &, FFED
RBEC(EA N hDIERFZER I KITZ A% B RO (C7E
DAUBICAVND. BHDERZILNS EECIFZNSDERK
ZIEICT D, FIOFREINECTHHERDNET,
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Statistics for Review

We reviewed and evaluated 118 sentences based on the
following criteria:

A: MT results usable, with substantially no or only a small

amount of post editing.

B: MT results moderately understandable, but requiring

correction to avoid misunderstanding.

C: MT results not understandable.

18 MT sentences (15%) were evaluated as A, 9 MT sentences
(8%) were evaluated as B, and 91 MT sentences (77%) were
evaluated as C.

Regarding the changed JP sentences, 35 MT sentences
(29%) were evaluated as A, 34 MT sentences (28%) were
evaluated as B, and 49 MT sentences (43%) were evaluated as
C

4.Problems and Limitations of Translation
Software

In our review, the percentage of MT sentences evaluated
as A and B was 23%. Apparently from the result, the TS
can translate relatively simple JP sentences into EN with
certain precision; however the level of MT sentences is
not comparable to that of sentences translated by human
translators.

From the result of our review, it is understood that even
when a JP sentence is understandable for humans, it may
not be precisely translated by the TS. A common problem
among Examples 3 to 7 lies in complicated sentence
structures including a plurality of subjects and predicates in
one sentence. By dividing each complicated sentence into
simple sentences each having only one pair of a subject and a
predicate, EN MT apparently becomes more accurate.

In addition, Examples 3 to 7 present other problems for
the TS. In Example 3, an expression modifying "2A03E" is
long. In Example 4, it is indefinite whether the expression "
INAZA V16ROV IBICBERMICERS TN TLS" modifies
only "&7314 >/\—2FT 2—)b. In Example 5, the position
of the expression "ZXLNT" indicating passage of time is
inappropriate. In Example 6, it is indefinite whether "7 )L ~ >
Fv/\R"and "ZEF v/ 2" belong to "X —/\—F v/
22" In Example 7, it is indefinite whether there is an equal
relation between two pairs of subjects and predicates.

Currently, in order to improve translation accuracy in the
TS, it is important to write a JP sentence as simple as possible
in structure. Specifically, attention should be paid to the
following matters: JP sentences should be written in a simple
form; modifying expressions should be as short as possible;
modifying expressions should be placed to definitely modify
an intended word/phrase; expressions indicating passage
of time or order of events should be placed to definitely
represent the sequence; and when listing a plurality of
elements, the relation therebetween should be clarified.
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BIRDOREMERERRA . RErERMZEORERICZDFEFFIA
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BERY U MO EAREXD O PR R CEEVES
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RO IFBMSBIRI A ZHLECTEEX T,

R RFEORELEH—

RYFFEIE. BIRREC L. FElFRHCEITHIEDBDON
ALSNDELDE. BREREFDDICHE—SNDENEXTLN
EVAET, BRRY 7 hORAEEE#EZAVSCECLD
CRYABRZTRREFBDICH—IHIENTEFT,

R T %% BAX DRI
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BAGEXADIREL
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BUT, 8RRV T FOBIRRXEUICBIRU CERTSZ &IC
£2C. BRBEDOOLZRNS CENTEDTLL D,
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5. Measures to be Taken

[t cannot be said that state-of-art MT technology has been
developed to such an extent that patent specifications can
be translated without correction. The TS, however, can be an
effective tool depending on its usage.
Reduction of Keystrokes

Even when the TS cannot completely correctly translate a JP
sentence, a translator can edit the MT sentence to complete a
correct EN translation, thereby reducing keystrokes.
Prevention of Simple Translation Mistakes

In human translation, errors due to misunderstanding and
typographical errors may be introduced. Use of TS provides
prevention of such simple translation mistakes.
Standardization and Consistent Use of EN Terms

It is desirable to consistently use the most appropriate EN
term for a JP term, rather than inconsistently use different
EN terms for a JP term among translators or cases. The most
appropriate EN term can be consistently used by using the
terminology management function of the TS.
Clarification of JP Text

A specification drafter can notice indefiniteness in a JP text
by checking a MT-generated EN text. The specification drafter
can write the text more clearly by checking and revising the
JP text.

Standardization of Writing Style in JP Text

The TS can translate correctly when the JP text is written
in a simple form or contains a short modifying expression. If
the specification drafter aims at writing a JP text to facilitate
generation of correct EN translation from the TS, the writing
style in JP text can be standardized in a form suitable for the
TS.

Storage and Utilization of JP-EN Specification Corpuses
classified based on Technical Fields

A patent office has a large, and still increasing, amount of
data of EN specifications translated from JP specifications.
By classifying such big data based on technical fields and/or
clients and registering them into TMs of the TS, translation
accuracy can be improved.

In any case, it is considered appropriate to use the TS by
professionals highly proficient in EN, rather than ones with
poor EN skill, as a tool to provide high-quality translation
in a highly efficient manner. In this case, a simultaneous JP
and EN specification drafting model is desirable in which a
specification drafter, who is eligible to change JP texts, uses TS
while correcting the JP texts.

Fukami Patent Office, p.c. News Letter 19



ZINEp
.. N WL Artcle

r7__ 177) LX:\:—\—;*/ZEE#FJ RAEHITE R 274 (1747) 8101345

— BRI E KN ORI RS D RER IS 2 LRI S hicdifi] —

Tokyo High Court, Heisei 27 (Gyo Ke) No. 10134 "Dual Scan Case"
— Case in which Body Fat Scales for Medical Use and Home Use are Determined as Similar Goods —
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%Hﬁ% %: Megumi Saito
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1. Introduction

If two parties file trademark applications for the same
mark in two different fields of goods/services, both can be
successfully registered since the goods/services are not
confusingly similar to each other.

In the decision set forth below in this article; however, it was
determined that body fat scales/body composition scales/
weight scales (hereinafter collectively, "body fat scales") for
"medical use" and "home use" are similar to each other.

The Japan Patent Office (JPO) usually examines that medical
equipment for hospitals and equipment marketed for home
use are dissimilar since they are different in usage and the
targeted purchasers do not overlap. In accordance with this
conventional examination practice, the JPO's Board of Appeal
determined that products for "medical use" and "home
use" are dissimilar. On the other hand, the IP High Court
determined that these products are similar in consideration of
the latest market realities of specific body fat scales, and then
reversed the trial decision.

This decision revealed the importance that manufacturers
need to direct their attention to products in a different field
from current and future business.

The present case also drew attention as a trademark dispute
fought between the same parties subsequent to their design
right infringement lawsuit.

2. Outline of the Case

The plaintiff, Omron Healthcare Co,, Ltd,, is a manufacturer
and vendor of health appliances for home use and medical
appliances, and the owner of Reg. No. 5160747 (hereinafter,
"Cited Mark") for "DualScan (standard characters)" designating
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Class 10 "body-fat monitors, and body composition scales".
The plaintiff was selling to medical institutions body fat
measuring scales for medical use branded Cited Mark.

The defendant, TANITA Corporation, is also a manufacturer
and vendor of health appliances for home use and medical
appliances. After the Cited Mark was filed, the defendant filed
an application for the same mark "Dual Scan" designating
Class 9 "weight scales with body fat scale, weight scales with
body composition scale, and weight scales". It was registered
as Reg. No. 5576127 on March 21, 2013 (hereinafter, "Present
Mark"). The defendant was employing the Present Mark for its
weight scales with a body fat scale for home use.

On November 14, 2013, the plaintiff filed an invalidation
action against the Present Mark. The plaintiff's designated
goods are a body fat scales "for medical use", whereas the
defendant's designated goods are a body fat scales "for home
use".

The JPO's Board of Appeal decided that both products were
dissimilar since one was for medical use while the other was
for home use. However, in the appeal trial demanded by the
plaintiff, the IP High Court concluded that both products were
similar since they are likely to cause confusion as to the origin
of goods. It was made in light of the latest market reality that,
in the field of weight fat scales, medical-use products and
home-use products have been getting closer in quality and
performance, so that some products targeted for both uses
have been introduced in the market now.

3. Review

In the present case, since the trademarks were apparently
similar, it was discussed whether the designated goods
were similar or not. The JPO's Board of Appeal and the IP
High Court made completely opposite decisions about the
similarity between the goods.

How should the similarity of goods be determined in the
trademark practice? In the present decision, the criteria for
decisions about goods similarity were first reconfirmed.

Although the criteria for deciding the goods similarity is
not clearly defined in the Trademark Act, one criterion can be
found in a past Supreme Court decision. According to this, the
goods similarity should be decided based on "when the same
or similar marks are used for two goods, whether these two
goods are likely to mislead or not as goods manufactured/sold
by the same business proprietor".

The JPO states in the "Examination Guidelines for
Trademarks", which is a general examination guidelines for
the Examiners, that the goods similarity should be decided
principally according to the "Examination Standards for
Similarity of Goods/Services" (hereinafter "Examination
Standard"), though it also needs to consider comprehensively
whether or not the goods are manufactured in the same
production section, sold by the same sales section, made
of the same materials, exhibit the same quality, used for the
same purpose, used by the same consumer, and exhibit the
relevant relation between the complete product and parts
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thereof, and the like.

The Examination Standard represents a publicly-available
list compiled by the JPO, which shows various goods/services
that are classified into groups each marked with a common
code according to their similarities. The codes each have 5
digits consisting of numerals and alphabet characters, which
are referred to as a "Similar Group Code". The goods/services
with an identical Similarity Group Code are treated as similar,
while the goods/services with a different Similarity Group
Code are treated as dissimilar. The JPO decides the similarity
between the goods/services principally based on whether
the Similar Group Codes are identical or not. While this code
system is originally intended to achieve consistency among
the Examiners' decisions, it is also advantageous for users
since it can enable predictability regarding examinations by
the JPO.

In this regard, the IP High Court has also positively evaluated
this code system by stating in its decision that the framework
itself established by the JPO meets the criteria of decisions as
defined by the Supreme Court.

The JPO allocates 10D01 (Class 10 "medical apparatus and
instruments") for the plaintiff's body fat scales for medical use
and 10C01 (Class 9 "measuring apparatus and instruments")
for the defendant's body fat scales for home use. As such,
the designated goods of both parties have different codes.
The JPO's Board of Appeal's determination was based on
the difference in codes and it was in line with the JPO's
conventional examination practice.

How the IP High Court came to the conclusion that body
fat scales of the plaintiff and the defendant are similar, in
disregard of the difference in codes.

In its decision, the IP High Court reconfirmed that the
Examination Standards accepts some cases where the goods
with an identical code may be recognized as dissimilar, and
where the goods with different codes may be recognized as
similar. And, the similarity defined by the Similarity Group
Code is only presumptive and it may be overturned according
to the actual changes in the conditions of commercial
transactions, business circumstances and the like. Based
on this, in consideration of the criteria introduced in the
above-mentioned Supreme Court decision, the IP High
Court examined whether body fat scales of both parties may
cause confusion about their origin or not by scrutinizing the
elements such as their characteristics, business transaction
changes, consumer segments and the like. The examination
was extremely carefully made for each element, thereby
resulting in the decision judgment of a total of 58 pages.

Specifically, the difference between the "medical apparatus
and instruments" (10D01) and the "measuring apparatus
and instruments" (10C01) exists in whether the goods
are "intended to have enough quality/performance to be
applied to medical practice" or not. Generally, the products
of 10D01 are higher in quality/performance than those of
10C01. Nonetheless, "medical apparatus and instruments”
of 10D01 include wide a range of various products from a
large-sized and expensive product such as nuclear magnetic
resonance CT equipment to a small-sized and inexpensive
product readily available to general consumers such as

July 2017 _vol.12



WEZNEFT CEFEETHENERRTVETD,

fEmE U, MEaHEE. KEFSEZRDE LI TOR
DHMBEOEBZERL. MERIFELTDHEHMULEFL
feo

- REEWEIFEDICRERDFERET ROKEST DY T

PHEICEVWHDCERIS~16FEHE. 24G0HDET
90% b)), EEERAMERBEEL TS,

- WEZZD. REREFFHOmS DR EREZR—H150
JICBEHLUTVWDX—N—HFEL. ERBREDER
SR ZEAT DR, REMAESRDBARMEL O TV
Do

- REREEOB_EICHV. NFEE TIIMAIEETEZ MEs
PIRRSTEFDOEBRNIVAT PRBLELNTERRLTH
O, ELVHEDE@RE U CERESN TV,

- Rw MRFETCE. ERERERD T T A MC—HBEE
FHT7 U CAARET. EERADOHESTRERDFIEN
SFEBIGTIN TS,

- EEACEEEORE - MBOFENRSTED. EERES
DADERY T v bRATSTETHEAINTY
Do

- —MRRECHTHBATREL 3 HAEREOEEADEFIE
MEtFEFET Do

- REFADOHIEMESF0EEEMINEDDONEE T, i
#H 1 HAZBASEEEmDE L JIE,

4, KHREHEEAT

(DHROBZEHHEICONT

FHR(F. FBLEEO— FOEDDRBLUSHEN TIITIEL. B
mODESHIEIN, BmORE - BEIREOZEL - FEEEF
DEZRDHEMZ S > TERIEFNICHFTERDDZNDHE
RZHB T DFEEEB U TESNDINE EDRSHAIRDIER
SeBERUEAHEVNAFT,

FHPRTIE. AFRERETFDDH CIIERAERERDR R
DERELNIVOER UL CETHED .. EEREG EREDES T
RALSND L DIPERBEHTTECVD EDMIHDREZ RBR
Hlc L CHERZENTHED, ¥HEEZF T,

6. FFTORTHEIDEGIRBICIRS UTzHlie U
THHRZEEL. SBRIEFEVICRLUTOEBME UL TCEART
N RBEBEZT O CVKBDEHRFEINE T,
(QFERBEDT KNA R

HADORELE I— N R T Lld. EEBOHMOKT—M.

@@t | Article = [717)VAF v B HERHITER27E (177) $101345

a sphygmomanometer and a clinical thermometer, and
therefore, high-performance but inexpensive medical
equipment may be readily available also to general consumers
due to technical innovations and marketing style changes.
In such a circumstance, confusion of the origin about the
goods may occur ex-post facto and thus, it is not appropriate
to decide the goods similarity only according to the Similar
Group Code.

In conclusion, the IP High Court determined that the both
parties' goods are similar in consideration of the latest market
reality on body fat scales as set forth below.

- While both parties have achieved particularly high market
shares in the field of body fat scales for home use (the
plaintiff and the defendant together achieved 90% or more
of the share in 2003 to 2004), each of them also produces
medical equipment.

- There are several manufacturers, including the defendant,
selling both equipment for home-use and professional-
use in one catalog. Thus, medical personnel can choose
home-use equipment as candidates from the same catalog
when they purchase medical equipment.

-Retail stores currently display body fat scales
together with medical health care products such as
sphygmomanometers and clinical thermometers, in
accordance with the rise in health consciousness. Thus,
body fat scales are recognized as having characteristics
closer to those of such medical health care products.

- Through the Internet, general consumers can also access
the website for medical personnel. Further, not only body
fat scales for medical use but also body fat scales for home
use are available on the Internet market.

- Body fat scales, that are comparable in quality/price to
those for medical use, are also used in schools and fitness
clubs, other than medical situations.

- There are also body fat scales for medical use for a price
of about 30,000 yen that can be available to ordinary
households.

- Multifunctional body fat scales for home use are normally
found in the market, and some of them are often sold at a
relatively high price exceeding 10,000 yen.

4. In light of the Present Decision

(1) As to Appropriateness of the Decision

The present decision was made by reconfirming the
Supreme Court decision that similarity defined by the Similar
Group Code is not absolute, and the similarity between goods
should be decided by determining whether confusion of
the origin of goods may occur or not, specifically based on
the sameness of elements in goods such as characteristics,
marketing style changes, and consumer segments.

| believe that the present decision is appropriate since it
was made by confirming the latest market changes: that the
performance levels of products of medical-use and home-use
have become comparable to each other in the field of body
fat scales; and that a product applicable to both medical-use
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and home-use has also recently emerged.

It is now expected that the JPO will change its examination
practice in respect of the present decision that was made in
consideration of the latest market reality. The JPO will treat
that body fat scales for medical-use and home-use as similar.
(2) Practical Advice

The Similarity Group Code system established by the JPO is
an outstanding system that allows consistency to be achieved
among Examiners' decisions and also allows the users to
have predictability for future examinations. This system, first
adopted in Japan, is currently employed also in East Asian
countries such as Korea, China and Taiwan.

The JPO regularly reviews the similar group codes so as to
adapt them to the latest market reality changes. Thus, it is
considered that the similarities defined in the Examination
Standards are not significantly different from the consumers'
recognition. The method to decide the goods similarity
based on the sameness of the Similar Group Codes will be
continuously employed also in the future.

Meanwhile, in some fields exhibiting remarkable market
fluidity and significant technical innovations, it may be
insufficient to rely only on the Similar Group Codes.

In the field of medical equipment, including the body fat
scales associated with the present case, medical equipment
manufacturers including the plaintiff and the defendant have
made continuous study efforts to thereby rapidly facilitate (i)
size reduction of equipment used in medical situations and
(i) implementation of satisfactory and advanced functions of
consumer appliances for home use.

For example, several years ago, | filed a design application
for a handy-type X-ray imager at the request of a foreign
company. Conventionally, large-sized X-ray imagers that
needs to be installed in one room have been mainly used,
which require patients to stand in front of them. The client's
X-ray imager is a board panel type having a small size of an
A3 piece of paper. It can be held by hand and moved above
a seriously-ill patient who cannot move, so that images can
be taken over 360 degrees around the patient's body while
the patient keeps lying on the bed. This handy-type X-ray
imager is a new type product that has been reduced in size
and weight through technological advancement. In the near
future, this imager may allow us to take pictures of our bodies
at home and send the data of the X-ray photographs to a
hospital so that we may be able to have medical examinations
without going to a hospital. Thus, | felt happy that | could
be involved, to the best of my ability, in the protection of the
intellectual property of such a product achieved by state-of-
the-art technology.

In addition, the knowledge levels of general consumers,
who may also be patients, have been dramatically raised
due to recent health fads, so that the knowledge barrier
between general consumers and medical personnel has
also been lowered. Although doctors' expertise and social
status were unreachably high in the past, a great deal of
medical knowledge recently has become available to general
consumers through TV programs, books, medical dramas
and the like, which introduce medical knowledge in a plain
manner. Due to such environment changes, advanced and
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specialized medical knowledge has become increasingly
available also to general consumers.

In the present case, it was concluded that the classification
difference between 10D01 and 10C01 depends on whether
the goods are intended to be applied to medial use or not
and also depends on the level difference of the quality/
performance of the goods. In consideration of the present
decision, it will be essential for trademark practitioners in
the field of "medical apparatus and instruments" (10D01) to
search the latest market realities in order to grasp the quality/
performance difference of both products for medical-use
and home-use and the overlapping degree in the consumer
segments. Under the first-to-file rule, it may possibly be
important for preventative legal services to preliminarily/
defensively file an application in both fields.

If a rival company files an application in the field of 10CO1
first, there may be a business risk that the status as a market's
predecessor is jeopardized since the consumer segments are
partially the same. There may also be a risk for manufacturers
of losing their business opportunities to expand their in-house
products for medical-use to the products for home use.

This is not limited only to the field of medical equipment.
In other fields as well, conventional goods/services may
be converted to new goods/services that have never used
before, or a multifunctional product achieved by combining
the existing functions may appear.

For example, there is recently an attention-focused technical
field as "loT" (Internet of Things) that is intended to utilize
the information obtained through Internet connection to
"Things". It may be necessary to file a trademark application
of this "loT" widely beyond the category of the existing
services in accordance with future trends. Furthermore, it
was said that 2016 was the starting year of virtual reality (VR).
VR may possibly be developed as a complex industry across
electronic devices/games/entertainments/IT industries. Also,
last year, "Chocolate Containing Lactic-Acid-Bacteria" has
become widely known in the food field. As already seen
in the recent trends, lactic acid bacteria, amino acids and
the like are converted for usage in cosmetics and electronic
device materials that are completely different from their
original usage, with the result that the sales performance is
dramatically increased.

In the field of the above-described goods/services, it is
essential for trademark practitioners not only to protect the
brands within the range of the Similar Group Codes to which
their in-house products belong, but also to recognize their
expandable range for future applicability and protection. For
that purpose, it is significantly important to regularly check
the latest trends in uncertain markets to specifically grasp
the range of similarities for each code group so as to clearly
understand the potential degree of confusing similarity
between the in-house product and other similar products.
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“The Girl with a Crayon

Nobuko Hirayama

Clerk, Trademark

earning English is something that | live and breathe.

L It gives me sheer happiness. Every time | encounter a
word or phrase that sinks in or perfectly fits, | feel an exquisite
joy. What has shaped my affection for the language?

When | was little, | struck people as a quiet, shy girl with such
a low voice that they often thought that | was mumbling while
actually speaking. | used to believe that nobody could hear me
somehow all through my childhood until 13. Even my parents
did not hear me, being annoyed with having to ask me to
repeat myself every time | said something. That eventually
forced me to give up making myself understood or even
expressing myself.

One day, Noriko, my best friend, and | spotted a vendor
selling multicolored crayons at a wagon in front of a grocery
store. That crayon is the type that you screw the bottom cap
and a crayon turns out of the plastic container from the top.
The vendor showed us how the crayons created magical art.
We literally jumped for excitement, fascinated by the brilliant
colors and shape. She asked our names and wrote them down
on a piece of paper, each in English cursive style. | had never
seen such a beautiful thing. | kept the little treasure from her
and tried writing just like her over and over for years.

In junior high school, finally, | started studying English as a
compulsory subject. People often criticize English education in
Japan, but it worked for me. | remember transcribing and
reading the textbooks out loud a dozen times.

In high school, | attended an English conversation school,
where | eventually worked as an instructor after graduating
from University. Maggie, my instructor, recommended using
an English-English dictionary, which opened up my world. |
looked up any word | came up with and found the beauty of
English. It was the kind of enlightenment that Helen Keller
learned when she touched water and knew that everything
had a name from Ms. Sullivan's spelling on her palm. By that
time, | corresponded with 43 pen pals worldwide; and
practically all the information | took in was from English
materials.

The girl with a crayon who fell in love with the beauty of
English has grown up to be curious enough to act as
interpreter for Ministry officials, a Mayor, and a Police Chief, but
that is another story. | thank my parents for letting me follow
my passion. Halfway through my life, sharing my clothes with
my elder daughter already, | am eager to learn more.
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Changesin Attitude toward Computer Games

Akira Kishi

3rd Electrical/Information Division

hat kind of impression do you have of computer

W games? When | was a child, | was often told from my

parents not to play the Nintendo Entertainment System all the

time but to play outside. It seems to me that adults did not

have a good impression of computer games at that time for the

reasons that computer games could cause poor health and
make us neglect our studies.

In recent years, the attitude toward computer games seems
to be changing slightly. One of the factors is the widespread
use of smartphones. On commuter trains, not only students
but also office workers and elderly people play games with
smartphones. Although computer games were mere children's
toys in the past, they are now synonymous with tools for killing
time.

The year 2016 was said to be the first year of VR. VR (virtual
reality) is the technique of enabling a user to experience a
virtual space created by a computer as reality. In 2016, the
manufacturers put various VR-related devices on the market
and VR experience facilities appeared one after another. Itis
said that 80 of the information obtained by human beings is
visual information. VR taking advantage of the visual
information has started to be recognized by many people.

In the game industry, match-type sports using computer
games called "e-Sports" are popular. Competitions that offer
high cash awards are held, professional gamers can earn a
hundred million yen or more a year, and there are training
schools for fostering them. Furthermore, there are companies
established by a plurality of professional gamers to win cash
awards. It is not long before a professional gamer may become
one option for occupational choice.

The environment surrounding computer games changes
quickly. In the near future, computer games may be ranked in
the top 10 of children's lessons, or become an Olympic sport.
We cannot take our eyes off computer games in the future as
well.
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