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Intellectual Property Rights

Government and Patent Office Related Information

® On July 5,2017, Naoko Munakata was appointed as the new
Commissioner of the Japan Patent Office (JPO), replacing the retiring
Yoshinori Komiya. Munakata joined the Ministry of International Trade
and Industry (currently the Ministry of Economy, Trade, and Industry
(METI)) in 1984. She was thereafter appointed as the Director-General
of the Multilateral Trade System Department of the Trade Policy
Bureau of METIin 2011 and as the Executive Secretary to the Prime
Minister in 2015. (JPO, July 5,2017)
® The JPO revised its regulations under the Patent Act in order to abolish
its service of bilateral electronic exchange of priority documents
between the JPO and the United States Patent and Trademark Office at
the end of September 2017, and to integrate the service with
electronic exchange of priority documents through more secure
digital access service from October 1, 2017, which is expected to
facilitate affiliation of more patent offices in other countries and/or
(JPO, July 7,2017)
® The office of the National Center for Industrial Property Information
and Training (INPIT)-KANSAI was opened at Grand Front Osaka on July
31,2017 for comprehensive support for the protection and utilization
of intellectual properties of small-to-medium and venture businesses
(JPO, August 1,2017)
® After starting acceptance of filing of applications for new types of
trademarks from April 2017, the JPO approved the first sound
trademarks consisting of musical elements (melody, harmony, rhythm
or tempo, tone color, etc.) applied by three companies: Taiko
Pharmaceutical Co., Ltd., which is known for its "trumpet trademark
Seirogan,"; Intel Corporation in the United States; and BMW AG in
Germany. (JPO, September 26, 2017)

communities.

located in the Kinki region.

Cases and Others

® The Intellectual Property High Court revoked the Trial Decision by the
JPO which had determined the patent for the tomato juice production
method owned by Ito En, Ltd. as valid, on the ground that a person
skilled in the art would not be able to understand that a rich and sweet
flavor with suppressed acidity is obtained based on the content of

sugar and glutamic acid. (Heisei 28 (Gyo Ke) No. 10147)

Business Information

® Capcom Co., Ltd. announced that it had entered into a cross-licensing
agreement with BANDAI NAMCO Entertainment Inc. related to the
system for online matching through the Internet, for the purpose of
reduction in development cost and accelerated development.
(Nihon Keizai Shimbun, June 19, 2017)
® |demitsu Kosan Co., Ltd. (Idemitsu) announced that Idemitsu and LG
Chem. Ltd. in Korea had concluded a collaboration agreement which
allows each party to use the other party's patents for organic EL
materials increasingly used in televisions and smartphones.
(Nihon Keizai Shimbun, July 5, 2017)
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MEMO-SCRIBER

Our office took advantage of dictation machines
from the beginning to efficiently draft
specifications. MEMO-SCRIBER is the name of our
dictation recording equipment. It was highly useful
in that you could play back or pause the recording
using the foot switch, and it had a convenient
feature that, when you pause and resume the
playback, it would automatically rewind starting
from a set period of seconds before the pause
position. Gradually, with the advent of Japanese
word processors, MEMO-SCRIBER's use declined
after the mid 80's.
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Hunting and Gathering Society

The Jomon period has been understood as a relatively old
hunting-and-gathering society that began about 13,000 years ago
and lasted for about 10,000 years. When compared to the
subsequent Yayoi period, which is regarded as an advanced
society in which the wet paddy rice growing technique and the
latest technology at the time such as iron were introduced from
the continent and effectively utilized, it is reasonable to view the
Jomon period as an primative, small-scale society with no
progress. In elementary and junior high schools, we were taught
that the Jomon period was a period preceding the Yayoi period
and before progress and development of society, or a period prior
to civilization, because the Jomon society was dependent on

hunting and the gathering of nuts.
[nteresting Jomon Society

However, as the remains of the Jomon period have been
excavated and the eating habits, houses, usage of nature and the
like have been grasped in detail, the understanding that the
Jomon society was less developed than the subsequent
wet-rice-farming Yayoi society has been viewed as inappropriate,
and Jomon society has become highly evaluated as a model for
sustainability, a society that was very well balanced with nature.
Opverseas researchers, in particular, seem to have evaluated the

Jomon society highly as a sustainable society.
Rich Eating Habits

As for their eating habits, the Jomon people mainly ate the
nuts of plants, such as chestnuts, walnuts, acorns, and Japanese
horse chestnuts. Particularly, chestnuts were the most important
food and thus chestnut trees were systematically planted around
their houses. Some chestnut trees grew to have a height
exceeding 30 meters and were over one meter in diameter, and
they were used as the material for the six pillars of the tower in
the Sannai-Maruyama site in Aomori Prefecture. In addition to
these nuts, there were remarkably diverse foods such as gourds,
beans, burdocks, hemp, wild sesame, and goosefoots. The Jomon
people could eat meat only once or twice a year at most. On the
other hand, fish, especially salmon, was a precious source of

protein.
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The reason for the high evaluation of the Jomon people is that
they did not depend on a certain food but secured various foods,
and they did not cut down surrounding forests but systematically
planted young chestnut trees and the like little by little in the
forests. The Jomon people enjoyed a high-level tree-planting,
cultivating and gathering system and used nature's natural cycles
in a pesticide and fertilizer-free manner.

In order to use nuts and various foods, the Jomon people
invented earthenware at a very early stage. According to "A
DORLING KINDERSLEY BOOK SCIENCE" supervised by
Adam Hart Davis, "the world's first earthenware was made in
Japan around 14,000 B.C. and it did not take long before the
development into sophisticated Jomon earthenware". The acorn
was troublesome because it is inedible as it is, and thus, the
Jomon people needed to crush it, soak it in water and boil it in
order to skim the film. This boiling process required the
earthenware, and the invention of the earthenware made the

acorn edible.

Jomon Period as Sustainable Society

The Jomon people ate only the needed amount of food each
year, and in a year of good harvest, they stored the harvest in
their warchouses to prepare for harsh weather conditions. There
were few battles over the stored food, and thus, it seems that a
sustainable society was maintained. In the subsequent
agriculture-based society, a single species of rice or wheat was
produced in large amounts on a large scale. This seems like a
reasonable food production system using the latest technology.
Certainly, the crop yield from a given piece of land was much
greater in the agriculture-based Yayoi period than in the Jomon
period, which made it possible to support its large population.
However, strong power was required to make farmland, and
battles over the stored food occurred constantly. In addition,
single species cultivation imposed a heavy burden on nature. This
can be seen from the subsequent history of the Mesopotamian
civilization, the Chinese civilization and the other
agriculture-based civilizations.

The Jomon people established a peaceful and sustainable
society without imposing a heavy burden on nature, and actually
sustained it for a long time period of 10,000 years. This forms
one of the foundations of the Japanese civilization, and may be

carried down to the present day.

Fukami Patent Office, p.c. News Letter 05



06

E E )_jﬁl%:;li Opinion

ATERETDOHYA

The Role of Patent Attorneys in view of Advancement of Al
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Proliferation of Al

Artificial intelligence has been rapidly proliferating. This
proliferation has been made possible due in large part to the
establishment of an environment in which massive amounts
of data can be immediately collected and analyzed by the
global diffusion of the Internet and dramatic improvement
in computing capacity. Given the reports of the amazing
achievements of deep learning one after another, there is no
doubt that Al will penetrate the offices of patent attorneys
engaged in writing patent specifications.

Can Al Create an Invention?

Al has delivered some remarkable performances. Looking
at the Rembrandt-like painting or listening to the Bach-like
music created by Al, | cannot help but fear that an Al named
Edison or the like will pretty soon create one innovative
invention after another. However, those creative activities
by Al remain in the realm of imitation. It seems difficult for
Al to create works in the style of Rembrandt or Bach of its
own accord without any input of their works. Judging from
the current Al's characteristics of not being able to create a
problem or hit upon an idea on its own, but of only being
able to act based on past experience, it will be a very long
time before Al acquires the ability to find a technical problem
on its own and create a useful invention of its own accord.

January 2018 _vol.13
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A Day When Al Writes a Patent Specification

We have also seen progress in the technology of composing
sentences by Al. The Al called Wordsmith has generated
some Associated Press articles, and an Al developed by
Google creates image captions. There may come a day when
Al writes a patent specification.

When that day comes, however, patent attorneys will
not lose their reason for existence. Instead, superior patent
attorneys in the future will be those who can provide service
with a higher added value while complementing their
performance with Al.

A patent attorney is not just required to have writing ability,
but is also required to have the important ability to put ideas
together with inventors, find the seed of an invention, and
then conceptualize and evolve that seed into a technical idea.
This falls under creativity, which is deemed a weakness of
Al. If Al starts writing a patent specification, | suspect that it
will stop writing when it reaches the point of drafting claims
because claim drafting is a particularly creative activity of
conceptualizing embodiments.

The Value of Patent Attorneys

Last year, we were fortunate enough to hear from someone
working in the intellectual property department of a certain
company, who said that they would like to work with us as
partners. In order to fill the role of a partner, we think it is
important for us to try to maintain close communication with
those in the IP department and obtain rights consistent with
their business strategy. Since it is generally recognized that
Al is not good at activities relating to management decision-
making, the job of discussing an invention with those in the IP
department from the idea stage based on an understanding
of business strategy to obtain a strong patent will remain the
"intellectual property" of a patent attorney in the future, even
after Al has penetrated a patent attorney's office.

Steve Jobs said that "You can't just ask customers what they
want and then try to give that to them. By the time you get it
built, they'll want something new." We strive to be of service
to our customers from the stage of creating an invention, the
weakness of Al.
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Japanese Version of Amicus Curiae
— Current Status and Future Prospects —
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1. Introduction

In the recent lawsuit between Samsung Electronics Co., Ltd.
(hereinafter referred to as Samsung) and Apple (Intellectual
Property High Court Judgment on May 16, 2014, No. 2224,
page 146) in which it was disputed whether the right to seek
an injunction and claim for damages could be admitted or
not based on a Standard Essential Patent (SEP) with a FRAND

(Fair, Reasonable, and Non-Discriminatory) Declaration,
there was an attempt to hear opinions about the dispute
widely from third parties.

Such an attempt can be regarded as a so-called Japanese
version of Amicus Curiae (which means "friend of the court"
in Latin), which has been attracting attention widely also
from foreign countries. In this article, the Japanese version of
Amicus Curiae will be explained in comparison with Amicus
Curiae in the U.S.

2. Outline of Amicus Curiae System in the U.S.

Amicus Curiae is a system by which a third party other
than the party concerned and the participants are allowed
to submit opinions and information useful for dealing with a
particular lawsuit. The usefulness of Amicus Curiae lies in its
abilities to: supplementarily explain the discussion provided
by the party concerned in greater detail; to provide a new
point of view not provided by the party concerned; to notify
the court about unexpected influences that may be exerted
by the judgment upon a third party other than the party
concerned; and the like.

In the U.S., Amicus Curiae has been widely adopted. In 95%
or more of the lawsuits pending in the U.S. Supreme Court,
written opinions are submitted from third parties, which also
occurs in intellectual property-related lawsuits.

January 2018 _vol.13
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The origin of Amicus Curiae goes back to the old system in
the UK., where the legislation was established during the rein
of Henry IV (in about 1403), stating "any third party can make
a proposition as Amicus Curiae to the court".

The system in the U.S. inherited the UK. system, whereas
the Japanese Code of Civil Procedure was established based
on the Continental Law originating from German laws. Thus,
Amicus Curiae (or a system similar thereto) had not been
introduced into Japan's legal system.

Also, in the U.S. where a jury system has been adopted
both in civil and criminal cases, from a historical perspective,
people express a strong sense of caution against government-
appointed judges, so that there has been a strong demand
to democratically control the courts. In contrast, in Japan, the
court system has been established centrally by professional
judges, so that there has been a relatively weak demand for
democratic control, which may be one reason why Amicus
Curiae (or a system similar thereto) has not been adopted in
Japan.

3. Background of Implementation of Japanese
Version of Amicus Curiae

Regarding the right to seek an injunction and claim
for damages based on a SEP with a FRAND Declaration,
lawsuits have been frequently filed not only in Japan but
also in foreign countries. Furthermore, the standardization
of technologies and FRAND Declarations were exercised in
a worldwide common framework, and also regarded as a
serious issue that may influence not only the party concerned
but also domestic and international third parties.

Accordingly, the Intellectual Property High Court has
decided to hear opinions widely from competitors of the party
concerned, scholars/researchers, public institutions and the
like, in order to make a high-quality and reliable determination
about the above-described serious issue.

System Similar to Amicus Curiae in Japan
- Opinions from the Commissioner of the Japan Patent Office
(JPO), etc. about Litigation Rescinding Trial Decision

As apparent from the text in Paragraphs 1 and 2 of Article
180-2 of the Japan Patent Act, this system can be utilized only
in litigation rescinding a trial decision against the inter-partes
appeal case.

Also based on the text in Paragraphs 1 and 2 of Article 180-
2 of the Japan Patent Act, for utilizing this system, the party
concerned is not allowed to exercise the right to make a
request. Furthermore, only the Commissioner of the JPO (or
the JPO's staff designated by the Commissioner of the JPO) is
allowed to express his/her opinion.

As a specific example adopting this system, there was the
appeal court judgment of the Pravastatin case (Intellectual
Property High Court Judgment on January 27, 2012, Heisei 21
(Gyo Ke) No. 10284).

- Opinion from the Minister of Justice over Suits Relating to
the Interests of the State
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In Article 4 of the Act on the authority of the Minister of
Justice over suits relating to the interests of the state, the
targeted lawsuit is limited only to the suit "that gravely affects
the interests of the State or public welfare". Thus, it is doubtful
whether the Act is applicable to intellectual property lawsuits
or not.

Furthermore, only the Minister of Justice is allowed to
express his/her opinion, but the party concerned is not
allowed to exercise the right to make a request.

- Commission of Examination

Although it is not clear from the text in Article 186 of
the Code of Civil Procedure, it is construed that the party
concerned is allowed to exercise the right to commission the
court to examine evidence. In practice, a specific attorney or
the like may be commissioned to conduct an examination.
Accordingly, it can be said that there is relatively high flexibility
with regard to the entity who is allowed to express his/her
opinion.

However, commission of an examination should be decided
after designating the organization to which the examination is
commissioned. Thus, it is considered that such commission of
an examination is practically difficult to be applied to the case
where opinions should be heard widely from an indefinite
number of third parties as in Amicus Curiae.

As stated in Tokyo District Court Judgment on December
14, 2007, Minshu Vol. 65, No. 9, page 3329, the Ministry of
Education, Culture, Sports, Science and Technology/the
Ministry of Foreign Affairs of Japan were commissioned to
conduct an examination about the copyrightability of a target
to be disputed.

- Summary

As stated above, each of the systems described above has
an aspect similar to Amicus Curiae.

However, since the above-described systems are not
intended to achieve the objective of hearing opinions
regarding lawsuit-related issues widely from third parties, it is
considered difficult to achieve the intended objective by the
above-described systems.

Legal Perception of the Japanese Version of Amicus Curiae
- Historical Details until Implementation of the Japanese
Version of Amicus Curiae
An argument that Amicus Curiae should be introduced
has been made since the 1960s. Also, during revision of the
Code of Civil Procedure in 1996, introduction of the system
following Amicus Curiae adopted in the U.S. was considered.
Introduction of the system however could not achieve
majority approval in the course of the process, so that Amicus
Curiae has not been introduced into Japan until now.

- Legal Procedures for Implementing the Japanese Version of
Amicus Curiae

In Japan, there is currently no system of legal procedures
for hearing opinions about lawsuit-related issues widely from
third parties.

Accordingly, in the lawsuit between Samsung and Apple,
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the system of the existing Code of Civil Procedure was suitably
modified for hearing opinions widely from third parties. More
specifically, in the lawsuit between Samsung and Apple, based
on the control of court proceedings by the court, the counsel
of both parties accepted written opinions widely from the
public and then submitted the accepted written opinions to
the court as documentary evidence (Code of Civil Procedure,
Article 219), thereby implementing the Japanese version of
Amicus Curiae.

4. Summary of the Japanese Version of Amicus
Curiae Implemented in Lawsuit between
Samsung and Apple

- Submission Status of Written Opinions

According to the Intellectual Property High Court, a total of
57 written opinions were submitted in the lawsuit between
Samsung and Apple, specifically by 18 organizations/
corporations and 39 individuals. In terms of countries, written
opinions were submitted from a total of 8 countries.

For the revision of the Patent Act in 2011, only 20 public
comments were submitted, and therefore, in comparison, it
can be said that the number of written opinions submitted in
the lawsuit between Samsung and Apple was relatively large.

Thus, there seemed to be an extremely high level of social
interest about Amicus Curiae and the issue concerning the
lawsuit between Samsung and Apple (as to whether exercise
of right could be admitted or not based on a Standard
Essential Patent with a FRAND Declaration).

- Influence upon Judgment

In the judgment of the lawsuit between Samsung and
Apple, it is not clarified as to what influence was exerted upon
the judgment by the contents of the opinions submitted by
the third parties.

In this regard, the results of the research conducted in the
U.S. show that Amicus briefs are cited in about 70% of the
opinions of the Supreme Court.

Amicus Curiae is intended to improve the public feeling
surrounding a decision and to implement an open judicial
system. Accordingly, if the Japanese version of Amicus Curiae
is implemented in the future, it seems to be a major issue to
clarify, in the decision etc,, as to what the relation is between
the contents of the submitted opinions and the contents of
the decision.

Fukami Patent Office, p.c. News Letter 11



5BFRRT7INA - F21VIDHE

- BARR7 IHA - F1 ) IXREICEATSHHIFROREY
HAMR7Z AR - Fa UL &HPrORELIEEEICED
WCTITHONBDBHDTIDT, RICHEENEELZEULT
B, RESNEVWGEEHDDET, CORIF. MFElLEDHH
FEDOERDONIE T I AR - F21 U IDEMEHNFIEETH S
KEDHIEEREFEVNELEDET,

RESHEEREANDT77EA

BARZ AR -F2UILICBNTIE. B=FDORREIL.
FalE U CERELECERICIZED KT SRELECERIE. AIABREET
BDENTEFTIN(ERFRIAFIORFE11R). EEZT
DeHICIE. HRINHFEELDEDFEBRNNECTT (B
BRE3IR), S5IC. SFRAHFEDHILCTICKD. FHFEREC
FOES - HENRUSNDHEEHDET (FEH1H),

F=EDSRHESNERERER. BEARZIAX - F2U
IHHRICEDKRSPEHFEZ SR DDEFZHRT HIcHDE
BFERCEDEITDT. TBEODRWVIE. DX SIFHMZE
B EZEECTHBENDEVDITTIED D ETE A

- BFIFrOREDEX

YLRVEF -7 v IVEDSFEAICHENTHRHEINZER
EOGEETEHF. 1500BUECHRIEVNDCETT, O
DK DA SERZR IR CIREY LK I NEE STV T &
(&, BREAZEBH T DHHIATICE D CREFABLEH TR
hHpbhET,

6.¥LH

*TIAAR - F1VIBADIDHOBEROVEE

YLRVEF—7 v I IVEDRERICHENWTHIH TEATN
TEREER7ZZAX - F2UTE HEWICLLEDZEDF
Ulco &fce BEAMZ AR - F2UTDOBAICDWVTIE,
B SBEBHNEERBESNTVET,

B, IAHESTOHNMERRODERE. FE30H
FHICHORSFFHBEEOUECHFELUX I DT, IR
RCHBNTCDHZEFERIMGEONNIEINEVNSBDTIE
< HRRIEHAEICKRSEEZER UTc L THIRDE SN
W&, EBIORAZEUSEBHAaNH D T T (BEDRER
[CEBSULTH. BIZE. TSN REYFUEHERSHIIR(E
HFR 276 B5HEE69E 45 7008)D&ICIE. TOY

12  Fukami Patent Office, p.c. News Letter

5.1ssues for the Japanese Version of Amicus
Curiae

- Court's Discretion about Implementation of the Japanese
Version of Amicus Curiae

Since the Japanese version of Amicus Curiae is exercised
based on the court's control of the court proceedings, it
may not be implemented despite a request from the party
concerned. This is significantly different from the system in
the U.S., where Amicus Curiae can be implemented as long as
there is an agreement from at least the party concerned.

- Access to Submitted Written Opinions

In the Japanese version of Amicus Curiae, the written
opinions from third parties are kept in the case record as
documentary evidence. While any person can inspect the
case record (Code of Civil Procedure, Article 90, Paragraph 1),
copying of the case record requires a requesting person to
make a prima facie showing of his/her interest with the party
concerned (Code of Civil Procedure, Article 90, Paragraph 3).
Furthermore, copying and inspection of the case record may
be prohibited upon the petition of the party concerned (Code
of Civil Procedure, Article 91).

The written opinions submitted by third parties can be
precious materials for researching and studying how the
Japanese version of Amicus Curiae influences decisions. Thus,
the current rules for the case record as described above may
possibly interfere with such research and studies.

- Increasing Burden on Court

In the lawsuit between Samsung and Apple, a total of 1500
or more pages of written opinions were submitted. Such a
large quantity of materials must be examined within a short
period of time, which may possibly be a considerable burden
on the court in charge of the lawsuit.

6. Conclusion

- Necessity for Reconsideration for Introducing Amicus
Curiae

The Japanese version of Amicus Curiae that was first
introduced in the lawsuit between Samsung and Apple has
attracted wide social interest. Also, positive opinions about
the introduction of the Japanese version of Amicus Curiae are
expressed from various communities and organizations.

In particular, the intellectual property-related cases in which
our patent office gets involved may influence the procedures
for patent applications of over three hundred thousand cases
filed per year. Thus, it is not enough to achieve an appropriate
solution only in the lawsuit, but it is also necessary to obtain a
decision in consideration of the influence to be exerted upon
various areas; otherwise actual practice may be confused
(according to my experience, for example, after the Supreme
Court Judgment on the Pravastatin case (Saihan, June 5,
2015, Minshu Vol. 69, No. 4, page 700), there was considerable
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confusion in the practice before the JPO for acquiring a patent
right with regard to the decision about the product-by-
process claims). Therefore, in my opinion, for the intellectual
property-related cases, there will be significant momentum
for introducing Amicus Curiae capable of suppressing
unexpected influences upon third parties other than the party
concerned.

Thus, | believe that preparations have reached a sufficient
stage at the present time for resuming the argument about
the introduction of Amicus Curiae (at least in the field of
intellectual property cases).

- Remaining Issue and its Solvability

While there also remains an issue for introducing Amicus
Curiae into the litigation system in Japan, it does not seem
impossible to solve such an issue.

For example, based on the U.S. regulations, in consideration
of the fact that Amicus Curiae can be implemented by the
agreement from the party concerned without permission
of the court, there seems to be no absolute reason that
enforcement of Amicus Curiae needs to be committed to the
control of court proceedings in Japan. Also, the increased
burden on the court may be able to be eliminated if some
measures are taken to establish clear rules for the timing for
submitting a written opinion, limitations on the number of
pages of the written opinion, the contents of the written
opinion that can be submitted, and the like (which are
regulated in the U.S. by the federal court rules etc.). Some also
argue that, unlike introduction of the jury system, there will
not be so many hurdles to introduce Amicus Curiae into the
lawsuit system in Japan.

- Closing

Since the Japanese version of Amicus Curiae was
implemented in the lawsuit between Samsung and
Apple, preparations for more seriously arguing about the
introduction of Amicus Curiae are also being made in Japan.
It seems that the problems associated with the introduction of
Amicus Curiae into Japan can also be fully solved depending
on the system design.

Thus, | expect that, also in Japan, the introduction of
Amicus Curiae will be discussed again and eventually be
institutionalized.
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Recommendation to Strategically File Design Applications

— Five Strategies to File Design Applications —
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1. Introduction

Over the past decade, we have often heard the term
"Intellectual Property Mix Strategy" (hereinafter referred to as
"IP Mix"). IP Mix means protective activities with multifaceted
intellectual property, using patents, designs, trademarks etc.,
and its ultimate goal is to increase the values of corporations'
brands (technological brands, design brands, trademark
brands) to differentiate and thus help one corporation surpass
another.

Patents and trademarks are usually considered the main
types of intellectual properties, and it seems that design is
often left behind in many cases.

However, design rights are also exclusive rights, like patent
rights or trademark rights, and | would like to focus on design
rights and hereinafter discuss strategic design applications.

2. Current State of Applications for Design
Registration

According to the Patent Office's Status Report 2017, 30,879
applications were filed in 2016 for design registration. Is this
number reasonable as the number of applications for design
registration?

In 2016, 318,381 patent applications were filed, which is

[ | 2007 [ 2008 | 2009 | 2010 | 2011 | 2012 | 2013 | 2014 | 2015 | 2016 ]

HEESREMAN
Total Number of
Design Applications

EREESRTME
Number of
International
Applications for
Design Registration

EREESRLMERL
b lma=iulevt [R50
Number of Design
Applications
excluding
International

Applications for
Design Registration

36544 33569 30875 31,756 30,805 32391 31,125 29,738 29903 30.879

452 2,083

BT AT —5 AUR— 2017
RESFHBA-1-14 KRk

36544 33569 30875 31756 30805 32391 31125 20738 20451 28796 | Chart 1-1-14: Numbers of Design

Applications, Extracted from J.P.O.
Status Report 2017
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approximately 10 times the number of applications filed
for design registration in the same year. In 2016, 161,859
trademark applications were filed, which is approximately 5
times the number of applications filed for design registration
in the same year.

In South Korea, in 2015, 68,000 applications were filed
for design registration. This is about twice the number of
applications filed for design registration in Japan.

Although it is not possible to reach a firm conclusion just
from this data, it is believed that from the comparison of just
these numbers we can show support for the view that not so
many applications are filed for design registration in Japan.

3. Study Group Considering Industrial
Competitiveness and Design

In July of 2017, the Ministry of Economy, Trade and Industry
and the Patent Office launched a study group to consider
industrial competitiveness and design, and a report will be
prepared around March in 2018. The study group advocates
organizing issues for strengthening Japanese companies'
competitiveness though design, and studying how these
issues should be handled.

The study group recognizes that Apple, Dyson and other
European and American companies express their own unique
strengths, technologies and images as their brands' identities
through their designs, and thus increase their products' values
and link them, to globally expand their markets.

4. Industrial Structure in Japan

For example the automobile industry in Japan has
developed mainly with engines using internal combustion
engines. However, as battery technology has drastically
improved, and information communication technology and
automatic driving technology are also developed, it is likely
that the engine will be replaced with an electric motor and
the industry would significantly change structurally, as is daily
reported in the news.

Entering the automobile industry from other industries
does not necessarily require sophisticated technologies, and
intellectual property, a weapon to differentiate companies,
may someday shift to designs rather than ideas. It is also
heard that in Southeast Asian countries, obtaining rights
by design is preferred to obtaining rights for advanced
technologies.

5. Scope of Design Right

It is often said that it is meaningless to have a design right
since it has a small scope of right. As you know, a design
right's validity ranges from identical scopes to similar scopes
(see Design Act, Article 23). However, it is not clear what
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scope a similar scope covers and whether it is large or small.

In response to a request for injunction for infringement of a
design right in the case of Heisei 24 (Wa) No. 33752 based on
two design rights of a main design and a related design, the
Court determined that the accused product did not infringe
the design right of the main design and infringes the design
right of the related design. Generally, we tend to think that if
the accused product infringes the design right of the related
design, the product would also infringe the design right of the
main design. However, this did not apply to the present case.
In fact, it can even be said that having obtained a right for the
related design has had an effect.

It is well known to those involved in patent practice that
it is important to prepare a scope of claims. If you are asked
whether a patent right has a large scope or a small scope,
you would answer that it depends on how a claim is recited,
regardless of the contents of the invention.

Then, how about design? Probably, you would not
expect to receive a reply saying that it depends on how the
application is filed, and the most expected answer would be
that a design's similar scope is narrow.

In patent practice, the practice of preparing a scope of
claims has matured, and for example, when a "spring" is a
required component, it is usually done by preparing claim
1 without reciting "a spring" and instead reciting "a resilient
member" and preparing a dependent claim reciting that
the "resilient member" is a "spring" so that an invention can
be broadly construed, and a claim tree is thus strategically
Created.

In contrast, in the design practice, is it usually done to
strategically create a "design tree" (or "design map"), like
a claim tree, for a created design so that what is created is
broadly construed? Regretfully, such a design practice has not
yet matured, which is obvious when comparing the number
of patent applications and the number of design applications,
as set forth above, and it seems that the fact is, that there
are few strategic design applications in contrast to patent
applications. It also seems that there are few countries in
which such a practice has matured.

6. Design Tree (Design Map)

An example of a design map is indicated below. Let us
consider, for example, a wristwatch characterized by the
form of the hands thereof. Design Al is an entire design. It
protects a design that is actually made into a product. Ifitis a
case having a round form, it may be changed into the form to
an ellipse, a square, a rectangle, a triangle, an inverted triangle,
etc. When Design A1 is a main design, whether Designs A2 to
A6 should be presented as related designs is considered.

Designs B1-B6 are partial designs. A watchband is
changeable, and accordingly, it is indicated by a broken line.
Likewise, when Design B1 is a main design, whether Designs
B2 to B6 should be presented as related designs is considered.
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Designs C1-C6 are also partial designs. Indicating the
watch face by a broken line clearly indicates that the form of
the hands is a feature. While normally Design C1 alone may
suffice, whether it is necessary to file design C1 as a main
design and file others as related designs is considered.

Designs D1 to D6 each have a center of hands and a watch
face identical in form. Cooperating with a creator may also
allow a new design to be created.

Creating a design map is never a difficult task. It can be
created along a train of thought similar to that used when
preparing a scope of claims. It may be recommendable to
create your own rule in changing a design, such as considering
a design that you really want to protect as a main design, and,
if it is a round design, also considering a square design, and if
it is a convex design, also considering a concave design, etc.
A strategy would be important to determine the design not to
be imitated and the design that other companies are likely to
implement, and accordingly select the designs to be filed.
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7. Five Strategies To File Design Applications

Accordingly, in order to file strategic design applications, |
would like to discuss five strategies to file design applications,
from my own viewpoint. In doing so, | have given the five
strategies unigue names so that their contents are imaginable
and also become familiar.

(1) Flamingo Strategy - Related-Design System

When you hear the word "flamingo," you would think of a
pale pink bird beautifully standing with a single leg. The bird,
however, has no defensive measures against foreign enemies,
and accordingly, usually never takes any action alone. Itis a
weak bird. Accordingly, they live in flocks to make up for their
weakness. A flock of flamingoes is so massive in pink, it is
overwhelming, and appears to be unapproachable.

A single design right may also not be strong. A group
of design rights can give a sense of unapproachableness.
Utilizing the related-design system allows you to protect a
valuable design effectively by seeming unapproachable.

(2) Butterfly Strategy - Partial-Design System

Butterflies have beautiful wings having beautiful colors
and patterns, which attract us more than their bodies. For a
particular point created in a design, the characteristic portion
of a design that serves as a feature different from existing
designs, etc,, the partial-design system can be used to actively
protect a design having a feature. Utilizing the partial-design
system together with the related-design system allows you
to form a group of design rights based on a design having a
feature.

Imagine the unapproachable effect if the 24 designs of the
design map described above were all registered.

(3) Submarine Strategy - Secret-Design System

In the United States, there had once been a type of patent
referred to as a submarine patent, although it no longer
exists. It suddenly reveals its existence and surprises us. In
the Japan Design Act, there is a system in which when you
obtain a design right you can make it a secret for a prescribed
period of time and thereafter reveal its appearance. This is
the secret-design system. The system is actively utilized in the
automobile industry, etc.

(4) Camouflage Strategy - Change of Application

In the Japan Design Act, there is a system allowing a patent
application to be changed to a design application. For
example, the design of a screen of a multimedia playback
device disclosed in a patent application was filed through
the system as a partial design, and
registered as Design Registration

No. 1380985 "Multimedia playback

HFERE

HADOEREIC(E, FEFLEZEE
FHREICEECEDHENDD R
9, BEEEHS 13809855V ILF
X7« 7 HBERBE](F. RHEFLREC

device." The drawing of the design
was previously concealed in a patent
application, and timely changed
to a design application. In other
words, a design is camouflaged with
a patent application. This would

FARUENILF AT « PBEXED
BEOTYA V7., BaREELT

RFE%55 1380985 50D [IEEX]
Design Registration No. 1380985 in Front View
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surprise other companies. Already
filed patent applications may have
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designs, including images, buried therein like treasures.
(5) Mangrove Strategy - Design Right To Supplement Patent/
Trademark

A forest established in a subtropical estuarine brackish water
area (an area where seawater and freshwater mix) is called
a mangrove swamp. While a patent protects an idea, if its
appearance or design has a feature, it can also be protected
by a design right. If the design has a feature and, as it is used
for a long period of time, it is recognized to be particularly
remarkable, it can also be protected by a trademark right. A
design can also be established in an area where an idea and a
brand mix. Itis exactly like a mangrove swamp.

Any design application will be examined once it has been
filed. The examination period is as short as 6.1 months on
average, which allows you
to first obtain a design right
and thus prevent other
companies' entry, and
concurrently proceed with
pursuing a patent right and/
or a trademark right. In the
case of design registration
No. 1546604 "small-article
storage case," a design right
was initially pursued and
a patent right and a three-
dimensional trademark right
were subsequently pursued
(see JP2017-56125 and P
trademark application No.
2015-124179, respectively).
This would be a typical
example of IP mix.

RIEEERE 1546604 SORAVIREE
DIFHREH]

Design Registration No. 1546604 in
an Opened State in Perspective View

8. Conclusion

The Japan design system has been developed to an extent
allowing the above-described various application strategies
to be implemented. Effectively utilizing this system and filing
strategic design applications allows you to own a group
of design rights having a wide scope of rights similar to an
interpretation of a patent claim.

In the future, designs in various industries will be
increasingly important. Accordingly, | would recommend
filing strategic design applications as soon as possible. Once
registered, a design right can be held for as long as 20 years. |
hope that after 10 years later, 20 years later, and so on, filing
strategic design applications will have matured and creating
a design tree (or design map), like a claim tree, in preparing
a design application will be a common practice. Now, get
your IP team together and create a design tree for your next
product !
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1. Introduction

A question we sometimes receive in doing work on
trademarks is whether it is necessary for a registered trade
name holder to register its trademark. How do you answer this
question?

A trade name may appear to be similar to a trademark and
actually it is often the case where a trade name is involved in
trademark procedures. A trade name is governed by not only
intellectual property laws but also other legal regulations. It
is not necessarily easy for those working on trademarks to
make a detailed and precise explanation about what is a trade
name.

In this paper, | will explain what is a trade name, how a trade
name is treated and protected under the Japan Trademark
Act, and the relation between a trade name and a trademark.
While the intellectual property laws governing a trade name
include the Unfair Competition Prevention Act, | will focus on
the Trademark Act in view of the limited length of this paper.

2. What is a Trade Name?

First of all, what is a trade name? The Commercial Code
states "A merchant (excluding companies and foreign
companies, the same shall apply hereinafter) may use his/her
surname, full name or any other name as his/her trade name"
(Commercial Code, Article 11(1)). The Companies Act states
"The name of a Company shall be its trade name" (Companies
Act, Article 6(1)). In other words, a trade name is a name that
a merchant (excluding companies and foreign companies,
the same shall apply hereinafter) or a company uses for
doing business. A trade name thus identifies a merchant
or company, in contrast to a trademark that distinguishes
products or services from those of others and/or identifies the
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source of products or services.

While a merchant may or may not register its trade name
(Commercial Code, Article 11(2)), a company must register its
trade name (Companies Act, Article 911(3)(ii), for example).

A merchant or company using its trade name is conferred
with a trade name right that includes a right to use the trade
name (right to freely use the trade name without interference
by others) and an exclusive right to use the trade name (right
to exclude use of the trade name by others under certain
conditions). The exclusive right to use a trade name is more
specifically defined as "No person may use, with a wrongful
purpose, any name or trade name which makes it likely that
the person will be mistaken for another merchant/company"”
(Commercial Code, Article 12(1) and Companies Act, Article
8(1)), and "Any merchant/company whose business interests
have been, or are likely to be, infringed by the use of any name
or trade name in violation of the provisions of the preceding
paragraph may seek an injunction suspending or preventing
the infringement, against the person who infringes, or is
likely to infringe, those business interests" (Commercial Code,
Article 12(2) and Companies Act, Article 8(2)). For a company,
its trade name right is valid for an indefinite period of time
from the date of registration of the trade name.

A trademark is registered by the Patent Office, and an
application for registration of a trademark undergoes both
a formality examination and a substantive examination. In
contrast, a trade name is registered by the Legal Affairs Bureau
or the like having jurisdiction over the location of the business
office (head office in the case of a company) (Commercial
Registration Act, Article 1-3). An application for registration
of a trade name undergoes a formality examination only. An
application for registration of a trade name of a merchant or
company, however, is rejected if the trade name has already
been registered by another merchant or company and the
location of the applicant's business office (head office in
the case of a company) is the same as the location of the
other merchant or company's business office (Commercial
Registration Act, Article 27). In the past, registration of the
same or a similar trade name for the same business in the
same municipal district was prohibited (Former Commercial
Code, Article 19 and Former Commercial Registration Act,
Article 27). These regulations were abolished and currently
multiple merchants or companies can register the same trade
name in not only different municipal districts but also the
same municipal district as long as they are different in the
location of the business office. This is a significant difference
from a trademark right that is valid throughout Japan.
Registration of the same or a similar trademark for the same or
a similar product/service by multiple individuals or entities is
not accepted.
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3. Trade Name under the Japan Trademark Act

How then, is a trade name treated and protected under the
Japan Trademark Act?

Regulations regarding a trade name under the Japan
Trademark Act are generally classified into regulations
specifying i) a trade name holder can exclude registration
of its trade name as a trademark by others, and regulations
specifying ii) a trade name holder can use its trade name
regardless of registration of its trade name as a trademark by
others.

As to i) a trade name holder can exclude registration of its
trade name as a trademark by others:

An application for registration of a trademark consisting
solely of a mark indicating, in a common manner, a common
surname or name of a juridical person is rejected for lack of
distinctiveness of the applicant's product/service from that
of others (Trademark Act, Article 3(1)(iv)). The name includes
a trade name. A name is regarded, in principle, as a common
name when there are a great number of similar names; and
trademarks with a common name, the name of a business
type (such as industry), or a famous geographical name (such
as Japan) combined with characters customarily added to
trade names (such as Seisakusho) or business names (such
as Co,, Ltd.) are considered, in principle, as common names
(Examination Guidelines for Trademarks, Article 3(1)(iv)).
If a trade name of a trade name holder is used by a great
number of others at the same time or consists of a famous
geographical name (such as "Japan Industry Co., Ltd." for
example), an application, by others, for registration of such
a name as a trademark is rejected unless the trade name is
expressed in a special font or has a special structure. It should
be noted that an application by the trade name holder for
registration of such a trade name as a trademark is also
rejected.

An application for registration of a trademark containing the
portrait of another person, or the name, famous pseudonym,
professional name or pen name of another person, or famous
abbreviation thereof (except those the registration of which
has been approved by the person concerned) (Examination
Guidelines for Trademarks, Article 4(1)(viii)) is rejected from
the perspective of protecting moral rights of authors. This
name also includes a trade name. A trade name of a stock
company from which the characters "Co., Ltd." are removed
(such as "XY" of "XY Co., Ltd." for example) is regarded as
an abbreviation of a name of another entity (Examination
Guidelines for Trademarks, Article 4(1)(viii)). The abbreviation
must be a famous one. An application for registration of such a
trade name as a trademark is rejected if the above regulations
are applied at both the time of filing of the application and the
time when an Examiner's decision is made on it (Trademark
Act, Article 4(3)). The application is not rejected if registration
is approved by the person concerned, at the time when an
Examiner's decision is made. Under the above regulations, an
application for registration of such a trade name of a trade
name holder as a trademark, if not common under Article 3(1)
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(iv) of the Trademark Act, is rejected if the application is filed
by another entity. It should be noted that if the trade name
cannot be found through Internet search, for example, there
is a possibility that the application filed by the other entity will
not be rejected.

In addition, if use of a trade name by a trade name holder
results in public recognition of the trade name as a trademark
and thus the trade name has become well-known or famous,
an application for registration of such a trade name as a
trademark by another entity may be rejected (Trademark Act,
Article 4(1)(x), (xv), (xix)).

As to ii) a trade name holder can use its trade name
regardless of registration of its trade name as a trademark by
others:

A trademark right shall have no effect on a trademark
indicating, in a common manner, one's own portrait, name,
famous pseudonym, professional name, pen name or famous
abbreviation thereof (Trademark Act, Article 26(1)(i)). The
name also includes trade name. If a trade name holder uses its
trade name as a trade name per se, namely, solely as a name
identifying the merchant/company, and the trade name is not
used as a trademark in an objective manner, namely not used
as a mark that distinguishes products or services from those
of others and/or identifies the source of products or services
(the way a so-called trademark is used), the trade name does
not infringe the trademark right of others. For example, even
when a trade name of a trade name holder as defined under
the Trademark Act, Article 3(1)(iv) has been registered as a
trademark erroneously by another merchant or entity, or the
trade name is similar to trademarks of others, the trademark
right has no effect on the trade name and the trade name
holder can still use its trade name. The trade name of the
trade name holder, however, will be regarded as infringing
corresponding trademarks if the trade name is used for the
purpose of unfair competition (Trademark Act, Article 26(2)).

In addition, if use of a trade name by a trade name holder
results in public recognition of the trade name as a trademark
and thus the trade name has become well-known or
famous, the trade name holder can continue using the trade
name under certain conditions, even when corresponding
trademarks of others have been registered (Trademark Act,
Article 32).

4, Trade Name and Trademark

Finally, the following is a specific study of the relation
between a trade name and a trademark.

A trade name that identifies a merchant or company is
inherently different from a trademark that distinguishes
products or services from those of others and/or identifies the
source of products or services. They, however, have a close
connection with each other in actual business.

When a company uses a trademark or brand different
from a trade name and the trademark becomes famous, the
company may change the trade name itself to the trademark
or brand. For example, the company name Hayakawa Electric
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Industry Co., Ltd. was changed to the famous trademark/
brand name "Sharp (Trademark Registration No. 756385
for example) Corporation," the company name Matsushita
Electric Industrial Co., Ltd. was changed to the brand name
"Panasonic (Trademark Registration No. 1327604 for example)
Corporation," and the company name Tancho Corporation
was changed to the trademark "Mandom (Trademark
Registration No. 782282 for example) Corporation."

A trade name may be used in the way a trademark is used
and thus also serve as a trademark. For example, a trade name
"XY Co., Ltd." may be indicated on an easy-to-notice location
of a drink container rather than "manufactured by XY Co,,
Ltd." on a difficult-to-notice location thereof for identifying
the manufacturer/seller. Alternatively, the trade name may
be expressed in a special font like logo and indicated on a
difficult-to-notice location. In these cases, "XY Co., Ltd." may
be regarded/recognized as not only a trade name (identifying
the merchant/company) but also a trademark (distinguishing
products/services from those of others and/or identifying the
source of products/services).

The same trade name "XY Co., Ltd." may be registered
as a trade name by an entity or in the name of A and also
registered as a trademark by a different entity or in the
name of B, for example. This is for the following reason: for
registration of a trade name, a cross-search of trademarks is
not conducted and the trade name is registered regardless of
registration of the same trade name as a trademark by others;
and for registration of a trademark, a cross-search of trade
names is conducted through the Internet for example under
the Trademark Act, Article 3(1)(iv) and Article 4(1)(viii) and the
trademark is registered if the same trade name is not found in
spite of actual presence of the trade name of another entity,
unless the trademark application is rejected for other reasons.
Accordingly, before registration of a trade name by an entity,
a trademark identical to the trade name may be registered
by another entity or, after registration of a trade name by
an entity, a trademark identical to the trade name may be
registered by another entity.

In such a case, if a trade name holder uses its trade name
not only as a trade name per se but also as a trademark, use of
the trade name goes beyond use that is not influenced by the
effect of the trademark right under the Trademark Act, Article
26(1), and the trade name may infringe trademarks of others.
In order to avoid infringement, the trade name may solely
be used as a trade name per se. The trade name, however, is
used in various business situations because of its nature. Use
of the trade name solely as a trade name will limit the use of
the trade name considerably, which may substantially exert
an adverse influence on business.

5. Summary and Conclusion

As seen from the foregoing, a trade name is inherently
different from a trademark. While a trade name registered
as a trade name may also be registered as a trademark, they
are involved in each other. Accordingly, in actual business,
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use of a trade name of a trade name holder may be restricted
significantly by registration of a corresponding trademark by
others, and registration of a trade name does not necessarily
ensure safety of the use of the trade name. There is basically
no problem as long as a trade name is used solely as a trade
name per se. There is, however, a possibility that the trade
name infringes a trademark right of others if the trade name is
used in the way a trademark is used.

In view of the above, if you decide on a trade name, you
should conduct a trademark search for confirming whether
the application and/or registration of the same or similar
trademark of others is present. If such application and/or
registration is present, you are recommended to consider
selecting another trade name. If such application and/
or registration is absent, you are recommended to file an
application for registration of the trade name as a trademark.
In such a case, you may file a trademark application for the
abbreviation "XY" of the trade name "XY Co., Ltd." In view
of the possibility of registration, a trademark application
for "XY Co,, Ltd." is recommended as long as "XY" is not the
same as any famous abbreviation of others, regardless of the
application of the Trademark Act, Article 4(1)(viii). Further, in
actual business, there are many cases where an abbreviation
for a trade name is used as a so-called house mark brand. It is
an effective strategy for a trade name holder to use its trade
name solely as a trade name per se and use an abbreviation
for the trade name as a trademark.

Accordingly, if a trade name holder uses its trade name
solely as a trade name per se, it is not basically requisite for
the holder to file a trademark application because the holder
can use the trade name under the condition of the Trademark
Act, Article 26(1)(i). In actual business, however, the use of
the trade name is restricted considerably. The trade name
holder is therefore recommended to file an application for
registration of the trade name as a trademark, and at least
it appears important to obtain trademark registration for an
abbreviation for the trade name. An answer to the question in
the introduction is thus derived.

The relation between a trade name and a trademark varies
depending on the country. In Europe, for example, use of a
trade name may infringe a trademark. For doing business in
foreign countries, it is important to examine the legal system
in each country without adhering to the notion that use of the
trade name is ensured unless the trade name is used in the
way that the trademark is used.
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Beyond the Sea--

Mai Mizusawa

Clerk, Foreign Cases

n October, 2013, | stepped into Germany. Germany is a

I country where | had lived with my family long before,
but this time | went there by myself. | obtained a job as a
paralegal in a patent law firm there, which was a challenge to
test my courage. When the time came for setting out,
however, | had nothing but anxiety at a place where | did not
even know the language, about how to do the procedures for
immigration, look for a house to live in, and sign a contract....

Full of anxiety, | started working. At first, | was often confused
about the environment and way of working, different from
those of Japan, and many hours' use of the foreign language.
At the same time, however, | was excited about doing the work
related to patent together with people from not only Germany
but also various other countries. Little by little | enjoyed new
experiences. In a patent law firm, | was mainly in charge of
cases for the United States and involved in clerical work, such
as online filing of patent applications and responses to office
actions to the U.S. Patent and Trademark Office.

As was expected, the German colleagues were earnest in
work and carried out their job in silence within a specified time.
I met, however, some unique colleagues: one of them suddenly
started eating a banana during working, another was working
on a balance ball instead of a chair, and one of the patent
attorneys was walking on a treadmill while reading cited
references! | was astonished to see that.

In Germany, a birthday is a big event, next to Christmas and
New Year's Day. People bring a homemade cake etc. to the
office and serve it to the colleagues on his or her own birthday,
which is just like a kindergarten. Every year on my birthday, |
made approximately 15 thick sushi rolls (or "futomaki"), which
required me to do heavy work the day before my birthday.
Maybe | looked comical when carrying heavy thick sushi rolls
while feeling faint with fatigue on my birthday morning.

As | got used to the life in Germany, | enjoyed travel to some
regions in Europe, participated in wine festivals held at various
spots during pleasant seasons, and attended a party at my
friend's home. I really enjoyed this stimulating time.

After staying in Germany for three and a half years, | now
work here, at Fukami Patent Office. We receive documents
from overseas every day. Whenever we receive a document, it
gives me pleasure to imagine the person who prepared the
document beyond the sea.
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Summer Trips to Islands

Yoshiki Wada

2nd Mechanical Division/Senior Associate

visit islands with good friends every summer. This event

I has become a summer tradition and has continued for
24 years. This tradition began with three members, who have
increased or decreased over the years. We decide our
destination through discussion - primarily the islands of the
Seto Inland Sea - and often our destinations are not popular
places. Such destinations are much more intriguing because
they have so much to be discovered. There are many inhabited
islands in the Seto Inland Sea, and ferry services to these islands
make access to these places easy. In the past, we have visited
islands with populations of a few hundred, a few dozen, and
even just ten. Itis not uncommon for these islands to have no
shops or schools. Some do not have a single car. On such
islands, the daily lives of the local inhabitants and the unique
culture can be found. Some islands, which once prospered,
show the traces of their amazing townscapes or architectural
remains. One can view unique, picturesque scenes of a village
which has evolved following the shape of the land and can also
encounter unique creatures.

Isolation from the main island of Honshu has allowed these
islands to leave their landscape untouched and maintain
unique traditional customs. These customs can surprise
visitors; strangers spontaneously exchange greetings with each
other on the street, and sometimes, even have a conversation.
Although we were strangers to them, they invited us into their
houses and offered the local cuisine to us.

Some of these small islands have guest houses or small
hotels, so we stay there whenever possible. Not surprisingly,
these lodgings mainly offer seafood. Visitors can eat fresh
delicious fish right in front of the sea. The nights spent on quiet
islands away from the hustle and bustle of a city are an
exceptional experience. One can see a star-filled night sky
while lying in the harbor if the weather is nice, or with luck, see
a shooting star. | long for summer and trips to these islands.

Fukami Patent Office, p.c. News Letter 27




EE ﬁ@%ﬁ Explanation

E Effective Business Letter Writing

Gerald Thomas B.A. LL.B.-
Director of Foreign Affairs - Fukami Patent Office, p.c.

Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill developed by learning the theory of professional style and having frequent practice. An
additional element of legal writing that we have not yet discussed in this Newsletter is the impact of culture on effective
communication. International communication is first and foremost a human activity, which means that written expression
is produced and interpreted through the subjective perspective of the writer and reader. For this reason, even the best
intentions of a writer may be interpreted by the recipient in a manner that is ineffective, or at worst, completely contrary
to the writer's objectives. In the next few issues of this newsletter | would like to share some of my experiences in
supporting the cross-cultural communication of my Japanese clients over the past 25 years.

Politeness, expectation and reciprocity in business relationships

During my legal career in Japan | have reviewed literally thousands of business documents written between Japanese
and foreign parties. If | could find a common theme in the difficulties | have seen, the greatest problems arise when the
parties fail to maintain a balance in the tone of their written communication.

In one example, | was contacted to work with a Japanese attorney whose company was a Japanese distributor of
kitchen products. The American manufacturer was disappointed in the performance of the distributor and wanted to
terminate the distribution contract and correspondence was ongoing between the attorneys of the two sides. While the
termination of the contract was agreed between the parties, the outstanding issue was whether the manufacturer would
re-purchase the old stock of the Japanese distributor. The US attorney was a senior litigator, and his writing was direct and
forceful in refusing to repurchase the stock. The Japanese attorney representing the distributor was quite young and he
replied to the US attorney's letters in a very polite and deferential tone. Instead of reaching a resolution to the issue
however, with each round of communication, the US attorney's letters grew more and more aggressive. The Japanese
attorney was surprised and bewildered, and he finally called me and asked for my support.

Upon reviewing the correspondence | saw the sharp contrast in tone and suggested that the US attorney was thinking
that his Japanese counterpart was weak - and that the excessive politeness by the Japanese side encouraged the US
attorney to be confident he could push the Japanese side into giving in to the US demands. | recommended the Japanese
attorney to reply to the US attorney in a tone equal to his US counterpart, and | drafted a letter reflecting the US attorney's
aggressive style.

The Japanese attorney was at first very reluctant to send the letter, as it was much more direct than he was used to
writing, but | explained that this was standard professional writing style for North American litigation attorneys, and not
considered impolite. Finally he agreed to send it. It took three days to get a response and the Japanese attorney was very
surprised at the change in the US attorney's tone and attitude - he was less aggressive, more respectful and proposed a
more reasonable resolution to the dispute. The US side eventually agreed to purchase a significant portion of the old
stock.

I believe this story demonstrates the need to understand balance in the tone of written communication. By writing
with an understanding of the reader's expectations and culture, communication can be more effective and successful.

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
fifteen years. As the Director of Foreign Affairs he supervises the quality of English communications between Fukami Patent Office and
its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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