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Intellectual Property Rights

Law and Ordinance Amendment Information

® A bill to partially revise the Patent Act etc., was passed into law in the
ordinary session of the Diet (promulgated on May 14). As a goal, Japan
will become the most advanced nation in the area of intellectual
property in the next decade and measures will be taken to develop
systematic and human resource bases. The revision includes: creation
of a system for submitting an opposition to a granted patent;
improvement of provisions for simultaneously filing a design
application with multiple offices overseas in one procedure in order to
accede to the Hague Agreement; protection of trademarks such as
colors and sounds; and relief measures such as extension of periods
required for procedures in the case of disasters, etc.
(Ministry of Economy, Trade and Industry (METI), May 14, 2014)
® The Industrial Competitiveness Enhancement Act came into force on
January 20, 2014. In response, from April 1, the JPO reduced
examination fees and patent fees for small-sized, medium-sized and
venture companies. This is expected to stimulate these companies to
file more domestic/foreign patent applications.
(METI, January 14, 2014)

Information relating to Government and JPO

® As set in "Intellectual Property Strategic Program 2004", the JPO
achieved the long-term goal of shortening the period taken to issue
the first notice of examination result in patent examination procedures
to 11 months or less by the end of fiscal year 2013.
(METI, April 1,2014)

Other Information (Precedents, etc.)

® |n the patent infringement case regarding smartphones between
Apple and Samsung, while judging that some of the products of Apple
contain technology within the technical scope of the patent rights of
Samsung, the Special Division (Grand Panel Division) of the Intellectual
Property High Court ruled that it is an abuse of rights for Samsung to
exercise the right to demand compensation for damage and the right
to seek injunction exceeding an amount equivalent to the licensing
fee in FRAND terms.
(Heisei 25 (Ne) No. 10043 and Heisei 25 (Ra) Nos. 10007 and 10008)
® From February 25 to 27, 2014, the National Police Agency carried out
an intensive crackdown on copyright infringements in relation to file
sharing software, etc. Searches were conducted for copyrighted
content in 123 locations and 33 people were arrested throughout
Japan in violation with the Copyright Act, etc.
(National Police Agency, February 28, 2014)
® |n a trademark infringement case, in which the Nankinmachi Shopping
District Promotion Cooperative had demanded 16.5 million yen for
compensation regarding the registered regional collective trademark
"® Z BT "(Nankinmachi), the Osaka District Court ruled against the
promotion cooperative that the mark of the defendant is not similar to
the registered regional collective trademark because " F8 5 BT " does
not constitute the main part of the mark of the defendant and the mark
of the defendant does not remind consumers of the characteristic
character style, which serves as the identification function, of the
trademark of the plaintiff. (Heisei 24 (Wa) 1855)
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Book of My Fond Memory

The photograph on the cover page shows the first
edition of "Commentary compiled by the JPO", of
the current IP Laws (completely revised in 1959,
effective in 1960), which has been kept on a
bookshelf at my home. In 1960, when | tried to take
the first patent attorney examination under this
current law, no reference books on the current law
had been authored by scholars or practitioners. The
commentary shown in the photograph here was the
only resource available for the examinees to use.
Through repetitive reading of this book | was able to
pass the exam. This is my most important book,
marking a turning point in my professional life.

(Hisao Fukami)
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Fudeko-tsuka

Fudeko-tsuka are found all over Japan. By its name, it seems to
imply, incorrectly, a memorial stone for used writing brushes.
Actually, however, fudeko means the children who studied in
terakoya (small private schools) during the Edo period. When the
teacher of a terakoya passed away, the fudeko children who had
been taught by that teacher gathered and built the memorial
stone in the teacher's memory. That is Fudeko-tsuka.
Fudeko-tsuka exists in all parts of Japan, and it is surprising to
know that that over 1000 can be found just in the Boso
peninsula.

The terakoya was the fundamental education system in the
Edo period, other than for the Hannko which was the special
school reserved for the children of samurai. Each village had a
small-scale terakoya, and if the children of a village were 6 or 7
years old there, they would go to terakoya and learn reading,
writing and abacus. Terakoya, small schools where the children
of poor farmers in the Edo period were able to learn, existed
throughout Japan. When the teacher of a terakoya, who devoted
his whole life to children's education passed away, Fudeko and
others gathered and a memorial stone was built. Of course, the

feeling of gratitude to the teacher of Fudeko was not odd.

A present-day education expense problem

In the case of public school today, from kindergarten to
university, the annual cost breakdown is 240,000 yen in
kindergarten, 290,000 yen in elementary school, 440,000 yen in
junior high school, 520,000 yen in high school and 1,600,000
yen in university. The total tuition exceeds 10 million yen, and in
the case of exclusively attending private school, the total amount
will change to about 20 million yen (1. In a house with two
children, 40% of the average household budget is dedicated to
education expenses. It has become very evident that the
education expense burden is currently a problem that has greatly
influenced the distortion of society by contributing to the
expansion of social economic discrepancy. How does this

compare to the terakoya system during the Edo period?
Fee to a terakoya

In the terakoya, the one-day fee to the teacher was usually
about 4 monn. This adds up to about 800 monn each year. This
amount has been confirmed by referring to the data of "Bouchou
fuudo chuusinnann" (2) which describes the contents of the fee
for terakoya. The annual basic fee was 9 sho (16.2 liter) of rice. In
addition to this, different types of tribute such as a rice cakes,
side dishes and gratuities were required for each season. Nine sho

of rice costed about 720 monn at that time, which approximately

July 2014 _vol.6
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corresponds to 800 monn per year calculated based on 4 monn
for one day.

Eight hundred monn corresponds to 8 silver monnme. Since
the average annual earnings per household at that time were
presumed to be 500 monnme to 700 silver monnme, the
education expense of the average annual earnings was at most 1
to 1.5% for one child.

An extensive education system

The structure of remuneration enabled the educational expense
burden of terakoya to be shared dependent on the economic
status of each family. While a rich house contributed
appropriately economically, a poor house carried out the
minimum burden of about 4 monn per day. Regarding this
remuneration, Bouchou fuudo chuusinnann explains that a poor
house paid only 9 sho of rice while a rich house paid not only 9
sho of rice but also rice cakes, fish and gratuities. We can
therefore gain an image of terakoya in which everyone could
receive education at low cost while rich families accordingly paid
additional fees instead. This was an extensive education system in
which the child of a poor rural farmhouse and the child living in
a poor urban row-house were equally able to learn.

Foreigner visitors who came to Japan at the end of Edo period
were surprised to learn that all Japanese people could read and
write. School attendance at the end of the Edo period was
between 70% and 85%. In "Nihon Ennseiki(Japan Expedition)",
Admiral Perry also wrote of his surprise that reading and writing
were widespread among the Japanese people. Terakoya education
was clearly fundamentally responsible for this. And Fudeko-tsuka
are the vestiges and the expressed feeling of gratitude of Fudeko
and others.

In UNESCO, in order to spread such a terakoya education
system to developing countries, the World Terakoya Movement
was developed. Many poor children are able to enjoy this
education system. Many small schools are created far and wide,
and many teachers are devoting their lives to children's
education. The symbol is Fudeko-tsuka and the World Terakoya

Movement s still very much alive.
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Global IP Specialist

In recent years, corporate activities have quickly been
globalized and correspondingly IP activities have as well. To
cope with this, we as patent attorneys should seek to become
"Global Intellectual Property Specialists." | would describe
the background of the Global IP Specialist and essential
requirements for becoming a Global IP Specialist.

The importance of IP Human Resources has been stressed
since the 2002 IP Strategy General Rules established by the
Japan Government. The Japan Cabinet announced in June,
2013, "Basic Policy concerning Intellectual Property", which
declares "the necessity of tackling the issue to train and
reserve the global IP human resources building and practicing
business-strategic IP management to support the Japanese
enterprises' global business evolution."

Then, what kind of capability and skill should Global IP
Specialist have? In my view the following five capabilities
and skills should be acquired. It will not require having a
qualification such as an attorney-at law or a patent attorney.

(1) Play a role as an opinion leader about the IP system and
practice.

(2) Build a global IP human network.

(3) Gain negotiating expertise, communication power and
foreign language skill.

(4) Acquire familiarity with IP systems and practices
throughout the world sufficient to support the IP
activities of clients.

(5) Provide proposal-type IP services, based on the IP
Specialist's own ideas rather than passive-type IP services
based on clients' instructions.

Next, let me further explain the required capabilities and

skill for a global IP specialist.

July 2014 _vol.6



FDRHSNDEEN - AFI

(MFAE=F>)—-F—ELTDEE
HEAHEAERICEAU. AIPPL. FICPI®WIPO M SPLT (4F
FFICET 2EHREER. SCT (FIRICEHTIBREER). 518
1Y —axBEOERRZEDHESINTVET. JO—/Ub
LI 2HFAREDREICBNT. BADMFESFIRIE. A
FHR(ICEBI DDA ZF U —F - LTDRE =
RICITNEEEBVET,

(2) EIFRAYFIRA ABRDAESE

EHENICL < OHAEFPIREAMZIED. D DIRE(C
RIECEDERZEBEITDEIF. ARBHROAF. EHM
FHABHORREICIERICRIBEEFT, CDHICE. E
BB PERAMAEOESOEAZR D ENERCI,
£EL. BEIC, INTA(BRBRGR) COERRKET—T
23w 7(Q0094) APAA (P I 7 HIBLTHR) DEXART —
Y3 v TEEMN0DEREBCAE —H—E UL THRE,
APAAEIRZERHRAZE R (2007 F~20124F). APAAH
KE=D=ERQ010FE~2012F38). APAAKXEDEHERB
RQONFIB~RAE)EEDEELFRBZHDFI UL, TN
BN CHIF DA FEFIREDARDEBERICDIFN > TLE
EE

QEERMRSH - A3 225 —avh - BEN
EFZAOCOWNTCE ERBEKREI T2 -3 -
T7—ANIDAEQON2EE M) ICLDE. HARDRENIF.
TEEBLSANDSS hEF220IT. 7Y T HEENTIF6M T U,
EENIZ 25—V 3 VOEANRHEFIFEZ N THD., R
FE/1C Y. BIFAARDEGES7 W T2 IREEEBNET,

(4) tHFRENR OFIE EEIFICHEE
HNAEZFIRE LT, SADTETIH. BEDHIER
ORBICOVTIFDBEA A, BAOHBHIERUEHICDL
TEMNAE - BRBZEONENDDET., SEFHIE - 75
BT D EICLDZTDEBHRE—BRETD., FEFIRELT
DFHMEICHDHFENDET,

() IRERIDEF

DI O—)VVIERELERZHEL TVL<IEE, FIE
TF. KFEADERICHE > CTRENERZ LI EIT TR
<. BBNEREFHDEHZ(TONETT, TNIE BEL
Te B DIRFE PRI EIRICE DIENDF T,

J0—)ULHEEFIRIE. RO FTEEED. JO0—-/0L

TEN HFRICBVTHFEZIE U TOLKERD, J\THE
AE UV CRRDBZHFRIIRTHZETL LD,

@FfEt | Opinion =Zhh 505 B—/\VHEEFIR

Required capabilities and skill

(1) Role as an opinion leader

Regarding IP system and practice, there are a number of
international IP conferences such as AIPPI, FICPI, SPLT (the
standing committee about patents) and SCT (standing
committee about trademarks) of WIPO, and the Five Party
User Conference.

In those conferences, Japanese IP specialists should play
a role as opinion leaders for the sake of contribution to the
development of the global IP system.

(2) Building international IP human networks

Building international IP human networks and mutual
friendly relationships will help you gather useful IP information
and solve complicated IP cases. Attending international IP
conferences or working for an international IP organization
will give you chances to build international IP human
networks. | have the experience as a speaker at more than
20 international conferences, such as the INTA (International
Trademark Association) annual meeting, and the APAA (Asian
Patent Attorneys Association) annual meeting workshop.
Further, | worked as Co-chairperson of the APAA trademark
committee joint committee (2007 - 2012), President of APAA
JAPAN (2010 - March, 2012) and now have been serving in
the position of Secretary General of APAA since 2012. These
experiences gave me good opportunities to construct global
connections with various IP specialists.

(3) Gaining negotiating power, communication power, and

linguistic power

Especially regarding foreign language power, an
international educational organization named "Education
First" conducted a linguistic capacity survey in 2012 and
reported that the Japanese command of English is ranked
as 22nd among 54 nations (other than English-speaking
countries) and is ranked as 6th among Asian nations.
Japanese IP specialists including me will have to enhance our
foreign language capacity.

(4) Acquire familiarity with global IP systems and practices

It is out of the question that we should be familiar with
foreign IP systems and practices in addition to Japanese IP
systems and practices. Comparative study of international IP
systems and practices will enable you to provide clients with
better IP services.

(5) Proposal type business

When promoting global protection and utilization of
intellectual properties, we patent attorneys should provide
clients with proposal-type IP services rather than passive-
type IP services. Clients often expect proposal-type IP services
to be provided by their IP attorneys, based on our expert
knowledge and experience, rather than IP services provided
only in accordance with client's instructions.

Global IP Specialists will be sure to survive in the future
by extending their working place in the IP world as a hub-
attorney for global enterprises.
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1. Introduction

It is well known that the Japanese patent system started in 1885
and the subsequent prime minister, Korekiyo Takahashi was a
chief worker involved in the establishment of the Japanese patent
system. However, a little-known fact is that there were various
opinions in the Meiji government about creation of the patent law,
and the contents of the original draft were significantly revised
and finally established as the Patent Monopoly Act. In this article, |
would like to explain how Korekiyo established the patent law, with
difficulty, the various opinions within the Meiji government and
the changes thereof, and further, the relationship with the grant of
patents to foreigners and revision of the unequal treaty between
Japan and various foreign governments.

2. First Step toward Establishment of the Patent
Law by the New Meiji Government

The new Meiji government started a serious study of the patent
law in 1881. In the same year, the Ministry of Agriculture and
Commerce was established. Since Article 5 of the Regulations
of Business in the Ministry of Agriculture and Commerce defined
that "the industrial agency conducts work concerning the
encouragement of industry, monopoly of invention, and trademark”,
the governing agency for patent and trademark became clear,
which also triggered a detailed study of the patent law system.

In 1881, Korekiyo Takahashi was transferred from the Ministry
of Education to become an official of the Ministry of Agriculture
and Commerce. He also became the chief for work on the
establishment of the invention protection system and reviewed all
of the research results previously made in each ministry. From the
end of the Edo period to the beginning of the Meiji period, a great
deal of knowledge and information about patent and trademark
were provided from Europe and the United States. Patent was
introduced in "Things Western" written by Yukichi Fukuzawa, and
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was also explained in "Houkoushisetsu" written by Takahira Kanda.

Based on such knowledge, the Meiji government declared the
Summary Rules of Monopoly in 1871 and started the tentative
patent system. This was, however, abolished one year later
because there was no system at a practical level and the number of
applications was small.

After the abolishment of the Summary Rules of Monopoly, the
government established "Patent Monopoly Rules" as a draft of the
Finance Ministry and the Ministry of Interior in 1873, and established
a corrected version of this draft, "License Act Exclusively for New
Inventions" in 1878. In the same year, the Ministry of Engineering
researched the patent laws of the United Kingdom, the United States
and France, and made "Codified Rules Draft of Monopoly License
Act". However, these were merely drafts and were not implemented.

3. Korekiyo's Draft and Objection by the Ministry
of Agriculture and Commerce

In light of the circumstances so far, Korekiyo created "Points
of Imperial Japanese Patent Act Bill" based on the US patent
law, and set up a research committee in the Ministry to advance
deliberations. According to this bill, three types of patents, i.e,
new invention patents, improvement patents and importation
patents were included, and the principles such as the first-to-
invent principle and the substantive examination principle were
incorporated. In 1881, a draft including 42 Articles was created and
brought up for discussion in the Ministry in March.

However, after the end of the first and second readings of
this draft in the Ministry, "Written Opinion about the Invention
Patent Monopoly Law" was submitted from the three chiefs of
the industrial agency, the commerce agency and the agricultural
agency. They argued that the problems with this draft were the
difficulty of imitation due to patent monopoly, and especially
importation patents and the granting of patents to foreigners.

The objection about the difficulty of imitation was out of the
question, while the pros and cons of importation patents and the
grant of patents to foreigners were major problems that could not
be easily determined. Importation patents was a system employed
in the European countries at that time. This was a system where if
an invention has not yet been carried out in a home country even if
it has already been known in foreign countries, a patent is granted
to the invention when it is actually carried out. In addition, there
was a provision that patents shall not be granted to foreigners.

Thus, the Ministry of Agriculture and Commerce added, to the
Invention Patent Monopoly Act Draft, a strong opinion that if patent
rights would be granted to foreigners, patent rights of many useful
inventions would be granted to foreigners, which would have a
notable adverse effect on the development of Japanese industry.
Then, the Ministry of Agriculture and Commerce asked the Foreign
Ministry for their opinion about this draft.

4. Opinion of the Foreign Ministry

The Foreign Ministry established a committee, advanced their
study on the Patent Monopoly Act Draft and made a reply at the
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end of 1881. The Foreign Ministry replied that the importation
patent system was not appropriate. One of the committee
members, Shinichiro Kurino expressed his harsh opinion as follows:
"why does the dignified government of one country need to grant
a patent monopoly right to imitation of an invention to which a
foreign government granted a patent? Such a case should not
occur in today's world".

The Foreign Ministry stated that whether to grant patents to
foreigners or not might be determined as a national policy. The
Foreign Ministry also pointed out that the grant of patents to
foreigners who do not reside in Japan might cause an unthinkable
problem and a problem associated with patent enforcement in
foreign settlements has to be taken into consideration as well. The
Foreign Ministry concluded that if patents are granted to foreigners,
patents should be granted only to foreigners who reside in Japan.

Based on the opinion of the Foreign Ministry, Korekiyo reviewed
the draft Act. Then, Korekiyo reached a conclusion that patents
shall be granted only to the Japanese people and patent
applications by foreigners shall not be accepted. Korekiyo also
determined not to deal, in the Patent Act, with problems such as
patent enforcement in foreign settlements because the matter is
associated with revision of the "unequal treaty"

5. Submission to Dajokan

On February 18, 1882, the Ministry of Agriculture and Commerce
made and submitted the Invention Patent Monopoly Act Draft
to the Dajokan (Grand Council of State) . The draft submitted by
the Ministry of Agriculture and Commerce was deliberated in the
Institutional Investigation Agency. Nobuaki Makino was the chief
investigator, and it is believed that Kowashi Inoue also reviewed
the contents of the draft. Inoue was one of the legislation experts
in the Meiji government and was also referred to as an advisor for
Hirofumi Ito. He had an argument that the reward system, not the
patent system, was useful for protection of inventions in Japan that
lagged far behind the Western countries in terms of both industry
and technology.

In the written opinion, "Advantage and Disadvantage of the
Invention License Law", Kowashi Inoue argued that "now, in our
country, the bonus system should be used instead of the license
system. After examination, a person who has made an invention
or imitation that is beneficial to the world is praised in accordance
with the opinions of many people, and the person obtains honor
and money, and thus, the person can be acclaimed". He argued
that Japan was still at the stage of imitation and that the technology
needed by Japan was the already-known technology, and that if
patents were granted to inventions that were known in foreign
countries and novel in Japan, foreigners might abuse the patents.

However, the Institutional Investigation Agency did not adopt
his opinion about the reward system because the Institutional
Investigation Agency thought that it was his personal opinion.
The Agency added their opinion for correction and made a draft
for the Agency. The contents of the opinion for correction were
as follows: the importation patent term shall be limited to 8 years,
and administrative adjustment provisions regarding improvement
inventions should be provided.
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6. Final Deliberation in Government

The draft started to be deliberated in Sanjiin in December, 1882,
and was deliberated in Genroin in March. In the government, the
following opinions were expressed: grant of patents to foreigners
has a considerable problem in light of the foreign settlement issue
under the unequal treaty, adoption of the importation patent
system is difficult in Japan although the European countries have
this system, and further, although Japan is behind in technology,
Japan's ability of improvement should be taken into consideration
on the system level.

As a result, the draft was corrected to remove the provision
of granting patents only to the Japanese people and to reject
the applications by foreigners on the practical level. In order to
remove room for argument, the government also decided not to
adopt importation patents. The problem was special adjustment
provisions based on the assumption that a Japanese person creates
an improvement invention in a case where grant of patents to
foreigners is allowed in the future. The administrative adjustment
provisions regarding improvement inventions desired by the
Institutional Investigation Agency corresponded to these special
adjustment provisions. The Institutional Investigation Agency
expressed its opinion that the administrative adjustment provisions
regarding improvement inventions should be prepared. The
foundation of the opinion was based on the possibility that in a
case where grant of patents to foreigners is allowed in the future,
a foreigner may decide not to grant a license to a Japanese person
creating an improvement invention based on the foreigner's
patent.

The final conclusion was Article 9 of the Patent Monopoly Act,
which describes that "A person who wants to improve an invention
of a monopolist and obtain patent monopoly should obtain
permission from the monopolist. In the event the monopolist
refuses to give permission and the Minister of Agriculture and
Commerce recognizes that this refusal prevents improvement,
a patent may be granted to the improver to allow use of the
invention together with the improvement invention."

The latter part of this provision is important. It means that when
the original patent owner refuses to license use of the patent right
to the inventor of the improvement invention and the Minister of
Agriculture and Commerce determines that this refusal prevents
improvement, the Minister of Agriculture and Commerce can
override the license refusal by the original inventor by granting a
patent to the inventor of the improvement invention to allow use
of the original patent invention together with the improvement
invention. In other words, the government was entrusted with the
power of making such a determination, which shows one aspect of
the industrial policy in Japan during the Meiji period.

On April 2, the Patent Monopoly Act Declaration Draft, with the
reason for correction was addressed to the Dajo-daijin (Grand
Minister of State) , and the Patent Monopoly Act was promulgated
on April 18 as the Dajokan Declaration No. 7. The biggest remaining
problem was the grant of patents to foreigners.
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7.Unequal Treaty Issue

The Japan-US Treaty of Amity and Commerce in 1858, also
referred to as the Ansei Five-Power Treaties, was a commercial
treaty signed between Japan and the major countries at the end
of the Edo period. This treaty included unequal contents, such
as extraterritoriality whereby Japan did not have jurisdiction over
foreign residents, as well as lack of tariff autonomy in Japan. As for
tariffs, a 5 tariff was imposed on exports without any exception
and a 5 tariff was imposed on many imports. Therefore, at the end
of the Edo period and at the time of the Meiji restoration in which
Japan was in an inflationary situation, an almost duty-free situation
occurred, and there arose a problem whereby Japan was flooded
with import products and tariff revenue could not be expected.

Therefore, the Meiji government placed revision of the "unequal
treaty" as the most important diplomatic issue and worked on
negotiations for revision immediately after the opening of Japan.
Although negotiations were conducted several times, progress
was not made. Finally, in the preliminary conference for treaty
revision held in 1882, proposals from both sides were clarified
and substantive discussion started. The major partner countries
proposed protection of patents, trademarks and copyright as
negotiation conditions.

In this preliminary conference, representatives of France
proposed "grant of trademark monopoly licenses and publication
right licenses by the Japanese government", and the other
countries agreed to this proposal. The foreign minister of the
United Kingdom asked for "quick resolution of the issue related
to protection of foreign trademarks, monopoly licenses and
inventions" in the memorandum. After the opening of Japan,
various people had already requested protection of inventions,
trademarks and copyrights made by foreigners, and this was
reflected in the negotiations for treaty revision.

8. Request for Patent and Copyright

The request for patents, trademarks and copyright from the
other countries as well as the requests from France and the United
Kingdom in the preliminary conference for treaty revision held in
1882 brought an opportunity for government officials to recognize
that protection of such rights for foreigners provides a clue to the
negotiations for revision of the unequal treaty.

In fact, in the Foreign Ministry's study of the Patent Monopoly Act
Draft created by Korekiyo, it became clear that the extraterritoriality
issue could not be avoided when consideration was given to
protection of patents for foreigners. Various studies were made
about how to deal with the patent right infringement issue
in extraterritorial foreign settlements if patents are granted to
foreigners. As a result of the studies, a conclusion was drawn that
there was no other way than searching for ways to totally solve this
issue between Japan and the partner countries.

According to the written opinion of the Foreign Ministry from
the Foreign Minister, Inoue to the Minister of Agriculture and
Commerce, Saigo, the Patent Monopoly Act Draft provided in
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December, 1883 stated the policy concerning the protection of
patents for foreigners as follows:

"Whether to apply the Patent Monopoly Law to foreigners or
not and whether to enforce the Patent Monopoly Law among
foreigners or not are difficult to determine unless a special contract
is provided. Therefore, the Patent Monopoly Law is provided such
that it is enforced only among the Japanese people for a while."

According to Article 3 of the treaty revision draft handed over
from the Foreign Minister, Shigenobu Okuma to representatives of
the European countries in June, 1889, it was clearly described that
"the principle of national treatment should be applied with respect
to the patent monopoly right and the trademark right". In addition,
in the negotiations when Aoki was the Foreign Minister, the United
Kingdom proposed in July, 1890 that "the Japanese government
should join in the international treaty concerning industrial property
rights and copyright before abolishment of consular jurisdiction, and
should promulgate laws necessary for enforcement” in Paragraph
4 of the protocol supplementary to the treaty revision draft. In
response to this, in the treaty draft in 1893, the Foreign Minister,
Mutsu finally stated clearly that the principle of national treatment
should be mutually applied with respect to industrial property rights.

Finally, the "unequal treaty" was revised by the Anglo-Japanese
Treaty of Commerce and Navigation in 1895, and patent
applications by foreigners were accepted from November, 1896.

9. Conclusion

Regarding introduction of the patent system, there were various
opinions and discussions within the Meiji government. Particularly,
the officials of the Meiji government having a clear recognition that
Japan lagged far behind the Western countries in terms of culture
and technology were convinced of the necessity of the patent
system, while they worried about the monopoly of patent rights by
foreign countries and struggled with how to avoid this. This was
reflected in the system draft defining grant of patent rights only to
the Japanese people. This also manifested itself in the importation
patent system, and further, this led to the provisions regarding
excessive protection of improvement inventions. However, such
concerns and excessive measures were harmoniously resolved
by the granting of patents to foreigners based on the recognition
by the Meiji government that the patent system was related to
revision of the "unequal treaty". In other words, such resolution
was a fortunate historical coincidence.
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1. Introduction

In recent years, there have been many cases requiring
valuation of intellectual property, including for example, cases
where lawsuits about the valuation of an employee's invention
were raised, and when patent rights in the electronics field
were collectively traded. There are, however, no established
evaluation methods or official evaluation criteria for the
valuation of intellectual property. The fact is that those who
evaluate intellectual property choose an evaluation method
they consider suitable to each case. In this article, the basic
idea for conducting the valuation of intellectual property will
be explained, together with the case prescribing that the 25%
rule that is often used in economic (monetary) valuation of
intellectual property should be re-examined.

2. Valuation of Intellectual Property

According to Richard Razgaitis, in his book "Early-stage
Technologies: Valuation and Pricing", the valuation of
intellectual property is defined as finding out the meaning
of the inherent value included in intellectual property.
Furthermore, he states that setting this value at a monetary
price requires mutual negotiation and understanding. In other
words, it can be said that the valuation of intellectual property
is to find out the meaning inherent in the intellectual property
to be evaluated, and to represent that meaning as a price, a
score and the like that can satisfy the parties concerned.

Valuation of intellectual property used herein means not
only rights such as patent rights and trademark rights, but
also the wide range of contents prescribed in Paragraph 1
of Article 2 (Definition) of the Intellectual Property Basic
Act (2003) . Accordingly, valuation should be considered in
accordance with the characteristics of the intellectual property
to be evaluated. For example, if a patent right is the target
of valuation, the technical value of this patent right needs to
be evaluated. If a trademark right is the target of valuation,
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reputation and brand power attached to this trademark right
need to be evaluated.

3. Purpose of Valuation of Intellectual Property

In order to carry out the valuation of intellectual property,
it is not enough just to understand the targeted intellectual
property, but it is necessary to find out the meaning inherent
in the intellectual property concerned. The meaning inherent
in intellectual property varies however, depending on the
purpose of valuation. For example, even when the same
patent right is evaluated, the meaning inherent therein is
different in the case where a patent right is valuated for the
purpose of licensing the patent right to another company and
the case where a patent right is valuated for the purpose of
carrying out M&A to sell off the patent right, together with the
business, to another company. Accordingly, it is necessary to
examine the evaluation factors appropriate for the purpose
of valuation in order to find out the value inherent in the
intellectual property.

Specifically, in order to license a patent right to another
company, it is necessary to examine the evaluation items such
as the contribution ratio of the patent right to a product and
the standard rate of the licensing fee for similar patents in its
industry. On the other hand, in order to carry out M&A and sell
off a patent right together with business to another company,
it is also necessary to examine evaluation items such as the
intellectual property strategy and management system of the
intellectual property. For the valuation of intellectual property,
it is important to clarify the purpose of the valuation, and then,
examine the evaluation factors appropriate for this purpose.
Conversely, if evaluation of intellectual property is carried out
without clarifying the purpose of valuation, the evaluation
results will be meaningless.  The purposes for valuation are
listed below.

i) Management of a patent application (determination
as to whether a new application should be filed or not,
and the like)

i) Compensation for an employee's invention and
personnel evaluation

i) Planning of business strategy/intellectual property
strategy

iv) Business alliance (business collaboration)

v) Licensing

vi) Trading of intellectual property

vii) Fund procurement

viii) M&A

ix) Account processing/IR (Investor Relations) of
intellectual property

4, Evaluation Method

As to valuation of intellectual property, since evaluation
items are different depending on the purpose of valuation,
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different evaluation methods are used. For example, when
it is determined in the management of a patent application
whether a new application should be filed or not, a qualitative
evaluation is carried out for simply determining whether a
new application should be filed or not. If more advanced
management of a patent application is carried out, for
example, it is conceivable that for conducting a quantitative
evaluation the importance of a new patent application
could be scored on a basis of 5 points. Furthermore, in the
cases of trading intellectual property or conducting M&A, a
quantitative evaluation may be carried out by converting the
targeted intellectual property into an economic value. There
are various evaluation methods for valuation of intellectual
property. Among them, economic valuation will be described
herein in greater detail.

5. Economic Valuation

For economic valuation, there are well-known evaluation
methods including the (1) income approach, (2) market
approach and (3) cost approach. There are also other known
evaluation methods including "Black-Scholes option valuation
model", Patent Right Valuation Model (PatVM) , and the like.

(1) Income Approach

Income approach is a method of conducting a quantitative
evaluation by estimating the economic contribution (income)
produced by a specific intellectual property. For example, in
the case of the income approach, if the traded intellectual
property makes a profit of 100 million yen per year by licensing
and the remaining period of the patent right is 5 years, its
value is evaluated as follows: 100 million yen x 5 years = 500
million yen (not converted into present values) . It can be
said that the income approach is readily applicable when the
intellectual property to be evaluated makes a clear economic
contribution. In the case of a basic patent that has not been
commercialized, however, it is difficult (or impossible) to
conduct an evaluation by the income approach when such
economic contribution does not exist.

Various methods have been proposed for the income
approach. for example, there is the discounted cash flow (DCF)
method, used for corporate valuation, the royalty exemption
method for estimating a royalty cost assuming that a license is
given to a third party, and the like.

(2) Market Approach

Market approach is a method of conducting a quantitative
evaluation by reference to prices used in the past for trading
intellectual property similar to the intellectual property to be
evaluated. In the case of the market approach, for example,
if a patent right was traded in the past in the communication
field, the value of a patent right in the same communication
field is evaluated based on the past traded price. This market
approach is an evaluation method often used in stock and
real estate trading, and requires the existence of a market for
trading. In Japan, however, no market for trading intellectual
properties has been developed, and information on trading
prices as a reference cannot be obtained. In the United
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States, auction trading for intellectual property is conducted
at Ocean Tomo, LLC and the like, in which evaluations using a
market approach may be carried out. As an example of using
a market approach, there was a case where an evaluation was
carried out using a trading price used in the past for trading
the intellectual property to be evaluated.

(3) Cost Approach

The cost approach is a method of conducting a quantitative
evaluation, by combining the costs spent until the intellectual
property to be evaluated was acquired. According to the cost
approach, for example, if a cost of 1 million yen as a research
cost, 500,000 yen as an application fee and 100,000 yen as a
registration fee were required in total until the patent right
being evaluated was acquired, the evaluation value of this
patent right would be 1.6 million yen as the total amount of
these costs. According to the cost approach, however, the
evaluation value varies significantly depending on to what
extent the cost spent for acquiring the patent right to be
evaluated is admitted. Specifically, the evaluation value is
significantly different between the case where it is considered
that the total amount of the research cost was required as a
cost spent for acquiring the patent right and the case where it
is considered that only a part of the research cost was required.
Furthermore, the evaluation value is also different between
the case where an application was filed via an agent and the
case where an application was filed directly by an applicant.

Furthermore, according to the cost approach, it is also
considered that the evaluation is made not by combining the
costs spent until intellectual property was acquired, but by
combining the costs required for re-developing the intellectual
property to be evaluated. In addition there is a case where
an evaluation was conducted based on a loan amount for the
intellectual property to be evaluated.

The economic valuation method described above can be
summarized in the table shown below, in terms of the relation
to the purpose of valuation based on the characteristics of
the method. In consideration of the fact that valuation of
intellectual property is defined as being represented by a price
that can satisfy the parties concerned, the market approach is
essentially regarded as the most suitable method for valuation
of intellectual property. However, in order to apply the market
approach, it is desired to immediately develop a market for
distribution of intellectual property also in Japan.

Pz TN T—4ryh azxk
Income Market Cost
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6. Future of 25% Rule

When conducting valuation using the income approach,
the 25% rule is often employed as an empirical rule to achieve
an evaluation that one-quarter of the profits of a product
corresponds to economic contribution obtained by a patent
right. This 25% rule is a quantitative evaluation method
defining that 25% of the profits obtained from a product
corresponds to a license fee of a patent right. This method
is established on the basis that the profits of a product
correspond to results consisting of four elements including
a capital, an organization, labor, and a technique, and the
technique (patent right) constitutes one-quarter of the results.

For example, when the profits produced by a product in
one year are 1 billion yen and one patent right is given to this
product, the value of the patent right in one year is calculated
employing the 25% rule, as follows: 1 billion yen x 0.25 =
250 million yen. Assuming that the remaining period of this
patent right is 5 years and the profits produced in one year
do not change for the next five years, the value of the patent
right can be evaluated as follows: 250 million yen x 5 years =
1.25 billion yen. In this way, the 25% rule is simple and easy
to understand, and regarded as an empirical rule that can be
readily used by those who carry out an evaluation.

The U.S. Court of Appeals for the Federal Circuit, however,
rejected application of the 25% rule as an empirical rule in the
case of Uniloc USA, Inc. et al. v. Microsoft Corp. As a reason for
this rejection, the U.S. Court of Appeals for the Federal Circuit
stated that the 25% rule does not take into consideration the
specific relation between a patent and an accused product
and also the specific relation between the parties concerned.
In other words, the U.S. Court of Appeals for the Federal Circuit
rejected that the 25% rule is applied in valuation of intellectual
property without taking account of the circumstances of the
intellectual property to be evaluated just because the 25% rule
is an empirical rule.

We should hereafter refrain from automatically applying
the 25% rule as in the conventional case for valuation of
intellectual property. If the 25% rule is applied, it is necessary
to fully explain the appropriateness of applying the 25% rule.
In valuation of intellectual property, essentially, the meaning
inherent in the intellectual property should be first realized,
and then, the proportion of the technique (patent right)
occupied in the corporate earnings is to be calculated. The
problem is that the 25% rule is applied without conducting
any verification just because the 25% rule is an empirical rule.
Accordingly, it is considered that the above-described decision
made by the U.S. Court of Appeals for the Federal Circuit is
appropriate. In the future valuation of intellectual property,
those who conduct evaluation are required to understand
the circumstances of the intellectual property to be evaluated
and evaluate the economic contribution of the intellectual
property in accordance with the circumstances.
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7.Summary

Various evaluation methods have been proposed for the
valuation of intellectual property. It is considered that it is
important to select and use an appropriate evaluation method
upon fully understanding the purpose thereof without merely
applying a known evaluation method or an easy-to-use evaluation
method. This is apparent also from the fact that a negative
decision was made about the easy application of the 25% rule.

In order to achieve evaluation results that can readily satisfy
the parties concerned, it is not just enough to choose an
appropriate evaluation method, but also important to acquire
more information required for the evaluation method. If the
acquired information is not enough, it becomes necessary to
estimate insufficient information for evaluation, which makes
it difficult to achieve satisfactory evaluation results.

As to the acquired information, not only the amount but
also objectivity is important. Evaluation results based on
objective information are more persuasive for convincing the
parties concerned. In contrast, the evaluation results based on
information without objectivity are less persuasive even if an
appropriate evaluation is chosen. For example, if the information
issued by a public agency is acquired, the evaluation results
obtained using such information are strongly persuasive to a
third party. If the information was only based on the opinion of
the parties concerned, however, the evaluation results obtained
using such information is less persuasive to a third party.

In order to acquire more convincing and more satisfactory
evaluation results, the quality and amount of the information
to be acquired has become more important. Large cost
and time are required to acquire more information with
higher quality, however, there is a limit to how must cost and
time can be spent for the valuation of intellectual property.
Accordingly, reasonableness concerning the achievement
of more satisfactory and convincing evaluation results is also
required in deciding the range of available cost and time.

In terms of the valuation of intellectual property, it is
important to show persuasiveness that can satisfy the parties
concerned while achieving rational evaluation results. To this
end, it is necessary to understand the intellectual property to
be evaluated, choose an evaluation method suitable for the
purpose thereof, and acquire necessary information.
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1. Introduction

The purpose of the Trademark Law (the "Law") according
to Article 1 is to protect business confidence embodied by
trademarks through the use of the trademarks and to thereby
contribute to the development of industry through the
maintenance of transaction policies.

What deserves protection is a trademark which is used
or intended to be used. Though a problem may arise in
connection with whether a trademark is being used or not,
a problem is more likely to arise in connection with the
intention to use which represents a more abstract idea,
because it is difficult to objectively show the intention to use.

Intention to use tends to be overlooked in our daily
trademark practices in Japan in the filing of applications and
registration, which are based on registration principles (Article
18) . The present case, however, reminds us to consider use
or the intention to use, which is very important in Trademark
Law.

2. Registration Principles and
Modification Thereof

Registration principles are advantageous, on one hand,
in contributing to the stabilization and reinforcement of
rights by clarifying them. On the other hand, they are
disadvantageous in that use by a third party of a trademark
may be unduly restricted by the very strong exclusive right
provided to a trademark which is not used, and therefore not
worth protection, simply based on the fact of registration.

Therefore, while Japanese Trademark Law is based on
registration principles, "principles of use" are also considered
in the Trademark Law.

Specific examples of such clauses are as follows:
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(1) Requirements for use or intention to use in the future
(Main Paragraph of Paragraph 1 of Article 3) ;

(2) Protection of well-known trademarks (Paragraph 1 (x)
of Article 4) ;

(3) Right of prior use (Article 32) ; and

(4) Trial for rescission for non-use (Article 50) .

In the present case, (1) was an issue.

3. Outline of the Case

The plaintiff (the demandant in the trial for invalidation)
filed for a trial for invalidation, asserting that a trademark
"7 — )b — & /N — " which is owned by the defendant
(the demandee of the trial for invalidation) (the "Subject
Trademark") was registered in violation of the Trademark Act,
Article 3, Paragraph 1, and Article 4, Paragraph 1 (vii), (x),
and (ixx) . The Japan Patent Office delivered the trial decision
that invalidation was not approved (the demandant was not
successful) . The subject case was the appeal against the trial
decision.

[Subject Trademark]

Registration Number : No. 5311184

Designated Service: Class 43 "Services for providing food
and drink"
Date of Filing: October 24, 2009

Date of Regjistration: March 26, 2010
[Trademarks Used by Plaintiff (Demandant) ]

(1
1 RC TAVERN

FP=hr—31—2

(2)
’ RC TAVERN

(1) Trial for Invalidation (Trial No. 2011-893004)

Dynac Corporation, the demandant (plaintiff), is a
subsidiary company of Suntory Holdings Limited and involved
in the restaurant business. The demandant filed for a trial for
invalidation of the subject trademark registration, because the
subject trademark includes characters " 77 — L — 2 /)\—>/"
which are the same as a part of the name of the restaurant "RC
TAVERN/ 77 — J> — 2 JN— > " run by the demandant. The
grounds for the demand are summarized as follows.

(i) The demandant has used the trademark used by the
plaintiff (demandant) before opening of the restaurant,
and the trademark was well known at the time of filing
of the application by the demandee (an individual) .
Therefore, the subject trademark registration is against
Paragraph 1 (x) of Article 4 of the Law.

(i) The demandee filed a trademark application extremely
similar to that of the demandant at the timing extremely
close to the opening of the demandant's restaurant.
Although the demandee filed 45 applications for

Trademark:
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trademark registration within the short period of time
of approximately one and a half years, the designated
services cover a wide range and they are not relevant
to one another. Among those applications, 30
applications are directed to trademarks used by third
parties. Therefore, those applications are not directed
to "trademarks to be used in connection with services
pertaining to the business of an applicant," and against
Article 3, Paragraph 1 of the Law.

(i) Applications filed by the demandee fall under an
act of unfair competition and are against Article 4,
Paragraph 1 (vii) of the Law (damage to public policy) .
Furthermore, applications filed by the demandee
after the demandant's publicity activities should be
interpreted as applications "for unfair purpose" as
defined under Article 4, Paragraph 1 (ixx) of of the Law.

In the trial decision, the demandant's assertion was not
approved, and the trial decision ruled as follows.

(i) No reasonable doubt is found in use or intention to use

in the designated service, in spite of non-use.

(i) An application for trademark registration in the subject
trademark cannot be found as an act which was done
for remarkably unfair purpose, and in addition, the
subject trademark itself is not immoral, obscene, or
discriminative. Therefore, it cannot be concluded that
there is a possibility of damage to public policy.

(i) The trademark used by the plaintiff is not found as well-
known at the time of filing of the subject trademark and
at the time of issuance of the decision for registration.

The decision by the trial section seems to have been
delivered, giving weight to the stability of rights in
connection with registration resulting from the decision
that the requirements for registration had been met at the
examination stage. In overriding the stability of rights, a
decision made by the Japan Patent Office is limited unless
there is a precedent. Therefore, the trial decision seems to be
reasonable.

(2) Suit Against Trial Decision

(Heisei 24 (Gyo Ke) No. 10019)

The demandant filed a suit against the trial decision,
complaining against the trial decision rejecting invalidation.
The plaintiff's (demandant's) arguments are summarized as
follows.

(i) The Subject Trademark registration should be made
for a trademark to be used in connection with goods
or services pertaining to the business of an applicant
(Article 3, Paragraph 1) . "To be used" refers to currently
being used or the intention to use in the near future.

In this connection, the Subject Trademark falls under
theft of the trademark used by the plaintiff, whereas the
defendant does not have "goods or services pertaining
to the business" of the defendant itself nor the intention
to run the business involved with providing food and
drink in the future.

(i) The Subject Trademark application was filed for the
unfair purpose of stealing the trademark used by the
plaintiff.

(iii) The plaintiff has used advertisements at great expense
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since before the filing of the application of the Subject
Trademark and the trademark used by the plaintiff was
well known at the time of filing and issuance of the
decision for registration of the Subject Trademark.

The defendant's counterarguments are summarized as
follows.

(i) The defendant has been interested in venture
businesses for approximately 10 years, has planned
what is called a senior enterprise together with one
cooperator, and filed a trademark application in
advance for planned business. Though the defendant
has looked for premises with the aim of starting up a
restaurant, it realized the risk of doing so due to high-
yen recession and refrained from starting for a period
of time. The defendant will start up the business as
soon as the economy recovers. A large number of
apparently inconsistent registrations are not unnatural,
in consideration of business experiences of the
cooperator.

(i) There is no supportive evidence for the alleged theft of
others' trademarks.

(i) The trademark used by the plaintiff lacks originality,
and it is used merely in one restaurant and cannot be
concluded as being well-known.

In the court's decision, the plaintiff's assertion was
approved. It was held that the subject trademark registration
does not fall under "trademarks to be used in connection with
goods or services pertaining to the business of an applicant,"
and that the trial decision erred in deciding that the subject
trademark registration is not against Article 3 Paragraph 1. In
addition, the ruling added that the subject trademark may fall
under Article 4, Paragraph 1 (vii) for having been filed and
registered for the unfair purpose of stealing the trademark
used by the plaintiff, however, it is understood that the ruling
as to the requirements in Article 3, Paragraph 1 of the Law will
suffice in the subject case.

4. Analysis of and Personal Opinion
About This Case

In the present decision, the plaintiff's assertion was
approved substantially as it was. Namely, the plaintiff's
assertion was approved for (i) the fact of advertisements
given by the plaintiff, (i) the fact of use of the trademark used
by the plaintiff, (iii) non-use of the registered trademark by
the defendant, (iv) similarity between the subject trademark
and the trademark used by the plaintiff, (v) the timing of filing
of the application by the defendant, and (vi) the defendant's
inconsistent trademark registrations. Considering all the
factors involved, it was held that "it should be concluded
that the defendant merely filed applications for trademark
registrations for various designated services for trademarks
or trade names used by others and collected registered
trademarks ... it is difficult to find that the defendant had
the intention to use the trademarks for goods or services
pertaining to the business of the defendant itself in the future."
This decision assumes the person was developing a business
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by obtaining trademarks and then assigning or licensing them
to others. Namely, the subject case, in which the intention to
use was disputed, is not directed to a person who attempts
to obtain rights over a wide range in consideration of future
possibility of use, but to a person who runs such business.
Rather than individual situations specific to the subject case,
| would like to discuss matters to generally be considered in
the event that lack of intention to use becomes an issue, as
follows.

(1) Burden of Proof by the Defendant

It was held in the present decision that falling under
"trademarks to be used in connection with goods and services
pertaining to the business of an applicant should be shown
by the right holder .." Namely, it was clarified that burden of
proof of use or intention to use is imposed on the right holder.

This seems to be reasonable, considering the difficulty in
proving non-use, and is compatible with a trial for rescission for
non-use, in which the burden of proof shifts to impose the fact
of use on the right holder. Unlike a trial for rescission for non-
use in which whether or not there is a fact of actual use is to be
shown, however, objective proof of the intention to use may
be difficult because such an idea is abstract. Consequently,
attention should be paid not to impose an excessive burden
on the right holder, who obtained registration as a result of
the determination upon the examination of the trademark
application that the requirements for registration had been
satisfied. For example, in a case where there is a business plan
but when it will be put into practice is not exactly known,
determination estimating the right holder's intention to use as
high as possible should be made.

(2) Possibility of Invalidation in Trial for Invalidation

Before Expiration of Non-Use Period (3 Years)

The subject trademark was disputed also in the Opposition
for Registration (Opposition No. 2010-900183; determination
to maintain) . Namely, there was a dispute for a long period
of time from immediately after registration of the subject
trademark. In the case where there is doubt regarding use
or intention to use of the registered trademark before and
after the registration, the possibility that the registration can
be invalidated in a trial for invalidation before the lapse of 3
years from registration, which is the requirement for a trial for
rescission for non-use, can be a very effective measure against
registration obtained for the purpose of stealing the mark.
On the other hand, this seems to be limited, because in terms
of intention to use, at least the Japan Patent Office should
inevitably determine that no reasonable doubt is found if a
business plan is submitted, even if it does not have substantial
contents. This is because, if the Japan Patent Office were
required to make a determination as to whether a business
plan may be or may not be viable, an excessive burden would
be imposed on the JPO, which would negatively impact
their ability to perform prompt examination and appeal
examination.

The advantages that registration can be invalidated before
lapse of 3 years from registration, and the burden of proof
imposed on the right holder who satisfied the requirements
for registration and obtained the registration as a result of
examination, are inextricably associated with each other, and
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how much each should be weighed will be greatly affected
by the situation of each case.

(3) Article 4, Paragraph 1 (vii) of the Law

The present decision added that the subject trademark may
fall under Article 4, Paragraph 1 (vii) for having been filed and
registered for the unfair purpose of stealing the trademark
used by the plaintiff, however, it is understood that the
determination as to the requirements of Article 3, Paragraph
1 of the Law will suffice in the subject case. Namely, the
decision did not go so far as to conclude the case as being
against Article 4, Paragraph 1 (vii) .

Application of Article 4, Paragraph 1 (vii) defining an
abstract idea seems to have broadly been interpreted for a
period of time due to its convenience, however, it has tended
to be avoided recently. Since broad interpretation of an
abstract idea leads to abuse, interpretation limited as much
as possible should be applied. Therefore, determination
in the subject case as failing to meet Article 3, Paragraph 1
while mentioning Article 4, Paragraph 1 (vii) seems to be
reasonable.

5. Conclusion

The present decision was delivered, assuming a person
who develops a business by assigning or licensing obtained
trademarks to others. Taking advantage of the present
decision, it is desired that the Japan Patent Office will also
positively make the consistent determination in a trial for
invalidation for lack of intention to use, as measures against
those who run such businesses.

Though registration and maintenance to cover a range as
wide as possible as a safety measure in the event of possible
use in the future is understandable, the negative effect
resulting from the restricted selection of trademarks due to
the registration of numerous unused trademarks should be
eliminated.

The present decision itself does not seem to directly
affect registration which lacks intention to use, except for
registrations by a person who runs a business by assigning or
licensing trademarks to others. In the near future, however,
a decision will be delivered on lack of intention to use, which
extends beyond measures against a person who runs a
business by assigning or licensing trademarks. In this case,
what matters will be the balance. Namely, the registration
principles advantageous in supporting the stability of rights
should be balanced with the principles of requiring use.
Attention should be paid, however, to preventing an excessive
burden being imposed on the right holder. The flexible
setting of criteria in good balance with, and in consideration
of, the speed of the business and the changing needs of the
times is always necessary.

The subject case makes us, as trademark practitioners,
recognize again the object of the Law, and teaches us the
need for development of a sense of balance in a flood of
information, in order to be sensitive to the trends of the times
and respond to various future demands.
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Face-to-Face
Communication

Tomohiro Takahashi

Patent Attorney, International Patent Group Sub-Leader

ver the past few decades, useful systems for

O communication, such as conference calls and E-mail
have been developed. We can select the optimal option for
communication depending on various circumstances. It is
possible to communicate easily without regard to the distance
of the other side of the communication. | believe that even in
such a situation, it is necessary for smoother communication to
meet each other in person to talk.

In April of this year, | joined the Federation Internationale des
Conseils en Propriete Industrielle (FICPI) Japan Kyoto
Symposium. Many attorneys from various countries, including
the United States, across Europe , China, South Korea, Japan,
and others had attended the Symposium. It was the first
experience for me to join an international conference. | was
excited to interact with many people during coffee breaks
between sessions, lunch time, and evening sessions. The
experience of joining the Kyoto Symposium has reminded me
again how significant direct communication in person is.

Two years ago, there was a litigation case in Germany which |
handled for a Japanese company. We had exchanged many
letters with the German attorney based on the discussions with
the person of the IP division in the company. Our client decided
to have the company staff member in charge of this case, and
me, attend the oral proceedings at the German court, and
therefore, we visited Germany. Prior to the oral proceedings, a
meeting was conducted at the German attorney's firm.
Although this meeting took only several hours, we were able to
have sufficient discussions and exchange much information.
Furthermore, | believe that by carrying out the concentrated
discussion prior to the oral proceedings, we strengthened the
confidential relationship of our three-party team.

We also have meetings to discuss general matters apart from
individual cases. In some cases, we visit our clients, and in
other cases they come to our firm. Through continuous and
ongoing discussions of various matters in such meetings, we
can know the needs and business circumstances of our clients.
These meetings can also help them understand our practical
ideas.

I am planning to attend the Asian Patent Attorneys Association
(APAA) meeting in Penang this November. | am looking forward
to meeting acquaintances again and have chances to make new
relationships with many attorneys from various countries. | wish
to build a trusting relationship with many people through the
accumulation of fulfilling communications.
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Things that | got from
Salsa Dance

Sachiko Murayama

Secretary of Trademarks

o you know the dance called "salsa"? It is a dance for

D couples, in which a man leads a woman to the rhythm
of a salsa beat. Salsa means "source" in Spanish. It is said that
the music was named "salsa" because it was made by combin-
ing various other types of music. Although there are numerous
theories about the roots of salsa, it was directly influenced by
Cuban ethnic music.

I like physical activity and started to learn to dance salsa four
years ago. Since | had never danced before, | expected that |
could not easily master salsa. | became fascinated by the
cheerful atmosphere created by the salsa music and was
immediately absorbed in salsa dance. Then, from six months
after | started, | began practicing a lot every day, with the goal
to dance on stage. During the process of enjoying salsa dance,
there is one thing that | have learned.

Soon after | started learning the salsa, | was surprised to see a
video of my dance and disappointed by my performance. My
movements in the video were completely different from that
which | had imagined. My dance in the video was totally
lacking dynamism, such that it did not seem like | was really
dancing.

From that point on, | always checked my movements by
video. If | found an unnatural motion, | repeated exercises to
match my actual movement with the ideal motion while trying
to find a way to move as | imagined. In order to master the
salsa, I had to spend much time recognizing characteristics and
habits of my body, and to reflect on what | was doing. Since |
was trying to find out my faults, this practice sometimes made
me uncomfortable, but | repeated this practice until | was
satisfied that | could dance as beautifully as possible.e After
having a lot of practice, | eventually realized that dance is to
rationally control my body while paying careful attention to
detail, something which was extremely difficult to achieve.

Because of repeating such practice, | could perform more
than once on the stages | targeted. In particular, one of my
most memorable opportunities was to dance in an opening
act of the live performance by the leading salsa orchestra from
Puerto Rico, "El Gran Combo".

In my everyday life, | have recently come to be able to do my
job and household chores more smoothly than before. | think
this is because, by the repeated practices of facing myself in
the salsa dance exercises, | became accustomed to accepting
things as they are and overcoming any problem that could
arise.
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% Effective Business Letter Writing . ® o6

Gerald Thomas B.A. LL.B.-
Director of Foreign Affairs - Fukami Patent Office
Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill that is developed by learning the theory of professional style and having frequent
practice. In this issue | will talk about using degrees of politeness in a business letter.

Degrees of Politeness

| am frequently asked about how to express politeness in English business letters. Here in Japan, politeness is shown
primarily through the use of specific "politeness" language, which denotes the relative senior/junior or customer/vendor
relationship of the parties. Specific oral and written vocabulary in the Japanese language is used to express either the

"

other side's "superior" position, or one's own side's humble "inferior" one.

In English the situation is quite different. When speaking in English, generally, politeness is shown through the tone of
voice. Displaying the other side as "higher" or own side as "lower" is not really considered. In writing, politeness is shown
by the use of simple vocabulary such as "please”, and through the use of longer, formal, more indirect sentence structure.
Let us look at some of the common structures for showing politeness in English business letters.

We can distinguish three levels of politeness:
. Send us the document by March 14. (Direct request)

. Please send us the document by March 14. (Simple use of "please".)
. Would you please send us the document by March 14. (Use of indirect language.)

H w N =

. i) Would you be so kind as to please send us the document by March 14. (Longer, or more indirect)
ii) We would greatly appreciate it if you would please send us the document by March 14.

This can also be seen in the manner of providing requested information.

. Here is information in response to your inquiry. (Direct)

. Please (see/find) below our response to your inquiry. (Simple use of "please")

. Would you please (see/find) below our response to your inquiry. (Use of indirect language)

. We would appreciate your kindly reviewing below our response to your inquiry. (Longer, or more indirect)

H w N =

What level of politeness is most common? While it depends on the case and the preferred style of the writer, |
recommend the simple use of "Please" with all requests, and the use of a polite closing phase such as "Thank you for your
consideration” at the end of the letter. With such style, everyone would think your writing is both professional and polite.

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
twelve years. In 2010 he assumed the position of Director of Foreign Affairs. In this position he supervises and ensures the quality of
English communications between Fukami Patent Office and it's many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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