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Information relating to Government and JPO

® The JPO has revised provisions of the Japan Patent Act and the Japan
Trademark Act in accordance with the Patent Law Treaty (PLT) and the
Singapore Treaty on the Law of Trademarks (STLT) which will now
come into force in Japan. Specifically, a grace period will be granted
for submission of a Japanese translation of a foreign language written
application (Patent Act) and for submission of a certifying document
so as to be eligible for special provisions at the time of filing an
application (Trademark Act). (JPO, April 1,2016)
® |n a trial for correction of the category of invention from an invention
of a product defined by a product-by-process claim to an invention of
a process, the correction was permitted on the ground that this
correction would not expand or change the technical significance of
the invention before the correction. (JPO, March 15, 2016)

Other Information (Precedents, etc.)

® The Intellectual Property High Court identified the pharmaceutical
product imported and sold by the generic drug manufacturer as being
equivalent to the claimed invention of the patent for a process of a
pharmaceutical product, for the reason that the pharmaceutical
product is essentially the same as the claimed invention, and
accordingly allowed the request for the injunction.
(Heisei 27 (Ne) 10014)
® |n a suit against a decision made by the JPO that the trademark "Frank
Miura" associated with "Frank Muller" is invalid, the Intellectual
Property High Court cancelled the decision on the ground that they
are clearly distinguishable although the names are similar to each
other. (Heisei 27 (Gyo-Ke) 10219)
® n a suit for damages resulting from infringement of copyright by a
book scanning agent authorized to scan and thereby convert a
personally owned book or manga into an electronic book on
chargeable basis, the Supreme Court affirmed infringement of
reproduction right by the agent and dismissed the appeal.
Accordingly, the verdict of the second trial ordering the agent to stop
reproduction and pay 0.7 million yen in damages became final.
(Nihon Keizai Shimbun, March 17, 2016)

Business Information

® Microsoft (US) and Google (US) have reached an agreement to
withdraw all regulatory complaints against each other filed with
antitrust authorities around the world, following the dropping of
roughly 20 patent lawsuits over smartphone and game consoles last
year. (Nihon Keizai Shimbun, April 23, 2016)
® The JASRAC announced that hotels, Karaoke establishments etc. in the
regions severely damaged by the Kumamoto earthquakes having
occurred since April 14, 2016 would be exempted from payment of
copyright fees for three months. Likewise, Kumamoto prefecture
announced special measures to allow use of the popular official
character "Kumamon" without prior permission, for collecting
donations, for events, and the like in projects for supporting those

damaged by the earthquakes.
(JASRAC, April 18, 2016, Kumamoto Prefecture, April 19, 2016)
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Intellectual Property Protection for Yuki-Tsumugi
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Technique of Yuki-Tsumugi

Yuki-Tsumugi is a silk fabric produced using a technique
established in the Edo period around Ibaraki and Tochigi
prefectures, and specifically mainly in Oyama City in Tochigi,
Yuki City in Ibaraki, and Kiryu City in Gumma. Yuki-Tsumugi
is woven using hand-spun hard twist yarns made of silk floss. For
Yuki-Tsumugi, the technique using eight spindles (Haccho
Guruma) in a yarn-plying machine was established in the Edo
period, and improved by adding new ideas such as vertical
spinning, dying, designs, figured textiles and the like, which
resulted in truly sophisticated silk fabrics having excellent texture.
Many inventions and a lot of technical know-how had been

accumulated over a long period of time.

Kiyosuke Yoshida

A talented man named Kiyosuke Yoshida lived in Kiryu. He
started his business of weaving Yuki-Tsumugi in 1820 with
money of 21 ryo (about 2 million yen in present currency: 1 ryo
= about 100,000 yen) that he had saved by scrimping and
scraping for years. He was an excellent business manager having
an inventive talent. He made a profit of 7 ryo in the first year,
and 35 ryo in the next year. Furthermore, his profit sharply
increased to 138 ryo in the third year and 200 ryo in the fourth
year. In the seventh year in 1827, his profit at last reached 1312
ryo, which exceeds about 100 million yen in present currency.
Thus, Kiyosuke Yoshida's weaving factory can be regarded as a

successful example of a venture company in the Edo period.

Technical Improvement

In order to gain such large profits, he secured not only 5
weaving machines placed in his own factory but also 20 weaving
machines placed in other factories, and also secured nearly 10
servants. From this, he kept improving his weaving technique to
dramatically enhance the quality level of Yuki-Tsumugi. He also
secured a supply route to Edo, the area with the most consumers,
and succeeded in promoting his products to major stores such as
Mitsui. The primary reason for his success was his talent in
making technical improvements. In addition to the use of eight
spindles for producing hard twist yarns, he succeeded in
producing figured textiles (so-called "Mon-Ori") with great effort.
He was an originator of "Monten" velvet and "Omeshi-chirimen".
At first, he used a new weaving technique for producing such
textiles on a trial basis in his own factory. When he confirmed
his success, he took time to teach his new weaving technique to
his weaving operators so as to allow production also by weaving

machines in his other factories.
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Trouble Happens

Happy events, however, tend to be accompanied by problems.
Zenbei who was an assistant manager, ran off with the sales profit
from their business partner, Mitsui. Kiyosuke thought that the
stealing of money itself was not a serious problem because it was
only 9 ryo that corresponds to at most 1 million yen in present
currency. His concern was that Zenbei had completely learned and
mastered the technique of Yuki-Tsumugi that had been achieved by
Kiyosuke's painstaking effort. Kiyosuke was worried that Zenbei
might leak this technique to other weaving competitors. According
to Zenbei's statement, he "possessed a memo about Kiyosuke's new
weaving technique that he had transcribed little by little from
several documents", that is, Zenbei had a complete record of
Kiyosuke's new weaving technique. Kiyosuke had no intention to
easily allow leakage of his technical know-how to other weaving
competitors. He was definitely anxious to avoid leakage of his new
technique because he had gone all the way to Nishijin in Kyoto and

created a novel weaving technique with painstaking learning.

His Solution

He wanted to solve the problem peacefully, if possible. In the Edo
period, the city government in each domain generally dealt with civil
lawsuits, mainly including disputes over the boundary between
villages, admissions for membership, or water supply, and the like.
Thus, it was not conceivable that Kiyosuke's problem could be solved
by such a public lawsuit. After due consideration, Kiyosuke finally
decided to make contact with Zenbei and his representative, Yosoji
Sawaya, to make Zenbei sign a statement for solving the problem.
To reach a settlement, Kiyosuke overlooked the stolen money, but
forced Zenbei to make a statement about the most important
technical know-how, specifically as in the following sentence:

"I (Zenbei) will not deal with any of your (Kiyosuke's) woven
fabrics when I conduct textile business in the future, and even if T
work in other weaving factories or help other weaving factories, I
will not work, for even a day, in a factory dealing with the same
type of fabrics as yours even if it is a factory of my relatives. Also,
I will not work in a factory employing a weaving machine related
to your weaving technique.”

In short, Kiyosuke forced Zenbei to agree not to use the same
type of weaving machine as that of Kiyosuke and not to weave
the same type of fabrics as those of Kiyosuke when Zenbei works
in other weaving factories in the future. It is not known how
much effect could be actually achieved by this statement, but it is
apparent that Kiyosuke was very sensitive about leakage of the
weaving technique that he had developed, and solved his problem
through a negotiated agreement.

ERBIC X [RIRE FHOIFRA] (MIHFT L) pp.30-47 (TS AR5 T T
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Experience of Dictation

For about sixty years, over a half-century from the middle of the
nineteen-fifties, | was given the opportunity of being involved in the
intellectual property business. This involvement included the work of
protecting and utilizing intellectual property as a patent engineer and
a patent attorney working in a company in the beginning, and then
thereafter, as a patent attorney managing a patent attorney office.

Prior to about 1980, for the work of prosecution of domestic patent
applications, drafts of specifications were hand-written, and the
document was completed using a mechanical Japanese typewriter.
This practice of mine was largely changed, and the turning point
was due to my experience of representing incoming applications
from abroad. Most original English specifications for Japanese filing
entrusted from the US. were apparently drafted by US. attorneys
using dictation, since most sentences were of clear structure and
short. As | became versed in that, | realized the importance of
dictation and started using dictation in making Japanese translations
of specifications.

This experience was very useful to me, and thereafter | started using
dictation in drafting specifications of domestic patent applications as
well. Furthermore, | expanded the use of dictation even to the English
translation of patent applications for foreign filing from Japan. In
addition, the utilization of word processors started, and the combined
use of dictation and word processors successfully enhanced the
efficiency and accuracy of work.

The Two Cultures and Integration Thereof

Looking back at the long-term experience of my patent attorney
business, | fully realize the significance of drafting a specification
describing an invention adequately and in detail, and the significance
of drafting a response document describing fully and supplementarily
the technological contents. The essential meaning to be found in

July 2016 _vol.10
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this connection is the significance of the work of an accurate and
detailed description of the new technology of an invention, and
the significance of the profession of a patent attorney working as
a professional expert. The essence of this profession resides in the
process of converting into writing the contents of the technology
concerning an invention, and in the expression of knowledge of the
sciences by using a language of the humanities.

Mr. C.P. Snow, who was an intellectual of the United Kingdom,
points out in his book "The Two Cultures" that the two divergent
cultures of the sciences and the humanities are opposed to each
other due to the difference in their principle or sense of values.
Naturally, Mr. Snow does not accept such opposition but hopes for
the integration and fusion thereof over the gulf therebetween. It can
be truly said that a patent attorney is a professional who protects a
creative product of the sciences by using a systematic framework
of the humanities. For this reason, a patent attorney is required to
make a sincere effort to appropriately combine the two cultures
with proficiency, promptness and multiple language ability. As a
hint for such effort, the state of patent attorneys in the future will be
considered by way of an extension of my own experience.

The State of Describing and Translating a New
Technology in the Future

My own experience of improving the level and speed of drafting
a specification, with dictation as a start, may be arranged in several
points. One point is the use of the newest technology at each age,
and another is unification of the patterns of sentence styles and
technical terms. In order to make smooth dictation, it is important to
prepare sentence styles to make the sentences clear, and to prepare a
glossary.

Dictation has become old-fashioned these days, and instead
computers are now desirably used. This surely brings about truly
beneficial effects to the unification of the sentence styles and the
technical terms. Use of a computer makes it possible to store in
advance the sentence styles and technical terms, and moreover, to
make arrangements for using the newest mega data processing
technology to choose automatically from among a large amount of
stored sentences a desired sentence style and a technical term for
completion.

When sentence styles and technical terms are unified, computer
translation can be achieved using the full advantages of computer
technology. Although computer translation technology has
drastically improved over the past decade, complicated and difficult
sentences, unclear sentences, special words and so on can still lead
to very poor translations. Conversely, a clear and simple sentence
with unified terms can make the translations fully utilizable as an initial
draft. Checking a translation of such level by a patent attorney could
be the state of professional translation in the future.
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1. Introduction

Research and development are carried out in enterprises,
universities and the like, and achievements thereof are
protected as intellectual property. However, to what extent
is such intellectual property exploited? According to the
statistics showing the fact that approximately half of the
patents are not used, it appears that these patent rights are
not exploited in Japan and this is sometimes criticized as a
Japanese patent paradox. The critical expression of "paradox”
is used because it is difficult to explain why the patents are
not used. Should these valuable patent rights therefore be
considered as not being exploited? The actual situation is the
opposite. This will be discussed in this article.

2. The Problem of Unused Patents

Currently, the total number of patent rights existing in
Japan is approximately 1.57 million. Among these, 0.82
million patent rights are actually enforced and the remaining
0.75 million patent rights are not. This is the result of a
statistical survey (Survey of Intellectual Property-Related
Activities) performed by the Japan Patent Office in 2002 in
order to understand what activities are done by enterprises,
universities, their research institutes and the like for the
protection and exploitation of intellectual property. In
addition to the status of use of patent rights, the coverage of
this survey includes not only the research and development
expenses of the target enterprises but also the total number of
personnel involved in intellectual property management, the
total cost for intellectual property management, the specific
breakdown of the cost, remuneration for service inventions,
and license fees. This was introduced in the previous article.

Curiously enough, although 1.57 million patents are held as
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a result of research and development as well as intellectual
property management, only half of them, i.e., 0.82 million
patents are enforced. In the case where an enterprise does
not enforce its own patents and another enterprise enforces
the patents, a dispute about the infringement of right is
supposed to arise in the court. However, the number of
disputes is small. The number of lawsuits at the District Court
level related to intellectual property is no more than 500 per
year in Japan as a whole, and the number of appeals to the
Intellectual Property High Court is less than 100.

3. The Role of Patent in Innovation

A patent is involved in the process of developing a
new technology, introducing a new product utilizing the
technology into the market, and earning a profit. An inventor
or a patent right holder is motivated by an exclusive right
granted to the newly produced technology for a certain time
period, and attempts to commercialize the new technology
and earn a profit during the term of the patent right.

In order to verify the model that a patent serves as an
incentive to try to produce an invention, Mansfield in the
United States asked people involved in the cases of successful
new technology development the question of "if it had been
impossible to acquire a patent right, would the development
have ended unsuccessfully?". In the pharmaceutical and
chemical fields, a relatively high percentage answer "yes"
(60% and 38% respectively), but the number was lower in the
machinery and electric fields (17% and 11% respectively), and
was 0% in the automotive field.

In the successful development cases, Levin et al. at Yale
University surveyed what method was used to ensure a first
mover's advantage in the case of offering a new technology
product to the market. The result was that marketing efforts
were the most important, followed by ensuring the lead time,
followed by quick pullout when a runner-up appeared, and
exclusion of other enterprises by a patent right was the fourth
most important.

These results seem to be greatly different from the so-called
textbook-level patent model. When an enterprise develops
a new technology, introduces a new product into the market
and secures a profit, the enterprise is less likely to directly
use a patent right to secure the profit, and seems to use the
patent for other purposes.

4. A Patent Strategy Model Aiming for
Equilibrium and Stability

In order to discuss corporate competitiveness, the
competitiveness of each technology product in the market
will be looked at in two dimensions, with the horizontal
axis representing the market share and the vertical axis
representing the patent share. When the competitiveness of
a technology product of an enterprise in the market is high
and the patent power is also high, the enterprise is located in
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the upper right zone. Conversely, when the competitiveness
in the market is low and the patent power is also low, the
enterprise is located in the lower left zone.

1 HEEHORSEN (M5 - 17wy 7) Market Competitiveness and Patent Competitiveness (Market-Patent Share Map)

MHT 7N
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High Patent Share
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Low Market Share
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T TR0
Low Patent Share
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In this market-patent share map, let us assume that two
enterprises are competing against each other. This is a
two-enterprise model. Enterprise A is located in the upper
right zone and has a market share a and a patent share 3.
Assuming that Enterprise A and an Enterprise B are competing
against each other in this market, the market share and a
patent share of enterprise Bis 1— a and 1— 3, respectively.

In the case where Enterprise A uses a patent right of
Enterprise B which is a competitor while using its own patent
right, how much is the license fee to be paid to Enterprise B?

License fee to be paid to Enterprise B by Enterprise A =
sales amount (X) in the market as a whole X market share
(a) of Enterprise A X patent share (1— [3) of Enterprise B X
cumulative royalty upper limit (M) = Xea+(1— ()M

License fee to be paid to Enterprise A by Enterprise B =
sales amount (X) in the market as a whole X market share (1
—a) of Enterprise B X patent share () of Enterprise A X
cumulative royalty upper limit (M) = X+(1—a)- 8+M

2 TREHHEORESEN 24ETIV Market Competitiveness and Patent Competitiveness: Two-Enterprise Model

A%t
Enterprise A
HHFIT B
—/ Patent Share B
B#t
Enterprise B
BHIT1-B >
Patent Share 1— 8
BT 1-a mBIT a
Market Share 1—a Market Share a
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REFDY 27 (B)HFELWVWBEICE (FIFEEEEDET,
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Comparing the license fee to be paid to Enterprise B by
Enterprise A with the license fee to be paid to Enterprise A
by Enterprise B, the former is almost the same as the latter
if the market share (a) is equal to the patent share (3).
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This case has been based on the assumption that the two
enterprises are competing against each other. However, the
number of competing enterprises is not limited to two, but
may be five or ten. In short, as long as each of the enterprises
competing in the market holds the equally strong patent
right having the same share as the market share, the license
fees to be mutually paid are the same. When the license
fees are the same, the enterprises do not particularly need
to have a license agreement mutually and may only grant
implicit use permission to each other. This contributes to the
small number of licenses and the small number of lawsuits
in Japan. Based on the premise that each enterprise does
not particularly need to have a license from a competitor
when the enterprise holds a patent right to an extent
commensurate with its market share, the enterprise adopts a
strategy of ensuring the flexibility of business.

5. Market Competition and Patents

If an enterprise competing in the market can monopolize
the market by its own patent rights, the enterprise desires
to do so. Actually, however, this is almost impossible.
Particularly in the electric and machinery fields, many patent
rights arise for one technology product, and it would be
practically impossible for one enterprise to hold all of these
patent rights. Thus, an enterprise competing in the market is
forced to use patent rights held by a competitor. This is cross-
licensing or implicit permission.

When considering the foregoing, reference can be made
to the following comment made by Shipman who was the
chief of the patent department of IBM Corp.: "IBM does not try
to earn a profit from the patent rights but intends to ensure
the flexibility of business through the patent rights." A similar
idea was also made clear by Marushima who was the chief of
the intellectual property department of Canon Inc. Ensuring
the flexibility of business through patent rights means holding
the patent rights that can sufficiently counter exclusion from
the market or hindrance of business by the patents of other
enterprises. This can be described as a patent strategy aiming
for equilibrium and stability.

As long as an enterprise competes in the market, the
enterprise tries to ensure the flexibility of competition, and
in this case, empirically understands that it must hold patent
rights related to the field to which it pertains, at least to an
extent commensurate with its market share. The enterprise
does not need to directly earn a profit from its own patent
rights, and further, does not need to have a dispute so as to
exclude other enterprises. Therefore, although many patent
rights are held on a superficial level, the number of licenses is
small and there is much less litigation.

Actually, enterprises belonging to the manufacturing industry
in Japan tend to hold patent rights to an extent commensurate
with their sales amount. Fig. 3 shows the results of the Survey of
Intellectual Property-Related Activities performed by the Japan
Patent Office, in which the horizontal axis represents the sales
amount and the vertical axis represents the number of held
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patent rights. Each plot represents a numerical value in one cell
of the Excel data about the statistical result by industry and scale.
In this figure, attention is focused on the manufacturing industry
as a whole. However, when attention is focused on a particular
industrial field, a clearer proportional relationship can be found.
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6. Patent Troll or Following Developer

In the case when the market is growing in a stable manner
and where each enterprise has patent rights in accordance
with its market share, mutual licensing is not required of each
enterprise and an infringement lawsuit and the like are not
filed.

As a matter of course, however, there are exceptional case
in which the patent share is not commensurate with the
market share. Please assume that Enterprise B in Fig. 2 is
located on the very left side in the figure. This is a situation
in which Enterprise B has little market share, i.e., does not
perform production, while Enterprise B has a certain amount
of patent rights. In this case, Enterprise B is in a very strong
position against Enterprise A. Since Enterprise B is not
involved in the market, Enterprise B can negotiate from a
very strong position as long as Enterprise A uses the patent
rights held by Enterprise B. If Enterprise A does not respond
to the negotiation, Enterprise B can drive Enterprise A into
a hold-up situation by its patent rights. This is a patent troll
which is often a problem in the United States. Recently, the
expression of "non-manufacturing patent holder", rather than
the expression of "troll", has been used.

In contrast, there is an example in which Enterprise B is
located on the very lower side in Fig. 2. This is a situation
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in which Enterprise B holds few patent rights although
Enterprise B occupies a certain level of position in the market.
In this case, Enterprise A forms the overwhelming controlling
power of the market by its own patent rights and often
becomes an enterprise that creates the industry standard. As
aresult, Enterprise A normally licenses its own patent rights to
Enterprise B collectively, i.e., in a packaged form. Historically,
there is a case in which RCA Corporation in the United States
had overwhelming patent competitiveness in the field of
radio, black-and-white TV sets and color TV sets, and licensed
the use of all patent rights to the enterprises requesting the
use of the patent rights at a royalty of approximately 5%. Of
course, a similar case can also be found in the field of laser
beam printer and the like at the present day. In this model,
however, Enterprise B will normally hold the patent rights to
an extent commensurate with the market share through its
own efforts and finally settle into an equilibrium level.

7. Conclusion

Japanese enterprises have made efforts to improve their
competitiveness through technical development, and as a
result, have held many patent rights. Although many patent
rights are held, only approximately half of them are enforced
and there are not so many patent rights licensed to other
enterprises or many patent lawsuits between enterprises.
At first glance, this fact seems to point to the acquisition of
patents as a useless activity or paradox. However, this has
the purpose of ensuring flexible corporate management and
is a result of reasonable choice. Specifically, this is a result
of choice of the strategy of holding the patent rights to an
extent commensurate with the market share and thereby
ensuring the flexibility of business mutually, based on the
premise that each enterprise cannot exclusively have all
patents related to a technology product. Such patent strategy
aiming for equilibrium and stability is effective in the domestic
market. However, consideration must be given to the fact
that the strategy has a limitation in the international market.
Particularly, it must be understood that countermeasures
by a manufacturing enterprise when a non-manufacturing
enterprise holds a patent right are extremely important.
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1. Introduction

Nobody would deny the importance of reviewing problems
to be solved by the invention in the determination of
inventive step under Paragraph 2 of Article 29 of the Japan
Patent Law. The Examination Guidelines for Patent and
Utility Model in Japan set forth that the Examiner determines
whether or not the reasoning is possible ... for the differences
between the claimed invention and the primary prior art by
adopting other pieces of prior art (hereinafter referred to as
"secondary prior art"...) or considering the common general
knowledge. Therefore, there are three inventions for which
problems to be solved may be considered when determining
inventive step: the claimed invention; primary prior art; and
secondary prior art.

This article will chronologically introduce important court
decisions that allow us to understand the court's attitude
toward problems to be solved by the invention, and will also
organize the relationship between the court decisions and
the concept of the examination guidelines.

2. Important Court Decisions on Problems To Be
Solved By the Invention

(1) Suit Against Trial Decision on the Beverage Bottle Case
(Heisei 12 (Gyo Ke) No. 238)

In this case, the court held that the point at issue is not the
technical problems to be solved by claimed invention 1, but
whether or not technical problems sufficient to provide a
motivation for deriving the features of claimed invention 1
are found in prior art, such as prior art 1, other than claimed
invention 1 ... When reviewing whether the features of
claimed invention 1 could have readily been conceived, it
can be said that discussing the technical problems to be
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solved by claimed invention 1 is meaningless, although it
is essentially necessary to clarify the technical problems
to be solved by prior art 1 (even if both the inventions
have common problems to be solved, it is a so-called
afterthought) (the underline added by the author; the same
shall apply hereinafter).

The claimed invention is directed to a plastic beverage
bottle whose inside wall surface is coated with a hard carbon
film. Prior art 1 is directed to a plastic beverage bottle coated
with a silicone oxide film, and prior art 2 is directed to a plastic
instrument coated with a hard carbon film.

The Applicant argued that comparing the technical
problems to be solved by claimed invention 1 and prior art
1, they have in common a technical problem of improving
gas barrier properties in a plastic container, but prior art 1
does not intend to solve the issue of smell adsorption. The
court, however, determined that since it was well known that
hard carbon films had gas barrier properties, it could have
readily been conceived to adopt the hard carbon film of prior
art 2 instead of the silicone oxide film with the motivation
provided by the problem of prior art 1 of improving gas
barrier properties.

In other words, the court determined that it was reasonable
to apply prior art 2 to prior art 1 because the technical
problem of improving gas barrier properties that would
motivate yielding the claimed invention was found in prior
art 1, even if prior art 1 did not intend to solve the problem
of preventing adsorption in the claimed invention. Aside
from the conclusion, the present decision is facing great
criticism for asserting that it is even meaningless to discuss
the technical problems to be solved by the claimed invention
when assessing inventive step of the claimed invention.

(2) Suit Against Trial Decision on the Transmissive Screen
Case (Heisei 17 (Gyo Ke) No. 10493)

In this case, similar to the above beverage bottle case, the
court also acknowledged a motivation to apply secondary prior
art to primary prior art from the viewpoint of technical problems
different from those to be solved by the patented invention.

The court judged that even if combining prior art 2
with prior art 1 to derive features identical to those of the
patented invention was not directly based on an object of
solving technical problems identical to those to be solved
by the patented invention, it should be concluded that
a person skilled in the art could have readily yielded the
patented invention based on prior art 1 and prior art 2 as
long as there is so-called reasoning, such as a motivation,
in the combination of prior art 2 with prior art 1 whether it
is based on different technical problems, and as long as a
person skilled in the art could have predicted that combining
them would exert effects obtained by solving the technical
problems to be solved by the patented invention.

The court, however, did not hold that it is meaningless
to discuss the technical problems to be solved by claimed
invention 1 as in the beverage bottle case. The court
acknowledged a motivation from a viewpoint of technical
problems different from those to be solved by the patented
invention, on the condition that as long as a person skilled
in the art could have predicted that combining them would
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exert effects obtained by solving the technical problems to
be solved by the patented invention. The present decision
therefore has a different nuance from the above beverage
bottle case.

(3) Suit Against Trial Decision on the Circuit Connection
Member Case (Heisei 20 (Gyo Ke) No. 10096)

In this circuit connection member case, it was held that
understanding the problems to be solved by the claimed
invention was important.

In this case, the court held that since inventive features
claimed in an application (features different from those of
prior art) are for solving the problems that the invention
intended to solve, it is essential to precisely understand
the inventive features, namely, precisely understand the
technical problems that the invention intended to solve, in
order to objectively determine whether the invention could
have readily been conceived.

The claimed invention is directed to a circuit connection
member and has an object to improve connection reliability
and repairability. While the claimed invention and prior art
both adopt a phenoxy resin, the claimed invention differs from
the prior art particularly as to use of a bisphenol F resin as the
phenoxy resin in order to solve the above problems. The trial
decision determined that, since the prior art had an object to
improve miscibility and adhesion, it would have readily been
conceived to adopt a bisphenol F resin as the phenoxy resin in
order to improve miscibility and adhesion further.

The court, however, judged that adopting a bisphenol F
resin as the phenoxy resin in the prior art would not have
readily been conceived on the ground that the problems to
be solved by the claimed invention were not publicly known,
and the like. Subsequent cases indicated similar holding
(Heisei 20 (Gyo Ke) No. 10121, Heisei 20 (Gyo Ke) No. 10153,
and Heisei 20 (Gyo Ke) No. 10261). The holding in the present
case can be regarded as having become the criterion for
determining inventive step.

(4) Suit Against Trial Decision on the Exhaust Fan Filter
Case (Heisei 22 (Gyo Ke) No. 10075)

This exhaust fan filter case is a significant case in which the
technical problems to be solved by the claimed invention were
held as important, similar to the circuit connection member case.

In the present case, the court held that in the case where
'setting and viewpoints of problems to be solved are unique'
(e.g., in the case where problems to be solved which are
commonly inconceivable have been set, etc.), it cannot
be recognized, as a matter of course, that the invention
could have readily been conceived even if 'a certain feature
for solving the problems has readily been adopted' ... It is
needless to say that precisely understanding the problems
that the invention intended to solve is particularly important
for drawing a conclusion that the invention could have
readily been conceived.

In order to solve the problem of readily allowing, in a fan
filter in which a metal filter frame and a filter member made
of nonwoven fabric have been bonded with an adhesive,
the metal filter frame and the filter member to be easily
separated from each other after use although they are
bonded rigidly in a normal state, the claimed invention uses
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an adhesive whose adhesion is reduced when immersed in
water. The primary prior art differs from the claimed invention
by using an adhesive not reduced in adhesion when
immersed in water.

The trial decision determined that a publicly-known water-
soluble adhesive would have readily been adopted in the
primary prior art because separating and disposing of the
metal filter frame and the filter member made of nonwoven
fabric was a well-known problem.

The court, however, annulled the trial decision on the
ground that the technical problems to be solved by the
claimed invention had not precisely been recognized. If
inventive step is determined considering prior art and well-
known problems without precisely recognizing the technical
problems to be solved by the claimed invention, a conclusion
identical to the trial decision might be made. In this sense,
the decision in this case is important.

(5) Suit Against Trial Decision on the Lighting System Case
(Heisei 25 (Gyo Ke) No. 10242)

In this case, the relationship between primary prior art
and secondary prior art in terms of problems to be solved,
as well as the relationship between the claimed invention
and primary prior art in terms of problems to be solved, were
determined together.

The claimed invention is directed to a lighting system with
LEDs arranged in one direction for linearly illuminating the
surface of an object to be tested. In a conventional lighting
system, bright and dark portions alternately appear in the
linearly illuminated part in correspondence to gaps between
the LEDs, resulting in uneven light intensity. To alleviate the
unevenness in light intensity, use of a lens that diffuses light
can be conceived. When light is diffused in all directions,
however, the light intensity in the line direction will be
insufficient. Therefore, the claimed invention adopts an
anisotropic lens that diffuses light only in the line direction.
This is a feature of the claimed invention.

The primary prior art is also directed to a lighting system
similar to the claimed invention. However, the lens used in
the primary prior art is a diffusion sheet, which diffuses light in
every direction not only in the line direction. The secondary
prior art adopts an anisotropic lens.

The trial decision determined that there would have been a
motivation to replace the lens of the primary prior art by the
anisotropic lens of the secondary prior art on the ground that
the technical problems to be solved by the claimed invention
were common problems and that diffusing light in the line
direction was the technical common knowledge.

However, the primary prior art is an invention for solving
the problem of improving the effective irradiation width by
diffusing light not only in the line direction but also in the
direction perpendicular to the line.

The court determined that since the primary prior art
does not have an object to intensively diffuse light mainly
in a direction in which an LED array is arranged, but has an
object to diffuse light also in the direction perpendicular to
the direction in which the LED array is arranged, there is no
motivation to combine the secondary prior art directed to
a light diffuser having the function of intensively diffusing
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light in a certain direction with the primary prior art. That is,
it was concluded that no similarity of problems could be found
between the primary prior art and the secondary prior art.

Furthermore, the court determined that according to
claimed invention 1 ... one of the solutions is to collect light
without attenuating light unnecessarily by hardly causing
light to diffuse in the direction perpendicular to ..., and
therefore, the secondary prior art in which one of problems
is to diffuse light in the perpendicular direction contrary to
claimed invention 1 teaches away from conceiving claimed
invention 1. That is, the difference in technical problems
between the claimed invention and the primary prior art was
determined as teaching away.

This case attracts attention in that inventive step was
assessed carefully from two perspectives: the primary prior art
and the secondary prior art; and the claimed invention and
the primary prior art.

3. Relationship Between the Examination
Guidelines and Holdings

The examination guidelines revised in the autumn of 2015
describe that The similarity of the problems to be solved
between the primary prior art and the secondary prior art
can be a ground for determining that there is motivation for
a person skilled in the art to derive the claimed invention
by applying the secondary prior art to the primary prior
art (Part Ill, Chapter 2, Section 2, 3.1.1 (2)). In this manner,
the examination guidelines clarify that the similarity of the
problems to be solved should be assessed between the
primary prior art and the secondary prior art.

The examination guidelines also describe that it is also
possible to attempt to make reasoning based on the prior art
which solves a problem different from the claimed invention
by a thinking process different from that of the claimed
invention starting from the primary prior art, and cites the
beverage bottle case as an example.

How is the holding in the circuit connection member case
that it is essential to precisely understand the technical
problems that the invention intends to solve reflected in the
examination guidelines? The examination guidelines merely
describe in "Basic Idea of Determination of Inventive Step"
in Part Ill, Chapter 2, Section 2, 2 that the examiner should
precisely understand the state of the art in the technical field
to which the claimed invention pertains at the time of filing,
and fail to describe that the technical problems to be solved
by the claimed invention should be precisely understood.

In this respect, the examination guidelines provide notes as
follows (Part Ill, Chapter 2, Section 2, 3.3 (2)):

The examiner selects generally the primary prior art which
is same as or close to the claimed invention from the aspect
of technical field or problem to be solved.

The primary prior art of which technical field or problem to
be solved is considerably different from that of the claimed
invention is likely to make the reasoning difficult. In this
case, it should be noted that it is required to reason more
deliberately whether or not a person skilled in the art would
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arrive at the claimed invention starting from the primary
prior art.

From the foregoing, it can be said that the examination
guidelines require understanding of the technical problems to
be solved by the claimed invention at the stage of selecting
primary prior art. The examination guidelines then describe
as follows:

Moreover, where the problem to be solved of the claimed
inventions is novel and inconceivable by a person skilled in
the art, the claimed invention is usually completely different
from the primary prior art in terms of the problems to be
solved. Therefore, the fact that the problem to be solved by
the claimed invention is novel and inconceivable by a person
skilled in the art may be a factor in support of the existence
of an inventive step.

This criterion corresponds to the case where setting and
viewpoints of problems to be solved are unique held in the
exhaust fan filter case. It is understood that this criterion
also corresponds to the holding in the transmissive screen
case that "as long as a person skilled in the art could have
predicted that ... would exert effects obtained by solving the
technical problems to be solved by the patented invention,
it should be concluded that ... would have readily yielded the
patented invention."

From the foregoing, it can be said that the examination
guidelines correspond to the holdings in the introduced cases.

4, Practical Countermeasures

In view of the recent court decisions, there seems a trend to
determine inventive step placing importance on the technical
problems to be solved by the invention.

For example, trial decisions concluding that the
claimed invention would have been readily conceived by
compensating for the only difference between the claimed
invention and primary prior art with secondary prior art
and well-known techniques are often denied in terms of
the motivation of combination from the viewpoint of the
technical problems to be solved.

Therefore, when determining inventive step, it is necessary
to review the technical problems to be solved by the
invention more carefully. On this occasion, not only the
relationship between primary prior art and secondary prior art
in terms of problems to be solved, but also the relationship
between the claimed invention and the primary prior art in
terms of problems to be solved should be reviewed.

It should be noted that since the examination guidelines
have been revised in light of many recent court decisions,
inventive step seems to be determined also at the
examination stage with due consideration of the technical
problems to be solved by the invention.
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1. Introduction

A branding approach using a catchphrase has been adopted
in the market. Common catchphrases include, for example:

"Convenient with You" FamilyMart Co., Ltd,; "High Quality,
Reasonable Price." Nitori Co,, Ltd,; "Fill up Your Heart, Too" Cosmo
Qil Co,, Ltd,; "Peace to Body" CALPIS Co,, Ltd,; "New Products are
Cheap" K's HOLDINGS CORPORATION; "Inspire the Next" Hitachi,
Ltd, and "Company Thinking About Windows" YKK AP Inc.

Such phrases are called catchphrases, taglines, or brand
statements. Mere exposure to many of these phrases would
evoke a video/sound, the appearance of a product, the view
of a store, and so on from the advertising effect, and even
conjure up an image of the company in your head.

The Trademark Examination Guidelines were revised in
April 2016. Although the Trademark Examination Guidelines
had been partially revised many times, sufficient overall
reviews had not been made. As part of the important eight
measures in the Intellectual Property Promotion Plan 2015
of the Intellectual Property Strategy Headquarters, a review
of the description of the entire Trademark Examination
Guidelines was ordered so as to improve the predictability
and consistency of examination. As the first round of the
review process, each item of the Article 3 (1) of the Trademark
Act was thoroughly revised, which involved a major review of
the Item (vi) pertaining to catchphrase trademarks.

2. Practice of Catchphrase Under Former
Examination Guidelines

The Item (vi) of the Article 3 (1) of the Trademark Act is a
general rule stipulating that a trademark that does not come
under the Items (i) to (v) of the Article 3 of the Trademark Act
pertaining to distinctiveness but lacks distinctiveness cannot

July 2016 _vol.10



FDHE 15N 5H55(CFZE LIEVDEBI D EWLWB D%z
REFRETDIERECT, BSDIHEETIE. FEWBIR
(E FrvFIL—F RAIELT, KXSICHRETDHE
MESNTVRUTc, BEEELICAEREBFGLINTV
NE FrvvFIU—XZEBRLCI-Y - BERCTE
BV DU TERADEEA CHEZZRZA DB LNEFE
ho FICHEFENEECF v vF IU—X(CERETHES
. ZORETEINEZIIRZ IO LEBHDHDTL L Do
FrvFIU—XERAARBREDDDTHENLEERT
I BREFHBDIEIRLE AR DBV IBH (RREH
TR 13 F(T5)8E45 5)TEFvyFIL—XThHBE
Bk, IERRTRICEEFTY . - HINRREEERBEL A&
SN BILWY A TORBERE IEH FMESTR19 F3070)
$£10127 B)Cld. -ERXALEEIN--FrvyFIL—
AELTOHEET HDOT - BERN DD HBENDS Z &R
TERL--ETNF U

LU, BECF v YT IL—XICHIcdE L THESZIE
HICEHESN T, BHTINDE O CEBRICE>CBAINE
<2 EFBEERB LLHASNTNE T, B EICIEARE
MEMESNTCLBICHNDDE T, ERSNDHEEXDDD
ETNE A—T—ICIFFRAR#ECTHD. #HE - HRORE
DHIITICELE T, |HEHEDS 6 SOIREDHISHERNEDIEE
DEFZIESIEND T, I —[FBEDFRPEH CTORES
IR7ZHLOFICBESTAN C7Z2L. BCBARDOREERIcHBHE
By - FEFRICHRL (B CEEREBEFL<SNE U,

3. IHEEEERRADER

CNUCEAL. [FvyTF I U—XFO#HRAICEAT HHEE
BEEIHKAZHY VEIXRAB) TR, FrvvFIL—X
FCHeDE UL TERABIRF 1 IRFE S DA EE
EIE DRI AEAREHEH 10 (FR319H. Eig
191 IEDVTCEA. BHDOFRETEDKR DFHIIHS
NEOOPEHCE(THBRUEL THOMSNTVE T, FHIC
BVTCRE - RIS NIeEEocRIEBE UL TE DB DH
HOFEI,

BIEOBEKREVZETBHHEID

REDRKRZB T HESNC 1875, BERSNIDI(E 22
HEEIE165H). RARE ULCEKRUDBESEWV 1334 R0
EOERZBSFVNE SN 1 230 EF2HEREINTVET,

[EET 2 XEDER] (FIR2011-007623)1---FKREL)
ZEBICENSEDBDERFEVES =&

[WDBHWVETOTEBLIWVED | (RiR2009-006229) [+

@t | Article =TBERENSHBF v v F 7L —ABE BREEIRBIERSEEEEREERIS T

be registered. The same item of the former guidelines stated
that a motto (such as a catchphrase) fell under this item, in
principle. The clear statement in the Examination Guidelines
that a catchphrase cannot be registered may keep a user
who came up with a catchphrase from filing an application,
because the user would think that the catchphrase cannot
be registered and thus can be used safely. Alternatively,
if a trademark application is recognized as constituting a
catchphrase during examination, the prosecution may be
abandoned along the way. This is reasonable thinking since
it is stipulated that a catchphrase cannot be registered in
principle. In the famous lawsuits, it was held that ... is merely
recognized and understood as a catchphrase, ... and not
recognized as a distinguishing mark ... in the "Fun to Learn,
Joy to Teach" case (Tokyo High Court, Heisei 13 (Gyo Ke) No.
45), and that ... is understood as an advertising slogan, ...
and only serves as a catchphrase, and therefore ... cannot be
recognized as having distinctiveness which can distinguish
its goods or services from those of others ... in the "New Type
of Izakaya" case (IP High Court, Heisei 19 (Gyo Ke) No. 10127).
In trademark practice, however, it is widely known that
there have been many cases where the application was
rejected for constituting a catchphrase under the Item (vi)
during examination, and then the rejection was overturned
at trial, leading to registration. The fact that a catchphrase is
registered despite the stipulation that it cannot be registered
in the guidelines causes difficulty for the user to makes a
prediction and to determine whether or not a search and
filing should be conducted. Since the matter pertaining to a
motto in the Item (vi) of the former guidelines did not serve
as a guideline for prosecution, the user himself/herself was
forced to make a prediction based on the findings in the past
trials and trial decisions, and to file an application for defensive
and restraining purposes for the safe use of its own trademark.

3. Trial Decisions in the Era of Former
Examination Guidelines

With regard to this matter, "Research Report on
Distinctiveness of Catchphrases, etc." (authored by
SunBusiness, Inc.) classifies and analyzes 510 trial cases against
the decision for refusal, where it was disputed whether
or not the trademark application fell under the Item (vi)
of the Article 3 (1) of the Trademark Act for constituting a
catchphrase, etc. (319 cases were registered; 191 cases were
rejected), by indicating a judgment made at each step of the
examination and trial. The main matters that were identified
and considered at the trials include:

Whether or not the Trademark Has Meaning of a Trademark

Of the 187 cases found as having specific meaning, 22
cases were registered (165 cases were rejected), while all of
133 cases found as having only ambiguous meaning and 123
cases found as not having specific meaning were registered.

"Health of Soybeans Continuing Every Day" (Trial No. 2011-
007623) "... it is hard to say that the trademark immediately
makes consumers apprehend the meaning .." — registered

"Always Fresh, Pleasant Smell" (Trial No. 2009-006229) "...
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readily makes consumers understand and recognize the
meaning of ..." — rejected

Whether or not the Trademark Constitutes a Created Word

All of the 149 cases found as consisting of a create word
were registered, of which 127 cases were found as having
only ambiguous meaning or not having specific meaning.

"Healthy With Five Grains" (Trial No. 2012-002812) "... it is
natural to see that the trademark makes consumers recognize
a created word not having special meaning .." — registered

"Technology Mix For the Future" (Trial No. 2007-011730) "...
it is reasonable to see that the trademark is a type of a created
word not having special meaning ..." — registered

Whether or not the Fact of Use by Third Parties Exists

Of the 405 cases where the fact of use by third parties
was considered at the trial, 284 cases were registered after
the finding that the fact of use did not exist (one case was
rejected), and four cases were registered after the finding that
the fact of use existed (151 cases were rejected).

"Make your office advanced" (Trial No. 2009-013558) "...
even the fact that the trademark was being used could not be
found .." = registered

"Safe Even for the First Time" (Trial No. 2010-027106) "... the
fact that the trademark is being used as a catchphrase ... is
found .." = rejected

Other items of research includes the language (Japanese or
foreign language), the length of sound (lengthy or not), the
structure as a sentence (complete sentence or not), and so on.

From the examination results, it could be confirmed again
that the judgment on registration had been significantly
influenced by the presence or absence of specific meaning of
the catchphrase, whether or not it is a created word, the fact
of use by third parties, and so on.

4, Revised Examination Guidelines

The item (vi) of the Examination Guidelines was revised as
below:

(1) The term catchphrase in the former guidelines is
not used and has been replaced by (i) a mark indicating
advertisements for designated goods or designated services
(hereinafter referred to as "advertisements") and (i) a mark
having a weak direct relationship with designated goods or
designated services but nonetheless indicating company
philosophies/management policies, etc. (hereinafter referred
to as "company philosophies, etc.")

(2) In addition, it has been stipulated that a trademark
which only makes consumers recognize that the trademark
indicates advertisements or company philosophies, etc. in a
common manner falls under the Item (vi). A trademark which
can also be recognized as a created word, etc. by consumers
is described as not falling under the Item (vi).

(3) As the basic thinking of how the "only" part is to be
considered, it has been stated that a judgment is made by
comprehensively taking into consideration the relationship
between the concept formed as a whole and the designated
goods or designated services, the actual state of transaction
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of the designated goods or designated services, the
composition and mode of the trademark, and so on.

(4) Finally, examples of situations where the trademark
application is/is not recognized as advertisements or
company philosophies, etc. have been listed.

Whether or not the trademark has special meaning, the
item that influences the registrability as discussed in the
aforementioned research report, is indirectly reflected in the
part concerning the indication of advertisements, etc. in a
common manner. Concerning whether or not the trademark
is a created word, it has been clearly specified that a
trademark does not fall under the Item (vi) if it is found to be a
created word. Concerning the status of use by others, the fact
of non-use by third parties has been illustrated as a situation
where the trademark makes consumers recognize anything
other than advertisements.

In terms of wording, ambiguous and abstract phrases such
as comprehensively taking into consideration, a situation
where ... makes ... recognize and direct relationship are
noticeable, and although they serve as a reference, it cannot
be said that the decisive guiding principles have been
explicitly specified. Phrases with vague meaning such as
commonly used words and use for a prescribed period of
time are used for the examples as well, and the terms such
as advertisements, company philosophies, etc. and a created
word, etc. have not be sufficiently defined, either.

From the viewpoint of wishing for the acquisition of right
for a catchphrase, the Examination Guidelines should be such
that they facilitate the registration by clearing obstacles to and
lowering the hurdle for registration as much as possible. On
the other hand, there is a viewpoint that an environment in
which a routinely used catchphrase is used safely and freely
should be assured, with concern for excessive registration of
catchphrase trademarks. To provide certain guiding principles
for trademark applications in the gray zone, apart from those
that are creative and clearly have distinctiveness, or those that
are merely advertising slogans, the now-revised guidelines
may be providing a kind of modest description which can
be thought of as providing some room and play to allow for
consideration of individual surrounding situations by including
only abstract wording on the Examination Guidelines.

In addition, the revised Examination Guidelines should be highly
appreciated for presenting certain criteria for how to adopt and
use a catchphrase trademark to both of those who seek protection
and those who wish for safe use without seeking protection.

5. As a User

(1) A catchphrase is Also Registered

"A motto (such as a catchphrase)" which was cited as an
example falling under the Item (vi) in the former guidelines has
been replaced by advertisements and company philosophies, etc.
Consequently, catchphrase trademarks whose compositions do
not constitute advertisements, etc,, for example, trademarks of a
message for consumers such as "Protect This House" (Registration
No. 5742725) and "JUST DO IT" (Registration No. 4206837) do not
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fall under the Item (vi) at least not immediately.

(2) Wording of a Created Word, etc. Has Been Incorporated

As the guiding principle of affirming registration, it has been
stated that even a trademark recognized as advertisements,
etc. by consumers does not fall under the Item (vi) if the
trademark is also recognized as a created word, etc. by
consumers. The incorporation of "a created word, etc." as
one of the criteria for judging that the trademark does not
fall under the Item (vi) demonstrates the JPO's intention to
allow the registration of creative catchphrases. Although the
degree of creativity of the trademark will be an issue due to
the lack of definition of a created word, etc., this would serve
as a key point for a user in creating and selecting a trademark.

(3) The Fact of Use by Third Parties is Considered

The status of use by third parties has been illustrated as a
situation where the trademark makes consumers recognize
anything other than advertisements. Conventionally, it was only
after the trademark application proceeded to the trial stage
where the actual state of transaction was considered that an
examination was conducted with emphasis on the status of use
of the trademark application. The new guidelines have technically
made it mandatory for the examiner to examine the actual state
of use of the trademark application at the examination stage.

(4) Creation and Selection of Trademark

If a message put into a catchphrase trademark or the purpose
thereof is in essence advertisements or company philosophies, etc,
then the most critical key to improve its registrability is whether
or not the trademark can also be recognized as a created word.
Although the term "a created word" has not been defined and
the degree of creativity will be disputed, attention should be paid
to whether or not the trademark will be recognized as a created
word by creating a new word or by employing a new word order,
wording, and so on. That is, instead of writing a message directly
and plainly by using only the existing words, a new word or a unique
style of expression should be employed to gain novelty, originality,
playfulness and skillfulness so that anyone can recognize the
trademark as a newly created word upon seeing it. it must be added
that, on top of these considerations, putting the core of a message
that must be truly conveyed into a trademark and delivering it to the
viewer would be a very taxing and demanding work. In contrast,
from the standpoint of safely and freely using a routinely used
catchphrase, the catchphrase must remain within the scope where
it can be argued that the phrase is merely advertisements, etc. and
not a created word, by expressing the phrase in a common manner
using only the existing words.

The user is now required to use a catchphrase trademark in
one of the two ways depending on its role and nature.

6. Issues and Proposals

(1) Predictability of Registration

While there is no doubt that the predictability of
registrability of a catchphrase trademark has been improved
to a certain extent by the revision, it is still undeniable that the
predictability about whether or not the trademark falls under
the Item (vi) is still unestablished due to the lack of definitions
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of the terms such as advertisements, company philosophies/
management policies, etc, and a created word, etc.

(2) Monopoly Adaptability

Hesitation about the handling of catchphrase trademarks is
still found in the new Examination Guidelines which employ
many phrases with ambiguous meaning. A new trademark
created through hard work of a user should be permitted for
registration to the extent possible, even if it is a catchphrase
trademark. Particularly under the registration principles
which also protect contingent credit that may arise in the
future regardless of the status of use at the time of filing,
care should be exercised in judging that a trademark has no
distinctiveness and rejecting the protection thereof.

Meanwhile, regarding a trademark which is not currently used
by anyone but may be desired to be used by a particular person
in the future, the issue of monopoly adaptability arises about the
profits of such a third party, namely, the issue of whether or not
the exclusive right may be afforded to the single applicant when
consideration is given to the composition of the trademark, the
meaning of the word, the actual state of transaction, and so on.
While a trademark should be permitted for registration if it has
certain creativity and the fact of use by third parties does not exist,
this monopoly adaptability must be considered. Whether or not
the trademark is a created word, or whether or not the trademark
is used by third parties, the items now incorporated into the
Examination Guidelines, constitute a part of decisive elements for
this monopoly adaptability. A substantial amount of discussion
would be required to establish specific guiding principles for,
in addition to the aforementioned points, whether or not the
trademark is necessary and appropriate for transaction, whether
or not the trademark is desired by a particular person, or whether
or not substitutability exists.

A judgment was made directly on the monopoly
adaptability of a trademark, although it is not a catchphrase,
in the Waikiki Case (Supreme Court, Showa 53 (Gyo Tsu) No.
129): ... since the use thereof is desired by all people as an
indication necessary and appropriate for transaction, it is not
appropriate in light of public interest to permit exclusive use
thereof by a specific person ...

(3) Market-First Policy

Many catchphrases adopt modes which are not employed
for a regular trademark in terms of redundancy or sentence
structure, and may provide a feeling of strangeness when seen
as a trademark. However, the market has demonstrated that
a trademark gains its distinctiveness if used, as was described
in the examples at the beginning. A catchphrase that would
not be prejudicial to the public interest if an exclusive right
is granted thereto should be permitted for registration as a
trademark having distinctiveness.

The self-purification function in the market, where an unused
trademark will accumulate credit and gain distinctiveness of
the source if used, or will be eliminated by non-renewal or
a trial for cancellation if not used, can be trusted. Instead of
preemptive regulation of the future of a catchphrase trademark
by the government, the fate and growth of a trademark should
be left to the law of the market. It should be repeated again
that sufficient discussion and consideration should be given to
how to make a judgment on monopoly adaptability.
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“Joy to Run on Mountains”

Atsuko Osaki

Clerk, Trademarks

started running about four years ago. After
I successfully finishing full marathons a few times, |
wanted to move on to further challenges from just running on
paved roads and dove into the world of trail running, that is,
running on mountains, which was gradually gaining popularity
at that time. Since then, | have enjoyed trail running by
personally running on mountains near my home as if | went
hiking, and by participating in trail running competitions and
events held in mountains around the Kinki area and
throughout Japan.

I like climbing mountains from the beginning; however,
running on mountains is very different from running on paved
roads. | faced many difficulties, for example, keeping my body
balance when running on unstable ground or steep uphills and
downhills, and judging on pacing.

Also, trail running is physically very challenging. | managed
to run on a 20km to 30km long course on a mountain having a
height of about 1000 meters, and the next day I suffered from
severe muscular pain over my entire body throughout my
working time. Despite such toughness, trail running gives me
much more enjoyment.

One of the most attractive aspects of trail running is the joy
to run though nature and see nature in the changing seasons
during running. Moreover, views from the top of a mountain
are spectacular, and running downhill fast after struggling to
run uphill provides an astonishingly exhilarating feeling. Once
surrounded by the nature of mountains, the body stressed out
by an everyday urban life involving digital equipment such as
personal computers and smartphones is revived and refreshed
naturally. After finishing
running and going down
from the mountains, | am
filled with a sense of
accomplishment, which
makes a glass of beer
more delicious.

For my next holiday it is
my pleasure to make plans
to choose a new mountain
to run, to feel again the
sense of accomplishment
of running through the
natural scenery of the
mountains.
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“That Day of the Interview”

Akiko Shiratsuchi

Leader, Domestic Cases

ast year | was commended for my continued service

L of 30 years with the office. It was a long period of

time, but it seems to me to have passed so fast, although it may
be a typical remark.

| got married 30 years ago and moved to Osaka, where my
husband had a job. I'had no acquaintance in this city, and my
husband went to work early in the morning and came home
late at night. | searched through job ads and decided to apply
for a job in a patent office, as | had been interested in working in
such a place. The job was opened for a junior college graduate
under the age of 30, which was rare as a job requirement at that
time. | wavered a lot, but in the end decided to apply for the
job. Although I filed my application one day after the deadline,
they accepted it. | received a phone call from the office
allowing me to take the employment examination. | took a
written examination and had an interview with Mr. Fukami and
Mr. Morita. Among a lot of questions such as the university |
graduated from, my previous job and the like, they asked me,
"How long are you going to work?" | answered "l would like to
work for at least two years." They smiled a bit and said "Two
years ... It's short ... But it may be OK, because some people
work for one year and quit even though they first said that they
were going to work long." Despite my answer, they called me
for a second interview, and allowed me to have the job.

Despite my first plan to work for two years, | served the office
for 30 years. During my service, they allowed me to have
maternity leave twice and also work a reduced schedule for 10
years while my children were looked after in a nursery. When my
children were sick, | would leave the office early or did not go to
the office, and | would rely on my coworkers a lot and they helped
me a lot. When my children were sick for a long time, | asked my
mother-in-law living in Kyushu to come to Osaka to help me. |
have thus been supported by a lot of people to this day.

When [ joined the office, 38 people worked there, and now
there are 230 people working here. When | started to work, the
office was located in Kitahama, and then moved to
Minamimorimachi, and now it is running its business in
Nakanoshima. Thirty years ago, we prepared applications by
typing documents with word processor, printing them out, and
impressing them with a seal, and finally sent them by mail.
Afterwards, electronic application, application via PCs, and then
application via Internet were introduced.

While the office has changed a lot and so have social
circumstances, when | was commended for my continued
service, what came to my mind first was that day of the interview.
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EE ﬁgﬁfﬁ Explanation

% Effective Business Letter Writing

Gerald Thomas B.A. LL.B.-
Director of Foreign Affairs - Fukami Patent Office
Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill that is developed by learning the theory of professional style and having frequent
practice. This issue is the second in our series of "Business letters for collecting payment of overdue/outstanding invoices". In
the previous issue | introduced my five-point strategy for communications to collect overdue payments for services.
These are:

1. Assume the best but be prepared for the worst.

. Be specific.

. Make it personal.

. Don't accept a run-around.
. Express appreciation.

v A W N

As | discussed the first point in the previous issue, in this issue | will discuss points 2 and 3.

Be specific and make it personal

In my experience, general "To Whom it May Concern” reminder letters to law firms or companies rarely get results, and
are usually quickly thrown into the garbage. It is important therefore, to specify the recipient responsible for
communication and arranging for payment. In our case, this is usually the attorney who gave us the instructions to
perform our services. By identifying that person by name, he/she will feel greater responsibility to respond and make
arrangements for payment.

When reminding a party of an overdue payment, it is important to provide the document of the claim (i.e. the invoice),
as well as to mention the services provided and the period overdue. In addition, however, | believe it is necessary to
specify to the receiving party the response expected, to provide a specific, reasonable time period for their response, and
to inform him/her of what will happen if the person does NOT respond within the requested period. For example, after a
polite introduction, | will usually write the following:

"For your immediate reference, please find enclosed a copy of invoice #1234567 for patent prosecution services for the
above-named application. Payment for this invoice is now more than six months overdue. We request your payment as soon as
possible before November 25, 2015. In the event we do not hear from you by that date, we will arrange for one of our members to
contact your office by telephone to discuss the matter with you directly. Thank you for your consideration."

Most people do not want to receive a telephone call regarding the collection of an overdue invoice, and will send a
reply stating that they are arranging payment. In the rare event we do not receive a response and/or payment, it is
essential to follow-up by doing exactly what you said you would do - we usually arrange a telephone call within one week
after the deadline, to ensure the recipient of the letter will remember the letter we sent earlier.

Tracking and collecting overdue payments is a necessary activity in every business. Managing such activities positively
and successfully benefits all clients by enabling lower overall service charges.

In our next issue | would like to explain the fourth and fifth points in my five-point strategy to collect overdue accounts.

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
17 years. In 2010 he assumed the position of Director of Foreign Affairs. In this position he supervises and ensures the quality of
English communications between Fukami Patent Office and its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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Patent Attorney Profiles
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