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Intellectual Property Rights

Government and Patent Office Related Information

® The JPO revised operations relating to the examination for confirming
the use of trademarks or an intention to use trademarks. The limitation
on the scope of goods or services in one class, where reasonable
doubt is found in the use of trademarks or an intention to use
trademarks, was eased in principle. (JPO, April 2,2018)
® The JPO decided to create a "regional collective trademark symbol" as
proof of registration as a regional collective trademark, to improve
brand awareness of regional collective trademarks through increased
brand perception by consumers and clients in general.
(JPO, February 14, 2018)
® The National Center for Industrial Property Information and Training
revised the services provided by the Japan Platform for Patent
Information (J-PlatPat) with the addition of new functions such as
neighborhood search and English text search of foreign publications.
(National Center of Industrial Property Information and Training, March 12,2018)
® The JPO revised portions of the Ordinance for Enforcement of the
Patent Act to allow a person who already has been exempted from the
annual fee to be automatically exempt from the annual fee until the
10th year without further application submission.
(JPO, April 1,2018)

Cases and Others

® The Tokyo District Court found trademark infringement against a
defendant who resold a forged sticker obtained through an online
shopping website, on the basis of the plaintiff's registered defensive
mark. (Heisei 29 (wa) No. 39594)

® The Tokyo Metropolitan Police Department arrested the president and
others of a client management software sales company on charges of
Trademark Act violations, claiming that they illegally sold personal
computers with a modified operating system (OS) of Microsoft
Corporation. Security was compromised by the modified remote
operation scheme with the purpose of using it as a platform to illegally
wire funds. (Jiji Press news, January 31, 2018)

Business Information

® Kyushu Electric Power began providing its 217 patents free of charge

to the companies impacted by the Kumamoto earthquakes as part of
its reconstruction efforts.

(Nihon Keizai Shimbun, December 1, 2017)

® Nintento filed a lawsuit with the Tokyo District Court, claiming that the

smartphone application game of COLOPL, Inc. infringes Nintendo's

patents. (Nihon Keizai Shimbun, December 22, 2017)

® GREE filed a lawsuit with the Tokyo District Court, claiming that an

application of Finnish game developer Supercell infringes patents held

by GREE. (Nihon Keizai Shimbun, January 24, 2018)
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Group Decision Making

When making a decision in a group participated in by many
people, it is ideal, but actually rare, that all the members of the
group have the same opinion, and, in many cases, they have
divided opinions. Nevertheless, when an opinion or plan in a
group must be decided, should the decision be made

unanimously or by majority vote?

Greece, the Early Christian Church, and Ancient
Germanic Society

In early Greek society, decisions were made unanimously in
principle. When making a decision among leaders as to whether
to withdraw in a war, the leaders had to reach unanimous
agreement. If they did not reach unanimous agreement, no
decision was made. In such a manner of decision making,
however, it became practically impossible to respond to the real
situation. In the era of city states such as Sparta and Athens, the
manner of decision making was changed to decisions by majority
vote. Particularly in the Athenian democracy, decisions were
made by the number of votes both in the ecclesia and the Boule.

Also in the early Christian church, decisions were made
unanimously in principle. The term "unanimous” in English
originates from a Latin word, unanimus, which means one soul
(unus (one) + animus (soul)) and represents a fundamental idea
of decision making in the early Christian church. With
unanimous decision making, however, it was practically difficult
to respond to the real situation. In the 12th century, the Pope
was elected by approval of 2/3 of voters in the case where
unanimous agreement could not be reached. This manner of
election led to the Conclave.

Also in the ancient Germanic society, decisions were made
unanimously in principle. Although a decision was made in such
a manner that an opinion of a party having made a louder sound
by beating weapons would be adopted, all the members were
finally requested to reach unanimous agreement. The manner of
unanimous decision making in Germanic society, however, was
also then changed to decisions by majority vote as with the

manner of decision making in the church .
Experience of Tsuneichi Miyamoto in Tsushima
P )

A folklorist, Tsuneichi Miyamoto, wrote in his article "In
Tsushima" about his experience of a meeting in the village of Ina,
near the northernmost end of Tsushima. Miyamoto visited the
house of an old respectable family of the village, and heard from
an elder of the house that there was a document box that had
been passed down in the village for a long of period of time. The
document box contained village documents, and Miyamoto

requested the elder to show them to him. The elder said that this
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was not a matter that could be decided at his own discretion and
that it was desirable to hear everybody's opinion in a village
meeting, which would be held shortly. In the morning, a son of
the elder went to the village meeting and explained the situation.
After the explanation, about 20 villagers participating in the
meeting had a discussion. The discussion still continued even in
the midday with regard to the following issues: rules of the
village; a problem having arisen a long time ago because an old
respectable family of the village lent an official document; the fact
that the documents in the document box of the village have not

been lent before; and the like.
Discuss until Accepted

In particular, regarding the rules of the village, a discussion
continues for days until everyone accepts the result of discussion.
After the discussion, the matter is also discussed in groups of
respective areas of the village, and the results of the discussions
are notified to the village chief. If no conclusion is reached,
discussions are made in the respective areas again. The village
chief and the village representative just listen to everyone's
opinion and do not make their conclusions. After two days,
Miyamoto was requested to make an explanation in the meeting.
When Miyamoto explained as requested, a certain elderly person
who participated in the meeting spoke up with a considerably
loud voice and said that Miyamoto did not look like a bad person
and a favorable decision should be made. Then, the participants
in the meeting looked at Miyamoto again and said to the village
chief that no one had an objection. Then, the village chief said
that the village chief took responsibility for this matter, thus

finally reaching a conclusion ©.
Decision Making in Japan

In Japan, decisions were made unanimously a long time ago
but are now made by majority vote in principle. Decisions are
made by majority vote in groups ranging from the Parliament to
class meetings of elementary schools. Sometimes, however, even
during this process, before making a decision, time-consuming
efforts are undertaken in an effort to coordinate opinions among
the members of the group. This sometimes takes a long time. In
the village of Tsushima, Tsuneichi Miyamoto discovered the
original old form of decision making in Japan in which decisions
are made after time-consuming coordination to pursue

unanimous agreement.

(MFEZRS - HE— - BRFHWE—HESZHER ©ODRDITDER BAEFMEL, 19804F

Mitsuo Rikoh, Seiichi Mori, Yasunori Sone "Unanimous Agreement and Majority Vote: History of Decision Making", Nihon Keizai Shimbun, Inc., 1980
Q)EXE-—"ENONFARANIERXE. (FTIFERKE(19604F). COBHDHEFICTI)
Tsuneichi Miyamoto, "In Tsushima" in "Forgotten Japanese", Iwanami Paperback Library (originally Mirai-Sha (1960))
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Human Resource Development in Patent Offices

A patent office is a group of professionals providing services
related to intellectual property rights, and the quality of
the services significantly depends on the expertise of each
professional patent attorney in charge. Accordingly, human
resource development is highly important for every patent
office. While various methods are conceivable as a method
for developing human resources in a patent office, | would
like to mainly think about developing the expertise of patent
attorneys engaged in patent application preparation and
other services.

In the case of educating a professional patent attorney
who does not have sufficient experience, various policies
can be selected regarding what type of work the patent
attorney starts with. For example, the patent attorney may
start with the preparation of a specification of a Japanese
patent application, may start with handling of an intermediate
procedure for a Japanese patent application, or may start with
the translation of an application from a foreign country into
Japanese, to gradually get familiar with the work. In addition,
regarding the instruction system for such a less-experienced
patent attorney, one dedicated instructor may instruct the
patent attorney, or different instructors may instruct the
patent attorney. Each of these policies has advantages and
disadvantages, and each patent office seems to exert its
originality and creativity.

Education in Fukami Patent Office

In our office, education of a less-experienced patent
attorney basically starts with the preparation of a specification
of a Japanese patent application. In addition, regarding the
instruction system, in principle, one instructor continuously
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instructs the patent attorney at first, in a manner close to so-
called apprenticeship. Our method would be considered
relatively orthodox.

Also for a patent attorney who has become proficient to
some extent and can work independently, we provide a
system that allows the patent attorney to enhance his or her
expertise by continuous learning, through on-the-job training
such as a discussion on the claims of a patent application
(claim discussion) with a skilled manager patent attorney, and
in-house study meetings for each field.

In our office, the patent attorney in charge of a Japanese
patent application handles all the relevant procedures,
including handling of intermediate procedures for the
application and corresponding foreign applications (family
applications) handling of office actions, and handling of an
appeal after acquisition of a patent right. Since the patent
attorney who deeply understands the background at the time
of filing the application handles all the procedures relevant
to the Japanese patent application and family applications as
described above, we believe that we can provide high-quality
services in the handling of intermediate procedures and
others, fully considering the prosecution histories of the family
applications and the technical background at the time of filing
the application. Furthermore, such experience of handling
the intermediate procedures is fed back to the preparation of
the specification of a patent application, leading to improved
quality of the specification.

Changes of the Times

Technologies for which patent applications have been
filed become more sophisticated and complicated every
year. There are more cases where it is difficult to specify an
invention or identify the contents of an invention, such as
artificial intelligence (Al)-related inventions, for example.
Therefore, we believe that patent attorneys as professionals
should improve their basic skill of accurately understanding
such sophisticated and complicated technologies and
converting these technologies into a language that specifies
the scope of a patent right, more than ever.

Perceptions and utilization policies regarding intellectual
property rights are increasingly strategized, and moreover
individualized and sophisticated. In response thereto, patent
attorneys are required to fully understand such strategy and
policy, and provide a custom-made service that matches the
strategy and policy.

Toward Further Improvement

Fukami Patent Office will mark its 50th anniversary in 2019.
Toward the next 50 years, we would like to further improve
our human resource development method and system,
including quality improvement activities led by a council
of instructor-level patent attorneys, in order to adapt to
significantly changing times and situations.
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1. Introduction

It was in 1968 that the Japan Patent Office(JPO) issued a
publication referred to as "Patents to Open up Tomorrow,"
which can be said to be the first patent white paper in Japan'".
Twenty-three years had passed since the end of WWII, and
the Japanese economy, having introduced new technologies
from abroad and achieving an amazing revival, had reached
a major turning point. The country could not rely solely
on technology introduction indefinitely and was about to
enter an era where it would be required to develop new
technology on its own. In "Patents to Open up Tomorrow,"
the importance of voluntary technology development, the
necessity of patent management to protect the outcome
thereof by patents, the need for the idea of patent strategy
for corporate management, etc. were discussed, and on
this occasion, the Japanese companies had changed their
considerations for patents significantly. In this paper, | would
discuss the points of the policies presented in the publication
by the JPO or the Ministry of International Trade and Industry
at the time, the background of the era, and how the Japanese
companies had changed their views on patents.

2. Era of Turning Point

While the Japanese economy had been on its way to
reconstruction from the ruins of its defeat by the Allies,
what had served as leverage for its recovery was the
introduction of new technology from abroad. Japan had
introduced new technologies such as computers, television
sets, semiconductors, polymer compounds, etc. that were
created during and after World War I, based on license
agreements, and utilized them to launch new technological
industries and thus achieved a high economic growth. As
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an institutional basis therefor, the Foreign Exchange and
Foreign Trade Control Law (No. 228, December, 1949) and
the Act on Foreign Capital (No. 163, 1950) were enacted in
1950, stipulating that use of valuable foreign currencies was
limited, license agreements for introducing new technologies
from foreign countries would be examined and only those
approved would be permitted to use foreign currencies, and
investment activities by foreign capital in Japan were limited
with an investment ratio set not to exceed 50%.

Of course these were basics and there were exceptions.
As a notable exception, we can look at IBM. IBM insisted on
the establishment of IBM Japan with their 100% ownership.
IBM insisted that if the Japanese Government did not accept
it, the company would not license the computer-related
patents it owned. As a result of long negotiations between
the US and Japanese governments, IBM was permitted to
establish IBM Japan with their 100% ownership under the
conditions that IBM shall license to Japanese companies for a
5% royalty to use the former's computer-related patent rights
collectively and the profits obtained from IBM Japan shall not
be transferred abroad, etc.

Although there were such exceptions, many Western
companies had aggressively promoted license agreements
with Japanese companies on the state-of-the-art patents that
the former possessed, as the former did not regard Japan
as a promising market and in the US the antitrust laws were
operated severely. Between 1950 and 1966, the number
of first-class technology introductions reached 4135 cases,
playing a major role in the growth of the Japanese economy.

In the latter half of the 1960s, however, the liberalization of
capital was increasingly requested due to the growth of the
Japanese economy. The liberalization of capital was carried
out from 1967 sequentially, divided into 5 stages. License
agreements were no longer examined by the government,
and establishing companies with foreign capital was also
approved. It was expected that foreign companies having
patent rights would adopt strategies different than before.

3. Actual Technological Gap Seen in Patents

In "Patents to Open Up Tomorrow" published by the
Ministry of International Trade and Industry in July 1968,
the issue of domestic-foreign technology gaps, repeatedly
discussed as a recurring topic in Japan in those days, was
analyzed from the aspect of patents. The JPO considered
that if a technology gap existed between Japan and foreign
countries, it would appear in patents, since the fact that
foreign countries had basic patent rights of new technologies
had of course been already widely recognized through
the experiences of promoting license agreements, and
furthermore, the JPO always watched the trends of such state
of the art.

A unique methodology was employed, to find out the
existence of a technology gap from how acquisition of
patents by foreigners and that of patents by the Japanese
transition with time. More specifically, when a new
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technology is born, a so-called basic patent application, which
is the core of the new technology, is filed, which is followed by
many applications for improvements of the invention. If there
is a technology gap between domestic and foreign countries
regarding such new technology, then, initially, following
the basic application, applications for improvements of the
invention would actively be filed by foreigners, and thereafter,
applications for improvements on the invention would be
filed by the Japanese. This is shown in Figure 1. The transition
of patent applications by foreigners is indicated by the dotted
line. With a delay n therefrom, the Japanese start to file
applications for improvements on the invention of interest.
The latter's peak is shown as delay n'. "Patents to Open up
Tomorrow" pointed out that this delay should be regarded
as a domestic-foreign technology gap. In economics, the
process of development whereby importing, domestic
production, and exporting take turns sequentially and are thus
developed, had been analyzed in Japan by Kaname Akamatsu
as the Flying Geese Model and abroad by Raymond Vernon of
Harvard University as the Product Life Cycle Theory”. It can be
said that domestic-foreign technology gaps in patents were

clarified through analysis of the transition of

patent applications as there was an influence of
the Flying Geese Model, the Product Life Cycle
Theory, etc.

HERF
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Fig. 1

Technology Gap seen in Patents
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This is specifically presented in Figure 2, which shows
the transitions of the numbers of patent applications for a
steelmaking method using an LD converter, one of the post-
war steel innovations. As shown in the figure, with a delay of
about seven years, applications for improvements thereon
were filed in Japan, which was exactly the post-war technology
gap in the field of steel technology. This trend was seen in
other fields of art as well. "Patents to open up tomorrow"
had clarified technology gaps in the fields of machine tools,
clocks/watches, cameras, automobiles, transistors, electronic
computers, television sets, petrochemicals etc. from the trend
in patent applications.

zﬁ[ —o— BRAIZEDIO

2. EIRBESRERFIRINE (LD ) (CBI Y 2T ASHROER

Fig. 2

Transitions of numbers of patent publications for the LD method
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4. Contribution of patents to technology
development

Once a new technology is born, improved inventions are
born in turn. Not only improved technologies but related
technologies necessary to commercialize the new technology
are also comprehensively and systematically developed.
A typical example of an innovative new technology born
after the war is the invention of a transistor. This transistor
was invented as a point contact transistor by John Bardeen
and Walter Houser Brattain of Bell Laboratories, and
immediately thereafter, a junction transistor was invented,
and technologies to purify the transistor's materials such
as germanium and silicon and technologies employed to
manufacture junction transistors and circuit technologies
using transistors were invented one after another. Figure
3 shows this as a connection of patents, with numbers
indicating patents, which are indicated in a table.
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Network of patents on a semiconductor technology system
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Figure 4 also examines from patents a technological
development of an air micrometer. Beginning with the
birth of the basic technology therefor, a variety of systems
have been developed, and it can be seen that there are
derivative developments to further more applied fields. Such
a network of patents of improved inventions and related
inventions starting from a basic new technology is referred
to as a patent map, and therefrom it can be seen again that
technology developments and inventions/patents have a
close relationship.

In other words, it is extremely important in technology
development to create a diagram representing the
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Proliferation of air micrometers in measurement technology
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relationships between patent rights of such related
technologies and to analyze the relationships between the
patent rights in detail. In fact, IBM US created a detailed
patent map in their research and development of computer
technology in the United States to grasp the room for
patents therefor, areas congested with patents, potentially
developable areas, and the like in detail, and accordingly,
made decisions on development.

5. Importance of Patent Management

By analyzing patents to clarify the technology gap existing
between Japan and foreign countries, and furthermore, by
elaborately analyzing the process through which, from a
basic patent, improved patents are derived and successively
born in order to clarify the relationship between technology
development and patents, "Patents to open up tomorrow"
had once again confirmed the importance of patents in
corporate management, and then recommended that
companies should push forward steady patent management.

In 1957, the Japan Productivity Center dispatched a foreign
patent management investigation team to Europe and
the United States, and in particular investigated the patent
management of advanced companies, such as General Electric
Company, Union Carbide Corporation, RCA, etc. A significant
difference in size and contents was found between the patent
management conducted by advanced companies and that
by Japanese companies: of 73 major Japanese companies,
there were only 14 companies that had 10 or more patent
management personnel, only 26 companies had about 3 to
5 patent management personnel, and 2 companies did not
have any full-time patent management personnel.

At the time when the foreign patent management
investigation team conducted the investigation, only
about 30 companies had membership in the Japan Patent
Association (currently, Japan Intellectual Property Association).

July 2018 _vol.14
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However, by 1968, more than 200 companies had obtained
membership. It was certain that Japanese companies
were increasingly interested in patent management. The
problem was determining its contents, and furthermore, its
involvement in corporate management.

The importance of patents in corporate management was
mentioned in the introductory section of "Patents to Open
up Tomorrow" by Mr. Arakawa, the then Director of the Japan
Patent Office, as follows:

"There seems to be still a long way to go before patents will
be closely involved in corporate management policies and
corporate managers will make full use of patents as desired to
promote technology development.”

It was after the issuance of "Patents to open up tomorrow",
more specifically, in the 1980s and 1990s, that Japanese
companies truly recognized the importance of patents, tied
results of technology developments to patents, and made
full use of patent strategies to use the patents as leverage
for market competition. It was an era when internationally
competitive, state-of-the-art products such as cameras,
copying machines, color television sets, semiconductors,
automobiles, etc. were offered to the world. It had become a
common practice to thoroughly investigate one's company's
patents and other companies' patents at an initial stage of
technology development and obtain patents without fail
for a large number of improved inventions born through
technology development, and as a result, acquire more than
1000 patents for a single technological product. Forming
a thorough patent network had supported the product's
technological competitiveness. As a result, it is now common
for Japanese companies to spend more than 5% of their R &
D expenditure on intellectual property activities and precisely
link results of technology developments to patents and other
intellectual properties”.

6. Conclusion

During the transitional period from the era of technology
introduction to the era of voluntary technology development,
the Japan Patent Office issued "Patents to Open up
Tomorrow" and again advocated the importance of patents
and their connection to corporate management. In response
to this, the early publication system and the examination
request system had been introduced in the legal system,
while companies accelerated technology development
more than ever and had linked their results to patents or
intellectual properties. | would say that the rapid increase of
patent applications since the 1970s, the emergence of new
technologies from Japan, and the high evaluation thereof
in the world markets are a result of the proposal made in
"Patents to Open up Tomorrow."
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(2) Kaname Akamatsu (1962) "A Historical Pattern of Economic Growth in Developing Countries" The Developing Economies Preliminary Issue No. 1

March-August The Institute of Asian Economic Affairs, pp.3-25
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Grace period under the Japanese patent system and movement to harmonization

— Enhancement of protection for inventors under the first-to-file system —
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1. Introduction

Under the first-to-file system, an invention which is made
known before filing a patent application cannot be patented
because novelty is lost. In some cases, however, this principle
may be quite severe for an inventor. In order to provide some
relief to inventors, an exception to lack of novelty is allowed
for disclosure of the invention by the inventor, during a
predetermined period prior to the filing date. This period is
called the "Grace Period."

Japan, the United States and Europe each have the provision
of a grace period included in their patent systems. However,
the requirements for enjoying the benefit of the grace period
differ. For inventors, it would be desirable that benefits from
the grace period are common around the world. To this end,
discussions towards global harmonization of the grace period
have been ongoing.

This article describes and discusses the grace period
under the Japanese, U.S., and European patent systems, by
comparing them with each other, and also introduces the
movement to harmonize these patent systems.

2. Japanese Grace Period system

Under the Japanese patent system, the grace period has
the length of six months, and is counted from the filing date
of the Japanese patent application. If an inventor discloses
an invention within the period, to enjoy the benefit of
exception to lack of novelty, a written document that states
the applicant is seeking an application of exception to lack of
novelty must be submitted to the Patent Office, together with
a patent application, and a document to prove that fact must
be submitted to the Patent Office within 30 days after the
filing date of the patent application (Articles 30(2) and 30(3) of
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the Japan Patent Act).

At the time of establishment of the present Patent Act,
benefit obtained by the grace period was limited. This
meant to limit the exception within a minimum scope of
bailout for the inventor, so as not to give an unexpected
disadvantage to society. Under the provisions of Article 30 at
the time of establishment of the present Patent Act, allowed
reasons for disclosure by inventors were limited to work for
experiments, print in publications, exhibition in Expositions
or presentations in specific academic institutions, and the
claimed invention had to be identical with the disclosed
invention.

However, the provision that novelty is not lost only within
the disclosed scope may be severe for an inventor seeking
a patent. In an academic conference or a publication,
contents of a presentation are likely to be limited due to the
restriction of time or space. In the case where the contents
disclosed before filing the patent application were only
described in the specification, there was a possibility that
the written requirements were not fully satisfied, although
the grace period was applicable. In a further case, where a
patent application is filed describing an invention improved
or developed from the disclosed contents, there was a
possibility that the disclosed content might be regarded as
prior art to the invention. In order to solve these problems,
Article 30 was revised in 1999 so that the relief by the grace
period can be applied to the case where the scope of the
invention according to the patent application is wider than
the disclosed contents.

Limited modes of disclosure have caused another problem
for inventors when desiring to enjoy the benefit of the grace
period. Recently, research and development activities have
diversified due to advanced and complicated technology. For
financing or marketing, the cases where an inventor must
disclose an invention before filing a patent application have
increased. Furthermore, the concept of open innovation has
become familiar with research and development members,
and thereby an engineer often presents a technical idea to
get cooperation from others, or refers to others' technical
ideas in meetings such as workgroups and specialized
communities. Based on this background, the Patent Act was
revised in 2011 to deal with such situations, and the grace
period became applicable to the disclosure of an invention
by the inventor regardless the mode of the disclosure. The
convenience of the patent system can be enhanced and the
possibility of obtaining the right to the disclosed invention
can be increased for a university or research institute by
applying a grace period to disclosure regardless of the kind of
information transmission medium, or action.

The Japanese patent system has broadened the applicable
scope of the grace period by the amendment to the Patent
Act. However, it should be noted that the provision of Article
30 does not permit an exception to the first to file system.
An invention loses novelty and cannot be patented if a third
party discloses the invention during the grace period. It can
be said that the Japanese grace period protects the benefit
of an inventor while following the principle of the first-to-file
system.
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3. US Grace Period system

The U.S. had been a country of a first-to-invent system for
over 200 years, since the establishment of the Patent Act in
1790. Under the first-to-invent system, novelty of invention
can be secured before filing a patent application, which may
create the problem of intentionally delaying to file a patent
application.

By the amendment of the Patent Act in 1839, the U.S. patent
system introduced the grace period. This amendment meant
partially correcting the first-to-invent system and urging early
disclosure of an invention."” By the amendment of the Patent
Act in 1952, provisions with regard to novelty of invention
were stipulated. Section 102(b) stipulated a grace period of
one year from the date of filing a patent application in the
United States.

With the revised Patent Act in 2011 (AlIA: America Invents
Act), the United States Patent system introduced the first-
to-file system. Section 102 of the previous Patent Act was
drastically amended to the article providing the first-to-file
system. Under new Section 102(b)(1), the standard date of
novelty of invention is the effective filing date. If a US patent
application claims priority under the Paris Convention, the
effective filing date is the priority date, and as a result, the
grace period starts from the priority date. Notably, Section
102(b)(1)(B) is important, because once the inventor discloses
the invention within the grace period, novelty of invention is
not denied regardless the disclosure by a third party thereafter.
The grace period under the AIA can protect the invention's
novelty from the disclosure by, not only the inventor but also
another person.

The mode of disclosure to which the benefit of the grace
period is applicable is not limited. Application to the USPTO
for enjoying the benefit of the grace period is not required.
The claimed invention must be the same as the disclosed
invention. However, a verbatim or ipsissimis verbis disclosure
is not required  (see MPEP §2153.02) .

The U.S. patent system has shifted to the first-to-file system
by the AlA, however, the grace period still has characteristics
of the first-to-invent system. The AIA defines the new patent
system as “First Inventor to File” and the provisions of Section
102(b)(1)(B) specify the new patent system.”’

4. European Grace Period System

Article 55 of the EPC (European Patent Convention)
stipulates the grace period as six months. However, the scope
to which the grace period can be applied is extremely limited.
The grace period can be applied to evident abuse in relation
to the applicant or its legal predecessor, or the fact that the
applicant or its legal predecessor has displayed the invention
at an official, or officially recognized, international exhibition
falling within the terms of the Paris Convention. In case of
displaying the invention in an international exhibition, the
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applicant must state that the invention has been displayed
at the time of filing the application, and file a supporting
certificate within six months, in order to enjoy the benefit of
the grace period.

The reason why the scope is limited is to emphasize legal
stability, and to avoid the risk that the invention cannot be
patented in a country other than Europe, caused by the
inventor’s lack of consideration of the grace period. For
this reason, the EPC introduced the concept of absolute
novelty. Therefore, even if the grace period can be applied
to disclosure of the invention, if a third party discloses the
same invention during the time between the disclosure and
the time of filing a patent application, the earlier disclosed
invention cannot be patented because novelty is lost. It
can be said that the European patent system adheres to the
principle of the first to file system.

5. Comparative study

The U.S. patent system introduced the first-to-file system by
the AIA for harmonizing the patent system. Although current
patent systems in Japan, Europe and the U.S. adopt the first-
to-file system, the grace period in the U.S. patent system
protects an inventor more strongly than that in the Japanese
or European patent system.

Under the first-to-file system, the grace period is for
protecting an invention from the inventor's disclosure activity
which causes loss of novelty. In principle, disclosing an
invention by the inventor without filing a patent application
is considered abandoning the right to obtain a patent for the
invention. However, there may be a case where disclosure of
the invention before filing a patent application occurs. The
grace period under the first-to-file system is a special measure
for relieving an inventor in such case.

The patent systems in Japan and Europe require an
application procedure to apply the grace period to the
disclosure of an invention by the inventor before the Patent
Office. The required procedure is to submit a statement
claiming the benefit of the grace period and the fact of
disclosure of the invention. This is for the inventor to declare
that disclosing an invention by the inventor himself/herself
was due to an unavoidable reason and the disclosure was
limited. In addition, the scope of protection of an invention
by the grace period is restricted to the scope of which the
inventor's own disclosure activity does not constitute prior
art. In accordance with the principle of the first-to-file system,
an invention loses novelty by a third party's disclosure of the
same invention before filing a patent application, if the third
party discloses the same invention within the grace period.

The U.S. patent system shifted to the first-to-file system
by the AIA, but the grace period still has the characteristic
protection of the exception to the first-to-file system, in order
to continue the protection of the inventor under the first-to-
invent system. Under the first-to-invent system, novelty of
invention is not lost by any disclosures after completing the
invention. To protect the inventor’s profit, the AIA introduced
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the concept of “first disclosure”, which protects an invention
from the disclosure by a third party before filing a patent
application. Under the US. patent system after the AlA, it is
more advantageous to disclose the invention before filing the
patent application than to file an application in the normal
course. This fact typically shows the characteristics of the U.S.
first-to-file system.

6. Movement to patent system harmonization

In 19905, the discussion with regard to patent system
harmonization, which included discussions about the
grace period, was developed under the initiative by the
WIPO. However, discussion about unification of substantive
protection was at a deadlock due to confrontation between
advanced countries and developing countries. The
enactment of the AIA triggered an increase in the momentum
of re-discussion, and in response to this momentum, the
Tegernsee Meeting, in which patent system harmonization
was discussed among the major advanced countries, was
held.

The grace period was one of the main agendas at the
Tegernsee Meeting, held five times, and comparison of
the patent systems and practices among the participating
countries was done. In the fifth meeting in April 2014, the final
consolidated report was published and the result of collecting
opinions from users by each participating country’s Patent
Office was reported.” According to the report, the majority
of respondents to the Tegernsee surveys in Japan (78%) and
the U.S. (79%) are in favor of the grace period, in view of
encouraging early publication of inventions or as being user-
friendly for small entities. On the other hand, in Europe, only
a slim majority of respondents to European surveys overall
(53.8%) appear to be in favor of the grace period. However,
the majority of the respondents in Japan, the U.S., and Europe
(Japan 85%, the U.S. 84%, and Europe 83%) believe that the
grace periods should be internationally harmonized.

As for the specific direction of harmonization, a difference
of thought can be seen among Japan, the U.S. and Europe.
About the duration of the grace period, 65% and 56.7% of
the respective respondents in Japan and in Europe are in
favor of six months, while 65% of the respondents in the U.S.
favor twelve months. Furthermore, regarding mandatory
declarations, in Japan and Europe, a significant percentage
(Japan 64%, and Europe 62%) of the respondents indicated
that it should be mandatory for applicants to declare that
they are invoking the grace period, while a higher percentage
of U.S.-based respondents (71%) claimed that declarations
should not be mandatory where the grace period is invoked.

The difference in the responses about the support for a
grace period and its requirements may reflect the difference
among the current patent systems in Japan, the U.S. and
Europe. However, all three show great interest in the
international harmonization of the grace period. Future
discussion toward patent system harmonization should be
focused accordingly.
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On the other hand, the U.S. encourages other countries
to introduce the U.S.-type grace period during bilateral or
multilateral negotiations, in order to protect their own country’
s inventors. One example is the Free Trade Agreement (FTA)
enacted between the U.S and Korea in 2012. The U.S.-Korea
FTA includes many provisions with regard to the protection of
intellectual property rights, and Korea revised drastically their
intellectual property laws upon enacting the FTA. One of the
amended provisions was related to the grace period, and the
grace period of six months was extended to twelve months.

In October 2015, the Trans-Pacific Partnership (TPP)
was reached, with an agreement among twelve countries
including Japan and the U.S. Under the TPP, introducing the
grace period of twelve months is mandatory. In Japan, the
Patent Act has been amended to extend the grace period
without waiting for enactment of the TPP agreement.” The
US has now withdrawn from the TPP agreement, however, if
the TPP agreement enters into force, the length of the grace
period will be more harmonized.

7. Conclusion

Patent systems in Japan and Europe have limited the
applicable scope of the grace period depending upon the
principle of the first-to-file system, whereas the U.S. patent
system has accepted a broad applicable scope of the grace
period under the first-to-invent system. While the U.S. patent
system shifted to the first-to-file system under the AIA, the
grace period still has the characteristic protection of the
inventor under the first-to-invent-system, in order to continue
the protection of the inventor under the earlier system. The
requirements for a grace period under the Japanese patent
system have been approaching that of the U.S. patent system,
however the Japanese grace period essentially differs from the
U.S. grace period in the point that novelty of invention is lost
by a third party's disclosure within the grace period. On the
other hand, the gap of the benefit of the grace period system
is widening between Japan and Europe.

The opportunity for disclosing an invention by the inventor
before filing an application will increase. We can say that
geographical discrimination in protecting inventions, due to
differences in the grace period, is not preferable. On the other
hand, the principle of the patent system is that disclosed
inventions are given to the public. At the point of not only
protecting inventors but also for removing third parties'
concerns, early achievement of an internationally harmonized
grace period is most desirable.
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1. Introduction

I would like to introduce the case where a trademark
rejected during examination because of lacking distinctiveness
was registered later by a third party. The plaintiff of the
present lawsuit, the applicant, filed for an invalidation trial
against the third party's trademark registration and even a
lawsuit to cancel the trial decision. However, the trademark
registration was maintained.

According to the Trademark Act, novelty, as prescribed in
the Patent Act, Article 29(1), is not a registration requirement.
This is because a trademark is a selection from existing
words. Therefore, not only a trademark whose application or
registration was abandoned but also a trademark rejected in
examination may be registered later by a totally different third
party.

This case makes those working on trademarks reconsider
how far registrability should be pursued, particularly in the
case of rejection due to lack of distinctiveness.

2. Distinctiveness of Trademark

The Trademark Act, Article 3 stipulates that a trademark
lacking distinctiveness, i.e., a trademark indicating a common
name, quality or the like of the designated goods, a very
simple and common trademark, a trademark that cannot
be recognized as the goods pertaining to a business of a
particular person, and the like, are unregistrable (Trademark
Act, each item of Article 3(1)). This is based on the idea that a
trademark lacking distinctiveness cannot be a mark indicating
the source of goods or services and a common name or the
like of goods can be used by everybody and should not be
used exclusively by any person.

July 2018 _vol.14



ECIFIEVEVDSBEICEDVTVET,

XEEIR T, LWk 5iEE Frc(CRIES NICEE) hYRAl
HTHO. wRPFAHHENEINTVETD, [Panasonicl.
[OMRONJ. [Google] & FTNICEHLET, KICHES!
INBNESNDDIE, BENEIRCT, JNUE. FHEICE
HINTVD—RNLEETIEIHDDDD. IBEEM - %5
ERFRELELEDDHNORRUCEBZEZETDHDT
9, FIZIE. EBEERIOVE1—5(CEZlapplel. IBE
B[RS KD Ex] (CER[peach] A NICEBLE
T, LIRE. BERAER. SClmEiE. —RRRI. EWDIET
HMAIHINEE < E o TVE, EiFAIRECH D DIFBERNEIRE
TEETNTVET,

IEEEIREEMANEL. TDHRh SHRICHRNIEDDZR
RU. ZOBEENREEICREITDLDICLE - EGICH
ZANTWVL - EIEEEsE UCIFZTNHIEENTH D ED
o TWVWCH., WNISNBDEREREICIFREANGD D, EH
EHEEED (CIEVEFT T A, EEEMODMEREEDRHZS
ZEECTZE-ILLP IV, #RISDHEISEVEEREN
FIRENDT —R(FRULTHEL FEL EEDRBININGS
WEBDNSEROLREICET EMNZLL<ZITET, B5
DA, BESDC—REMCHNIEFR TSIV EZRL L
(FEITH. BERNEREEENEROLESSICET o+
FUDTA Y EEBONDT—ANELVDHAEIFETT,

CDXDFEZEDHBEICH LT, [HFTLDEIAE3IF
F1EESZERHE T OIERERENNRE SNBE. &
HFEEARF SR ClFTE <. BTN CHEOEZTRI 2ER
EZRHU. RBZITDCEICHEDERT, TN THHRRILEH
SKERNRHONT, EENEANZR LIEWLWT & ZBHE
UCIERETEZZ I cEEa. —RNICEZ0OmEE. SR
BELUTREFTELEVBODD., TABEROEETCHDEE
AO5NFT., HAR. HEADFBERATEDEEAFI,

UL ULIEA S, REDK D [CE—EEDNEBEE=EICKD
BRINICEA. RRIERATEDEEX ONTLICEEZRD
FRE. E=FOEFEDODRELLHTREMENEURT,

3. BOBE

(M 2 4 OERE SRR

KEFEADIREF. ERIEREYY Y 3V (REXF)IICD
WC. FE36BMEMDER |IFORBZEEL T, 200248
A 30 B CERERER (HEES 2002-073996) Z1TWL1E
Ufco BZERAICH U CTRETIE. [BROERN RN
VavIOFryFIU—ANEREVERHSEDICLER

@t | Article =3B H & BHICEEENBIENE=E I LV BERINEA (FR28E (77) $101915)

In the case of word trademarks, a so-called coined word
(newly created word) is considered to be most distinctive.
Examples include trademarks such as "Panasonic”, "OMRON",
and "Google". Second most distinctive is an arbitrary
trademark. An arbitrary trademark consists of a word selected
from a field totally different from the designated goods
or services, although it is a common word included in a
dictionary. Examples include the trademark "Apple" for the
designated goods "computer", and the trademark "Peach”
for the designated services "transportation by aircraft". The
distinctiveness becomes weaker in the order of a suggestive
trademark, a descriptive trademark and a common name.
A coined trademark, arbitrary trademark and suggestive
trademark are registrable.

As a trademark strategy, it is known to be ideal to create
a plurality of coined trademarks, select the most impressive
one, and put effort into advertising such that it becomes
widespread among consumers. However, there are cost and
time limitations. It is not uncommon to select a relatively less
distinctive trademark because it easily conveys the function or
the like of the designated goods to consumers, and | am often
consulted about a trademark application considered to be
less distinctive. If it is clearly a common name, | explain that it
is unregistrable. Actually, however, it is difficult in many cases
to determine whether a mark is a suggestive trademark or a
descriptive trademark.

When the Patent Office issues a Notice of Grounds of
Rejection for such a trademark application under each item of
Article 3(1) of the Trademark Act, the applicant argues against
the Examiner by filing a written opinion asserting that the
trademark application is not descriptive, but suggestive. If
the argument is not accepted and the decision of rejection
because of lacking distinctiveness is issued, the trademark is
generally considered to be usable by everybody, although
it cannot be used exclusively as a registered trademark. Of
course, the applicant can also use it.

However, when the trademark is registered later by a third
party, like this case, the use of the trademark considered to be
safely usable may now constitute infringement of the third
party's trademark right.

3. Outline of the Case

(1) Two Trademark Registration Applications

On August 30, 2002, the plaintiff of the present lawsuit filed
a trademark registration application (Appl. No. 2002-073996)
for the trademark "Ongaku Manshon (standard characters)"
(in Kanji and Katakana characters) (having the meaning of
"music apartment") designating Class 36 "Management of
buildings". As to this application, the Patent Office judged
that it only evoked a catchphrase-like meaning of "apartment
where music can be played", and issued a Notice of Grounds
of Rejection under the Trademark Act, Article 3(1)(vi). The
plaintiff filed a written opinion asserting that the term
"Ongaku" did not indicate the quality in relation to "Manshon"
and thus did not evoke the above meaning. However, the
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argument was not accepted and the decision of rejection was
issued on July 8, 2003. The plaintiff did not request an appeal
against the decision of rejection, and thus, the decision of
rejection became final and conclusive.

However, on May 9, 2013, the defendant of the present
lawsuit filed a trademark registration application for the
trademark "Ongaku Manshon (standard characters)" identical
to the plaintiff's trademark application, designating Class
36 "Management of buildings" and Class 37 "Construction”.
Although a Notice of Grounds of Rejection was similarly issued
under Article 3(1)(vi), a decision of registration was issued on
May 21, 2014 as a result of filing a written opinion, and the
trademark was registered (Reg. No. 5675530).

(2) Invalidation Trial (Trial No. 2015-890094)

The plaintiff, engaged in planning, construction, selling and
the like of apartments, continued to use "Ongaku Manshon"
as the designation of a sound-insulating apartment, together
with the trademark "MUSISION" (Reg. No. 4766827), after the
application was rejected.

Thus, the plaintiff requested an invalidation trial against the
defendant's trademark registration "Ongaku Manshon" (Reg.
No. 5675530) under the Trademark Act, Article 3(1)(vi). The
grounds for request were that the term "Ongaku Manshon"
indicated a sound-insulating apartment where musical
instruments can be practiced, and was used as a common
name in newspaper articles and magazines, and that in the
decision of rejection for the demandant's application, the
Patent Office judged that the trademark "Ongaku Manshon"
only evoked a catchphrase-like meaning of "apartment where
music can be played".

In response to the demandant's arguments, the Patent
Office judged in the trial decision that "Ongaku Manshon"
formed by combining the characters "Ongaku" with the
characters "Manshon" did not have a particular meaning
and thus it was reasonable to understand it as a type of
coined word. The trademark "Ongaku Manshon" was thus
recognized as a coined word. The Patent Office also judged
that a building like "Ongaku Manshon" having certain
specified quality and contents did not ordinarily exist as a type
of building, and there were only a few cases of using it as an
example of a building focused on acoustic performance. The
demandant's argument about the use as a common name
was thus denied.

Furthermore, the Patent Office judged that the evidence
submitted by the demandant as examples of common use of
the term "Ongaku Manshon" was related to the demandant's
apartments or those involved, and thus, common use of
the term "Ongaku Manshon" could not be accepted based
on this evidence. The Patent Office also judged that even
if a third party other than the demandant used "Ongaku
Manshon" as the designation of an apartment, there were
only a few examples of use and thus it was impossible to
say that the term "Ongaku Manshon" was commonly used
among dealers and consumers to such an extent that it could
not be recognized as the services pertaining to a business
of a particular person. The demandant's argument was thus
denied on the grounds that the term "Ongaku Manshon" was
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mostly used by the demandant and there were only a few
examples of use by a third party other than the demandant.

In conclusion, the trademark registration "Ongaku Manshon"
(Reg. No. 5675530) was maintained.

(3) Lawsuit for Canceling the Trial Decision (Heisei 28 (Gyo
Ke) No. 10191)

The plaintiff filed a lawsuit to cancel the trial decision
against the invalidation trial. The grounds for canceling the
trial decision were an error of finding in the trial decision, as
well as a violation of the principles of equality, estoppel, and
faith and trust, based on rejection of the plaintiff's trademark
application.

However, the Court judged that there was no error of
finding in the invalidation trial decision and the trademark
"Ongaku Manshon" had distinctiveness. The Court made a
judgment similar to the trial decision that although "Ongaku
Manshon" produced an abstract concept of an apartment
related in some way to music, it included various meanings
such as an apartment where music can be heard and an
apartment where music can be played. Therefore, as it did
not produce a particular concept, it was natural to understand
it as a coined word, and it did not indicate a particular service.
The Court also judged that there was only one example
of using "Ongaku Manshon" as indicating the apartment's
certain quality of "apartment where music can be played" and
the other examples were directed to the particular apartments
built by the plaintiff, and thus, common use of "Ongaku
Manshon" as indicating the apartment's certain quality and
feature beyond the meaning of a specific apartment could
not be recognized.

Furthermore, the Court judged that the decision of
rejection received by the plaintiff from the JPO had an error
in determination as to whether it fell under the Trademark
Act, Article 3(1)(vi) and thus the decision of rejection should
have been canceled by way of requesting an appeal against
the decision of rejection. Thus, the Court admitted the Patent
Office's error in determination and stated that the plaintiff's
argument was unreasonable because the plaintiff did not ask
for proper determination by requesting an appeal against the
decision of rejection.

The plaintiff appealed against the court decision. However,
the appeal was rejected and the court decision became
final and conclusive. As a result, the trademark registration
"Ongaku Manshon" (Reg. No. 5675530) was maintained.

4. Review

(1) As to Court Decision

Since the trademark registration was maintained, the
plaintiff was forced to change the designation "Ongaku
Manshon". The plaintiff now uses "Bouon Manshon".
Although there is plenty of room for sympathy, the trial
decision and the court decision seem to be reasonable in
view of the fact that "Ongaku Manshon" is not necessarily in
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widespread use as the common word among consumers.

A portion of the court decision to be particularly noted is
that the plaintiff's argument was unreasonable because the
plaintiff did not ask for proper determination by requesting an
appeal against the decision of rejection.

In view of the fact that the decision of rejection was issued,
a trademark determined as lacking distinctiveness is generally
considered to be safely usable by the applicant although it
cannot be used exclusively. Thus, in the case of a trademark
unclear in distinctiveness, the method of filing an application
and receiving the decision of rejection, or the method of not
requesting an appeal against the decision of rejection may be
adopted.

However, the Japan Patent Office Annual Report (2016
Edition) shows that the number of requests for appeal
against the decision of trademark rejection (2015) is 853 and
588 requests are admitted, which is nearly twice the 306
unadmitted requests including 3 withdrawals. That is, an error
of determination in examination is found in about two out of
three appeals against the decision of rejection.

In addition, the court judged that many examples of use of
"Ongaku Manshon" submitted by the plaintiff were directed
to the particular apartments built by the plaintiff, and thus,
the use of "Ongaku Manshon" by the plaintiff seems to have
had distinctiveness. Waiving registration by not requesting an
appeal against the decision of rejection may lead to missing
an opportunity to assert the credibility embodied into the
trademark.

The strategy of ensuring free use of a trademark based
on the decision of rejection on the grounds of lacking
distinctiveness should be reviewed.

(2) As to Trademark Application Considered to be Less

Distinctive

What measures can be taken when a trademark considered
to be relatively less distinctive is selected? First, it is important
to, before filing a trademark application, clarify the use plan,
use range and the like of the trademark and preliminarily
consider how far registration should be pursued based on the
importance of the trademark.

(i) In the Case of Desiring Its Own Right of Safe Use

In the case of ensuring its own right of use but not desiring
exclusion of the third party's use, it is conceivable to combine
a figure having distinctiveness with a trademark or create a
logo from a trademark. Then, the trademark can be registered
because the figure or log has distinctiveness. In this case,
even if the original trademark consisting only of characters
has distinctiveness, a third party's trademark registration
consisting of the same characters can be excluded and its
own right of use can also be ensured.

In addition, it is not obvious at first glance whether the
trademark was registered because of distinctiveness of the
word itself or because of the figure or the like. Therefore, the
effect of deterring the third party's application about the same
word combined with a different figure can also be expected.
(ii) In the Case of Desiring Both Its Own Exclusive Use and

Exclusion of Third Party's Use

In this case, it is necessary to file an application with
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standard characters and fight at great cost and time. It is
necessary to pursue registrability as much as possible by
not only filing a written opinion but also requesting an
appeal against the decision of rejection or filing a lawsuit for
canceling the trial decision.

A method of winning registration by making a trademark
well-known is also conceivable. The Trademark Act, Article
3(2) stipulates that a trademark that falls under any of the
Trademark Act, Article 3(1)(iii) to (v) may be registered if,
as a result of the use of the trademark, consumers are able
to recognize the goods or services as those pertaining to a
business of a particular person. Examples of the trademarks
registered by application of the Trademark Act, Article 3(2)
include the trademark "Unagi Pie" (Reg. No. 4436728 and
others, designated goods "pie confectionery to which the eel
flavor is added"), the trademark "au" (Reg. No. 4836315) and
the like

It is important to continue to use a trademark and try again
to make it well-known even when registration is given up. At
this time, it is safer to register the trademark in a logo form to
ensure the right of use, and try to make it well-known

At the same time, it is also to be noted that even when
a preliminary trademark search shows that a trademark
consisting of the same or similar word was rejected because
of lacking distinctiveness, with effort, it may possibly be
registered.
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KOLOMENSKOYE

Keiko NOIKE

Sub-Leader, Foreign Cases

t was a long time ago when | traveled Russia as a
I student. At that time, Russia was the Soviet Union and
a visa was required for entry. Foreign travelers were
assigned to designated hotels, so |, although a student,
stayed at an exclusive hotel. As a result, | luckily happened
to see the genius boy pianist, Evgeny Kissin, having a meal
with his mother at a restaurant in my hotel on the same
day | went to his concert with the Leningrad Philharmonic
Orchestra.

The weather was gloomy all day long every day in
February in Russia, with dark, cloudy skies. The travel book
I had assertively said, "Spring in Russia starts from the 15th
of March.", which | doubted to be true. | was surprised
however, that on precisely the 15th of March, the sun
came out and the weather completely changed. Snow on
the streets began melting and the feel of Spring was in the
air over the city of Leningrad.

An interesting event happened when | was in the
subway going to Kolomenskoye, famous for a beautiful
suburb of Moscow, with buildings from the 16th and 17th
centuries.

The subway in Moscow was well developed and a large
number of lines extended radially from the center of
Moscow. For transit, | had to go up and down long
escalators that were three times as long as those in Japan,
and | ended up being lost in the station. There, | asked a
local lady for the way to the line for Kolomenskoye.

Unfortunately however, the fact is, | could not make
myself understood. No matter how hard | tried to say the
name, | failed. Finally, I had no choice but to go up to the
nearby signboard of the railway map and point at
Kolomenskoye station for her. Instantly, she screamed
"Oh!l Kolooooomenskoye (Ko mome H c K 0 e)!,"and
she gave me the direction right way.

It was a moment etched in my mind that accent is
important.

July 2018 _vol.14



A Magic Phrase

Noriko OOGURI

Translator

n etter late than never!"---this is one of my favorit
B phrases. When | first learned this proverb I was a
high school student, and | thought what an encouraging
phrase it is. The literal meaning of this proverb is that it is
better to do something late than to never do it, but |
interpret the proverb more broadly and positively as
teaching "it is not too late to start something, and the
important thing is to try and not give up". This phrase
helped me on many occasions whenever | met with
setbacks and whenever | tried new things.

As | grow older, however, | feel that it has become more
and more difficult to start something new or put
something into action. In fact, in the past several years,
there were numerous things that | had thought about
trying but were not eventually realized: reading books that
I bought but left unread, travelling to see an old friend,
starting off piano practice, trying an ocarina, making bread,
learning Ayurveda, --- etc. Due to my lazy nature however,
| often found excuses for not putting them into practice---
am busy with my work and don't have enough time, | have
to rest during the weekend and sleep at home rather than
being active, | don't have enough money right now -+ etc.
Nevertheless, the phrase "better late than never" was
always in my mind, and | thought that | should change the
situation full of excuses.

The turning point for me to take a step forward was
about nine years ago, when | decided to change my career
to become a translator. The phrase "better late than never"
again gave me a push to start a new thing, translation.

The decision gave me a chance to work here at Fukami
Patent Office from two years ago. Since | began working at
this office, I have been inspired by the people here who
keep working hard to make progress in their skills.
Working surrounded by such people has made me realize
anew that | have a lot of things to learn and have to quit
making excuses. Now | should again remember the "better
late than never" spirit not to hesitate to learn new things. |
will take this phrase to heart and embrace new challenges
to enhance my skills as a translator. As this phrase teaches,
| believe | can start anything, anytime.

©BEZ | Essay
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EE ﬁ@%}‘:ﬁ Explanation

% Effective Business Letter Writing

Gerald Thomas MCIArb
Director of Foreign Affairs - Fukami Patent Office, p.c.

Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill developed by learning the theory of professional style and having frequent practice.
Starting in the last volume | began discussing the impact of culture on effective communication. A central feature of
communication is that it is a human activity, which is produced and interpreted through the subjective perspective of the
parties. This is a cause of frequent misunderstandings, and cross-cultural communication is even more complicated as
meaning is often taken for granted based on unspoken rules and assumptions related to a particular group. For this
reason, it is imperative that a writer consider how the reader will interpret correspondence based on the reader's own
background. | would like to continue to share some of my experiences in supporting the cross-cultural communication of
my Japanese clients over the past 25 years.

The Japan That Can't say "No"

Anyone who has been in Japan for a while will likely tell you that Japanese people generally do not like to say the word
"No", or to state refusal to a request in a direct manner. This particular cultural trait has been written about countless
times, because it is largely true and it has been the source of many problems between Japanese people and others. The
reason behind this custom is admirable - in Japanese culture, to express refusal directly in verbal or written words is
considered impolite. Unfortunately however, while this concept may be useful when in a familiar relationship, with
common non-verbal cues to provide context, in international business the reluctance of a party to clearly express a
negative response is a major source of potential misunderstanding.

I am continually seeing this in written correspondence as well as in face-to-face meetings. As an example, just recently |
reviewed a letter wherein a Japanese writer was explaining to a foreign associate that a particular course of action
suggested by the associate "would be difficult". To most Western lawyers such a phrase would generally mean the
suggestion might work with some modifications. However, in Japan, such a phrase really means "virtually impossible".
The Japanese writer does not want to tell the foreign associate the suggestion will not work, but does not want to offend
him by turning down his idea directly .. .and so the writer understates the situation, leading to potential
miscommunication and possible frustration on both sides.

My advice to the Japanese attorney is simple - be direct and add polite expressions around the direct phrase to make it
more comfortable. For example, the writer could say, "Unfortunately, while | greatly appreciate your suggestion, it will not
be acceptable with the Japan Patent Office. Thank you but we must find another way." In this manner the need for clear
communication can co-exist with the writer's cultural desire to avoid sounding too direct. This also works in the reverse.
Foreign attorneys specializing in Japanese business will politely but firmly refuse their Japanese counterparts in a manner
that seems needlessly modest and almost apologetic in the eyes of their less-knowledgeable foreign associates. Such a
polite refusal however, will be better accepted by the Japanese side and not negatively affect the relationship of the
individual negotiators .

By writing with an understanding of the reader's expectations and culture, communication can be more effective and
successful.

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
fifteen years. As the Director of Foreign Affairs he supervises the quality of English communications between Fukami Patent Office and
its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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