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Government and Patent Office Related Information

® On May 5, 2018, Makiko Takabe was appointed as the seventh Chief
Judge of the Intellectual Property High Court. Takabe became a legal
apprentice (33rd Year) in 1979 and was thereafter appointed as a
judicial research official of the Supreme Court in 1998 and as a judge of
the Intellectual Property High Court in 2009.
(Intellectual Property High Court, May 5, 2018)
® "The Bill for the Act of Partial Revision of the Unfair Competition
Prevention Act, etc." was announced on May 30, 2018. The revision
includes: establishing the right to demand an injunction against illicit
obtainment of data, etc,; extending the time period for Exceptions to
Loss of Novelty of Invention and Design from 6 months to one year;
and denying retroactive effects with respect to the filing for divisional
applications from trademark applications for which the fee is unpaid.
(JPO, May 30, 2018)
® National Institute of Information and Communications Technology
(NICT) announced that neural machine translation, researched and
developed by the Advanced Speech Translation Research and
Development Promotion Center, was adopted as the core technology
of the JPO 's next machine translation service.
(NICT, July 10, 2018)
® The JPO acquired a trademark right for the logo of "Regional Collective
Trademark System", promoted by the JPO. It was the first time in its
130-year history that the JPO, the examining authority, had acquired its
own trademark right.
(Kobe Shimbun, September 13, 2018)

Cases and Others

® The Supreme Court, Third Petty Bench rejected the appeal made
against a Grand Panel judgment of the Intellectual Property High Court
regarding the validity of a patent for which patent term extension had
been registered. This finalized the second instance judgment of the
Intellectual Property High Court that had given an award against the
Swiss pharmaceutical company Debiopharm.
(Nihon Keizai Shimbun, May 9, 2018)
® "International Arbitration Center in Tokyo", an arbitral institution
specializing in disputes about intellectual property, was established
under the leadership of Randall R. Rader, a former Chief Judge of the
United States Court of Appeals for the Federal Circuit. Former judges
experienced in Japan, the United States, Europe, China, etc. were
registered as arbitrators. Katsuya Tamai, a professor at Tokyo
University, was appointed as the CEO.
(Nihon Keizai Shimbun, September 3, 2018)
® The Tokyo District Court made a judgment ordering "MARICAR", which
provided a public road go-kart service with rental clothes imitating
those of the characters in the "Mario" game, to stop unfair competition
and pay damages.
(Nihon Keizai Shimbun, September 27, 2018)
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Patents to Open up Tomorrow

This paper, so-called Japan's first patent white
paper, was published in 1968 by the JPO. Pointing
out the importance of Japan's own technical
development and corporate patent management,
the paper made a huge contribution to corporate
technical development and effective patent use in
the following decades. For details, see "Patents to
Open Up Tomorrow, and Its Era" in the Article
section of Vol. 14.
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Travelogue on Visit to Japan

From around the end of the Edo Period to around the
beginning of the Meiji Period, a large number of foreigners
visited Japan, a small country in the Far East. Many of such
foreign visitors wrote travelogues in which their astonishment at
seeing Japanese farmers' diligence in farming was recorded.
Isabella L. Bird, an English woman, visited Tohoku and
Hokkaido districts in 1878 (Meiji 11). According to her
travelogue, scanty plowlands rescued from mountain-sides are as
exquisitely trim and neat, as perfectly cultivated, and yield as
abundantly of the crops which suit the climate, as the broad acres
of the sunny plain of Yonezawa, and this is the case everywhere.
She says that the weed-grown field of the sluggard has no

existence in Japan.
Transition to Small-Family-Based Farming

Akira Hayami, a professor emeritus of Keio University,
conducted a detailed study of religious registrations (Shumon
Aratame Cho) to reveal some facts including the population
transition and change in family structure, particularly in the Suwa
District, Nobi District, and Nishijo Village in Mino Province,
during the Edo Period. One of the revealed facts of high interest
is the transition in structure of the farming household, from a
large family to a small family consisting of a married couple and
several children. When the development of new farms starting at
the beginning of the Edo Period was reaching its peak and
additional farms were difficult to develop, farming houscholds
were changing from large families to small families. Because the
harvest obtained by the efforts of a small family was entirely
enjoyable by the family, all the family members devoted every
effort to enhance their crop, regardless of whether their available
land was a tiny rice paddy or field.

In the history of agricultural progress in Europe, the number of
plowing animals such as horses increased relative to the farming
population. In Japan, on the contrary, the number of horses
decreased in the Edo Period. In early years in the Edo Period or
17th century, the number of horses was about one per 20 people
in a village. In late years in the Edo period or 19th century, the
number of horses was about one per 100 people in a village; in
other words, only one horse per 20 households, or at most five to
eight horses per village. Farmers chose to rely on themselves,
rather than on horses in plowing, namely they chose self-made

agriculture.

Industrious Revolution

Villagewide efforts were devoted, naturally, to accumulating
improvements in every aspect, because an annual tribute had to

be paid village by village. In every village, progressive and
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innovative farmers accumulated various kinds of knowledge in
agriculture, made continuous efforts to achieve improvements,
and conveyed useful knowledge to each farming household in the
village, so that the whole village might achieve agricultural
improvements. Once every few years, some farmers, as
representatives of the village, went on a pilgrimage to the Ise
Shrine. It is said that they all carried bamboo sticks. On the way
to and back from the Ise Shrine, they paid attention to crops such
as vegetables, paddies, or fruit grown on roadside fields and, if
they found a crop of interest, politely and humbly asked the
owner of the crop to spare its seed, in order to bring it back in the
bamboo stick. Returning to the village, they tried the seed to find
whether it grew successfully. According to books on agriculture
in Japan, it is recorded that Owari district had 161 species of
foxtail millet, 75 species of Japanese barnyard millet, 143 species
of barley, 65 species of wheat, 21 species of buckwheat, and 129
species of soybean. These were the fruits of breed improvements.

This is named industrious revolution by Professor Hayami.
Linkage to Modernization

After the Meiji Restoration, Japan followed a road to
modernization. There have been many arguments on the reasons
why Japan succeeded in modernization in a short period. One
key factor is the basic educational system established typically by
private elementary schools called Terakoya, which contributed to
the high literacy rate of the Japanese. Another factor is the sense
of public and private morality assumed by warriors (bushi) in the
ruling class. Still another factor is that the whole society avoided
collapse despite the significant change of the political system.
Now, an additional factor to be considered should be the
industrious revolution in which family members cooperated with
each other to devote themselves to time and labor-consuming
cultivation.

The textile industry was the most important industry for the
acquisition of foreign exchange in the Meiji Period. Particularly
in the silk industry, many farming households were involved. All
family members worked hard and diligently from before dawn to
late in the evening, for producing high-quality silk. Moreover,
members of each administrative district racked their brains for
refinements and improvements. We can see in this the significant
influence of the industrious revolution established in the Edo
Period.
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About Foreign Intellectual Property Information
Report

Almost 10 years have passed since we started to post
"Foreign Intellectual Property Information Report" on our
homepage (https://www.fukamipat.gr,jp/report/). Since the
first report was posted in 2009, a total of 37 reports including
246 articles were posted as of January 2019. For preparing
these articles, each of our patent attorneys belonging to
our Foreign Intellectual Property Information Committee
(currently including 13 members) selects an appropriate
subject, which is then examined in an editorial meeting.
Based on the examination results, the committee member
who has selected the subject writes an article. Since the
patent attorneys serving as committee members are patent
practitioners expert in the patent practice in their specialized
fields, they fully utilize their knowledge and experience as
patent practitioners for selecting and writing the articles.
We have been issuing the reports for ten years thanks to
our readers' support and all the past and current committee
members' efforts.

Trigger for Report Issuance

Ten years ago, | proposed issuing this "Foreign Intellectual
Property Information Report" (originally called "Foreign Patent
Information Report"). Since then, | have been involved as an
editing manager except for a short period of time. The reason
why | proposed issuing such a report is based on my past
experience in a corporate intellectual property department.

About 20 years ago, a manager of the intellectual property
department where | worked at that time showed me
information about revision of Australia's patent law sent
via facsimile. According to the manager, he could obtain
such helpful information from articles written in Japanese

January 2019 _vol.15
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about foreign patent information that were periodically sent
from the patent office run by a patent attorney who was his
personal acquaintance. He also said that he was thinking of
offering a job to this patent office if occasion arises though
there was no direct business connection at that time.
Unlike the present circumstances, it was difficult to obtain
information about foreign intellectual property in those days.
| directly felt the effect that periodical supply of intellectual
property information could contribute to our customers.

After joining Fukami Patent Office, | noticed that various
kinds of information was sent from many overseas attorneys
related to our patent business. Since fresh information
sent from overseas attorneys was treated as a precious
source of information also in the corporate intellectual
property department, | certainly believed that supply of such
intellectual property information could be greatly helpful to
our customers.

Based on such an experience, | proposed issuing "Foreign
Intellectual Property Information Report" as a periodical
publication ten years ago. The issuance style and cycle have
been changed as follows.

Changes in Editorial Policy and Style

At first, one report featured one theme. At that time, large-
scale law revisions frequently occurred in various countries.
Accordingly, this issuance style (one theme in one report)
was suitable because issuance for each revision allowed us to
provide detailed information about each revision at a relatively
early stage.

After several years, we started to discuss how to select
the overflowing intellectual property information and then
reached the current issuance style as follows. Specifically,
we get approval to post information on our homepage from
32 overseas patent offices in 10 countries. From among
the information sent from reliable overseas patent offices,
we select a wide variety of information desirable for our
customers and then edit the selected information. Thus, we
post a report including about 10 topics on a quarterly basis. In
addition to information on infringement-related trials, we aim
to include the largest possible amount of information about
legal system revisions and court trials that can be useful in the
patent right acquisition procedures in which our customers
are often involved. Articles about designs and trademarks are
also introduced in each report.

Information and Request

We provide the service to send article titles by e-mail
upon each new issuance of "Foreign Intellectual Property
Information Report". Please do not hesitate to contact us
through our main e-mail address (info@fukamipat.gr.jp) since
your opinion about our articles will let us know your required
information and also significantly encourage the committee
members preparing each issue.
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Technology Transfer in History

— Cases of England, France, the U.S., Germany, and Japan in History —
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1. Introduction

In international society, China is frequently criticized for
its serious problem of counterfeit products. Some praise
the recent increase in global competitiveness of Chinese
technical products, while others criticize that the increased
global competitiveness has been accomplished by imitating
and learning technologies of European, American or Japanese
companies. Problems are indeed taking place on various
occasions. In view of history, however, the following historical
fact can be found: in order to compete with other countries,
Europe, the U.S., and Japan all acquired a state-of-art
technology from a technically advanced country at that time
by imitating and introducing it. In view of history, the present
article compares and discusses such technology transfers in
the cases of England, France, the U.S., Germany, and Japan.

2. England before the Industrial Revolution

As a result of the great progress from the Industrial
Revolution in Britain in the 18th and 19th centuries, Britain
attained predominant global competitiveness in terms of
technology and trade. In the 16th century, i.e., 200 years
before the Industrial Revolution, however, England was
a developing country technologically behind ltaly, the
Netherlands, and the like, which were advanced countries in
Europe. Actually, in the middle of the 16th century, England
imported many high-value-added goods from the European
continent. The imported goods included, among others,
pins, glass, worsted fabrics, knives, silk, linen yarns, and soap.
Particularly important imported goods were cast iron and
steel, as well as guns, cannons, and bullets, which were made
from the cast iron and steel.

William Cecil, a Lord Treasurer in the Elizabethan era,
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hired investigators to fully examine the technological and
agricultural situations in countries across the European
continent, and propelled a technology introduction policy
based on reports from the investigators. Cecil's policy was to
invite, from the continent, artisans with skills in manufacturing
technologies new to England. Commercial and industrial
guilds across England, however, had exclusive sales rights
in their respective territories. In order to displace them,
Cecil granted exclusive rights to the foreign artisans to allow
them to run businesses. According to Joan Thirsk of Oxford
University, a patent for the manufacturing of glass was
granted as the first patent of such exclusive rights in 1552,
and a patent for mining and metallurgy was granted as the
second patent in 1554

In "Introduction to Modern Economic History in Europe”,
Hisao Otsuka, a western economic historian, quoted the
following words of Daniel Defoe: "A kind of proverb that
always tells Englishness is that English is better at modification,
rather than invention." The term "modification" herein means
to imitate and slightly modify technologies of other advanced
countries at that time such as France, the Netherlands, and
Italy. After the success of the Industrial Revolution in Britain,
however, technologies in Britain were imitated conversely.

3. France in Ancien Regime

How did France before the revolution introduce new
technologies from other countries? As with England, the new
technologies were introduced by immigrating artisans skilled
in advanced technologies to France. As a famous example,
it was well known that in the middle of the 17th century,
when Jean Baptiste Colbert attempted to invite glass artisans
of Venice to France, a Venetian ambassador in France killed
some artisans before secrets of manufacturing of glass were
leaked .

One of the technological innovations attained in Britain at
the time of the Industrial Revolution was a coke blast furnace.
In 1774, in order to introduce such a coke blast furnace into
France, the French government sent a copper mine owner's
son to Britain to learn the technology. In addition, a British
named Wilkinson was invited to France, thus succeeding
in manufacturing a coke blast furnace, a coke producing
apparatus, a reverberatory furnace, and a boring machine.
The French government paid more than 7,000 pounds to
Wilkinson as a reward.

It was a technology introduction policy in France before
the revolution that when inviting artisans skilled in new
technology to France, not only patent rights were granted for
new technologies as exclusive rights but also the inventors
were rewarded by providing them with financial aid necessary
for the spreading of the new technologies or collecting usage
fees for the patent rights. Actually, over the 50-year period
from 1740 to 1789, the Bureau of Commerce provided a total
fund of 5,500,000 pounds to entrepreneurs in connection
with new technologies.

An example thereof can be found in the flying shuttle loom.
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In 1733, a Englishman, John Kay, made an improvement
in the invention of a loom. A method in which a shuttle
including a weft thread was put in and out with both hands
was modified as follows: a roller was attached to the shuttle
to pass the shuttle back and forth. Although this was a simple
modification, the shuttle can be moved back and forth with a
single hand, rather than both hands as before. Accordingly,
productivity was greatly improved and textiles with larger
widths could be manufactured. Although Kay, the inventor,
obtained a patent for the flying shuttle in Britain, he could not
gain profits, i.e, the flying shuttle was just imitated. Kay, in the
depths of despair, moved to France.

In France before the revolution, a filed patent application
was examined mainly by Paris Academy of Sciences. Three
examiners analyzed functions of the flying shuttle to clarify
productivity, quality, ease of use, and the like. As a result,
the French government granted a patent. In 1748, an
examiner of the government introduced the inventor, Kay,
to a loom manufacturer as a promising business partner.
The manufacturer accepted it, and decided to invest 16,000
pounds under conditions that a royalty was obtained from
woolen textile manufacturers, and the royalty was collected by
the examiner. Kay taught the technology of the flying shuttle
to many workmen, and the flying shuttles were gradually
spread throughout France.

4. U.S. Adopting Technology from Britain

Many of the first immigrants from Britain to the U.S. in 1607
died due to the harsh winter there. In view of this, Captain
John Smith requested the Company of London, which
carried the immigrants, to send many carpenters, agriculture
engineers, blacksmiths, stonemasons, and woodcutters
on the second immigration ship. The colony could not be
managed without skilled artisan immigrants. Since the era
of the Mayflower, technologies in the U.S. had been basically
dependent on Britain. Moreover, in 1776, the year of the
Declaration of Independence, the Industrial Revolution was
progressing in Britain.

In the middle of the 17th century, the iron industry in
the U.S. was started on of the banks of the Saugus River in
Massachusetts. The state council offered land for constructing
ironworks for blast furnaces and forging, and granted rights in
the state such as an iron ore mining rights, the right to acquire
charcoal and construction material, and exclusive production
rights. Executives and artisans of the iron industry were
recruited from iron industry areas in Wales and England.

The textile industry and its technology played an important
role in the Industrial Revolution. In 1765, Britain enacted a
bill to prohibit emigration of skilled artisans. In 1774, Britain
enacted a bill to prohibit the export of cotton spinning and
textile related machines, design drawings, and models to
foreign countries. In this era, the U.S. needed state-of-the-art
cotton spinning machines and textile machine technology
from Britain. This need was satisfied by Samuel Slater and
Francis C. Lowell.
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Slater, who was from Britain, had learned water-wheel
spinning technology by Arkwright when he was in Britain.
While circumventing the bill to prohibit the emigration of
textile artisans, Slater emigrated to the U.S. and started an
Arkwright type cotton spinning factory in the Rhode Island
state. Slater requested carpenters, blacksmiths, and mechanics
to manufacture the whole set of spinning machines based on
Slater's memory, and the spinning machines were successfully
manufactured. Lowell, who had a sense of modern business
management, visited Britain in 1810 to search for state-of-
art textile technology, and started the Boston Manufacturing
Company, which became a leading figure of the textile
industry that fully used the state-of-the-art technology in the
U.S. In view of the technological relationship between Britain
and the US. at that time, it is well understood that in the U.S,,
Slater is highly praised as the father of the modern textile
technology, whereas in Britain, Slater is severely criticized as a
traitor who carried away the important technology .

Alexis de Tocqueville, a French noble, traveled to the U.S.
in 1831 and wrote "Democracy in America" as a result. In
Democracy in America, Tocqueville stated that inventions
from Europe were skillfully put into practical use in the US,
were completed in the U.S., and were marvelously applied to
necessities of the country. It is similar to Defoe's comments
on technologies in England.

5. Germany Catching Up

Each of territorial states of Germany impoverished as a result
of the Thirty Years' War had to catch up in terms of industry,
technology, and culture. In the middle of the 18th century,
Frederick the Great in Prussia promoted industries. A policy to
introduce new technologies at that time was similar to those
used in France and the U.S.: engineers of Prussia were sent to
a Watt's factory in Britain in order to learn the secrets of steam
engines, and a Watt type steam engine was successfully
manufactured for the first time in Germany in 1785 after
the return of the engineers; an engineer from Scotland was
invited to Prussia in order to introduce coke blast furnace
technology; or similarly, engineers, artisans, and workers in
Britain were recruited with a generous financial conditions in
order to build spinning factories.

Such a manner of introducing state-of-the-art technologies
from Britain was greatly changed by P. C. W. Beuth, a Prussian
bureaucrat. For earnest development of Prussia after the
Napoleonic Wars, in 1823, he made a long-term inspection
tour to France and Britain for half a year. He wrote a vast
quantity of reports as to the inspection, and insisted on
implementing a policy different from the previous technology
introduction methods. His policy was centered on the
Prussian Society for the Promotion of Industrial Diligence.

This Society consistently and systemically collected and
utilized state-of-the-art technology information in Britain,
imported and exhibited state-of-the-art machines, constructed
models, and trained engineers. The high technology
information collected mainly from Britain was utilized in a
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library in the Society, and the latest machines were imported
from Britain while circumventing regulations therein. A
collection of the imported machines were exhibited, and not
only were models fabricated but the machines themselves
were also imitated. Characteristically, copper plate engraving
factories for such state-of-the-art machines were also built.
These factories were for copper plate printing of detailed
design drawings of the machines. The detailed design
drawings are very beautiful drawings, and still remain. Based
on this cutting-edge technology information and knowledge
system, many engineers were trained in industrial technical
schools. Beuth considered it important to yield original
technologies in Prussia, rather than keep on imitating the
latest technologies of Britain. Beuth systematically planned:
the setting of questions for prize competitions for industrial
expositions; the evaluation of technologies, the applications
for the prize competitions by specialists and giving awards .

6. Choice of Meiji Japan

In the era from the end of the Edo period to the Meiji
period, Japanese officials and people introduced state-of-
art technologies from advanced European countries and
the U.S. It can be said that these modern technologies
were introduced in a manner similar to the introduction of
the technologies by means of the Prussian Society for the
Promotion of Industrial Diligence by Beuth. The manner
of introduction is surprisingly similar to the manner of
introduction by Beuth, such as the collection, translation, and
publication of overseas science-and-technology documents,
the inviting and hiring of foreign experts, the establishment
and management of model factories, the import of cutting
edge machines, studying-abroad programs, and engineer
training through industrial technical schools.

There was only one difference therebetween. In the
Prussian Society for the Promotion of Industrial Diligence,
the imported latest-technology machines were analyzed to
draw detailed design drawings, and models thereof and the
machines themselves were imitated. This was not the case
with Japan. Japan had no ability to imitate the imported
machines. Therefore, it can be said that even if a detailed
design drawing were made, the detailed design drawing
would have been of no use. How did Meiji Japan deal with
the situation, instead? An example thereof can be found in
power looms.

At the time of the end of the Edo period to the Meiji period,
large-width power looms made of iron were operated
in Europe and the U.S. Small-width cotton handlooms
made of wood were used across Japan. The technical gap
therebetween was very large. When engineers and artisans
who visited textile factories in Europe and the U.S. saw such
large-width iron power looms, they judged that it would be
unwise to import them to Japan without modification. They
considered that first of all, the large-width power loom could
not be manufactured and repaired in Japan. Instead, they
returned to Japan with the flying shuttle, which is the basic
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technology of the power loom. By only attaching this flying
shuttle to a handloom in which a shuttle is sent by right and
left hands, the shuttle could be sent by one hand, whereby
productivity was improved more than twice. The flying
shuttle brought to Japan by the artisans was additionally
modified for conventional handlooms made of wood, and
became pervasive across Japan in several years. In addition, it
was then attempted to move the flying shuttle using simple
motive power. A simple power loom was conceived. In the
simple power loom, a small water wheel or oil engine was
employed as a motive power source, and the frame of the
loom was made of wood rather than iron. One imported
large-width power loom made of iron was expensive, at about
600 yen, whereas one small-width simple power loom made
of wood was inexpensive, at 40 yen. The small-width simple
power looms were spread widely immediately. They were the
initial power looms made by Sakichi Toyoda .

7. Conclusion

When there is a technical gap between countries, the
technical knowledge is transferred from one country to
another country like the flow of water, from high to low. This
is sometimes called technology leakage, and raises problems.
Technical knowledge had not been documented and had
been held by experienced artisans. Hence, in order to transfer
the technical knowledge, such artisans were encouraged to
immigrate, for a long time. This holds true for Venice, England,
France and the U.S. The manner of technology transfer was
changed upon the era in which technical knowledge could
be documented and expressed in design drawings. In view
of history, Meiji Japan was also systematically propelled
to collect and translate overseas science-and-technology
documents, to send students to study abroad, hire foreigners,
and import state-of-the-art machines. When the gap in terms
of industry and technology is too large however, state-of-
art technology cannot be transferred readily. When there is
a large technological gap, it is difficult to imitate the modern
machines of advanced countries. Hence, the technology is
required to be modified in accordance with a situation in the
country to which the technology is to be transferred. A good
example thereof can be found in Meiji Japan.

Recently, in international society, China is being criticized
with regard to technology transfer. Many countries, however,
have been through such technology transfer. The situation
should be calmly ascertained and the problems required
to be solved within the framework of current law and the
international agreement.
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1. Introduction

In recent years, as the loT (Internet of Things) is becoming
more prevalent, a variety of things, people and information
are linked through information and telecommunications
technology, and companies of a variety of industries
utilize information and telecommunications technology to
provide new services. As a result, companies which have
conventionally been less relevant to the information and
telecommunications industry increasingly utilize the industry's
standards, and the circumstances surrounding standard
essential patents (hereinafter SEPs)are starting to change
drastically. For example, there is an increasing possibility that
not only those in the information and telecommunications
industry but also final product manufacturers, the
infrastructure industry and the service industry may be
negotiating parties.

Negotiations within a single industry are settled by licensing
each other's patent or cross-licensing in many cases. It is
difficult, however, to settle negotiations between companies
in the information and telecommunications industry
and those in the other industries by cross-licensing, and
furthermore, they have different market views for patents.

The JPO has published a "Guide to Licensing Negotiations
Involving Standard Essential Patents" (hereinafter the
"Guide") for smooth licensing negotiations and swift dispute
settlements surrounding SEPs. | will discuss considerations
to be noted in acquiring SEPs by referring to the Guide as
appropriate.

2. Relevance between Claims and Standards

(1) Limitation on enforcing standard essential patents
When patent rights are infringed, rights holders may in
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principle exercise their right to seek an injunction. Recently,
however, courts in various countries are increasingly imposing
limitations on granting injunctive relief based on FRAND-
encumbered SEPs. For example, in Apple v. Motorola (U.S.,
2012), Huawei v. ZTE (EU, 2015), and (Apple v. Samsung (Japan,
2014), court decisions have been made to impose limitations
on exercising the right to seek an injunction.

While the legal basis for limiting an injunction concerning
an SEP varies from country to country, recent years have seen
increasing cross-border convergence in case law as to how
parties should behave in SEP licensing negotiations, based on
areliance on a factual inquiry into good faith negotiations.

(2) Claim chart in licensing negotiation stage

The Guide aims to offer an explanation of what actions
companies can take to make it more likely for them to
be recognized as “negotiating in good faith”, helping
implementers to avoid an injunction and rights holders to
secure appropriate compensation.

Specifically, the Guide divides a licensing negotiation into
six stages and explicates how each party should behave in
each stage. In this article, | will explain a part of the first stage.

The Guide indicates "Licensing Negotiation Offer from Rights
Holder" as the first step, and sets forth that it is common for
rights holders to substantiate infringements by presenting
to implementers (1) documents identifying SEPs; and (2)
Documentation mapping claims of the SEPs to the standards
and/or products).

The Guide indicates that when patents are SEPs and
the details of patent claims are consistent with standards
documents, and if the implementers advertise that their
products conform to the applicable standards, the act of
indicating the correspondence between patent claims and
standards may be sufficient, since when the implementer's
product conforms to the applicable standards, indicating the
correspondence between patent claims and standards serves
to compare the claims with the product.

The Guide explains a case at the licensing negotiation stage
which requires claim charts to clarify the correspondence
between standards and patent claims.
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(3) Advisory opinion for essentiality check

A licensing negotiation between the parties concerned
would be greatly influenced by a decision as to whether
the patented invention subject to the licensing negotiation
is a SEP. If there is a dispute between the parties over the
essentiality of the patented invention, it would be difficult to
resolve the dispute by themselves. In response, the JPO has
clarified how an advisory opinion system should be operated
for the essentiality check, and published "Manual of Advisory
Opinion for Essentiality Check."

For an advisory opinion for essentiality check, a request therefor
is prepared which indicates the name, etc. of the standard, the
demandee, an explanation of a virtual object A, a technical
comparison between the patented invention and virtual object
A, an explanation indicating that virtual object A falls within the
technical scope of the patented invention and that the patented
invention is essential to the standard, and so forth.

Virtual object A consists solely of indispensable features
specified in the standard documents in such a way that those
features correspond to the constituent features of the patented
invention for which an advisory opinion is sought, and the
demandant is required to specify it. The demandee may submit
a written reply indicating
that virtual object product
(or process) A does not fall
within the technical scope of
the patented invention. For
instance, it is possible for the
demandee to present such
counterargument that there is
a mistake in the interpretation
of the statements contained in
the standards documents that
were used to specify virtual
object A or that virtual object
A is not as the same that is
specified in the standards
documents, or the like.
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3. SEPs clearly relevant to standards

When licensing negotiations for SEP are made between
different industries, it can be inferred that there will be more
cases where the negotiations are made between parties
having different market views on patents.

When the correspondence between the wording of the
claims and the wording of the standards is unclear, there will
be a dispute between the parties in describing the comparison
using the claim charts in the negotiation stage or there will
be room left for the demandee to make a counterargument
in the stage for the advisory opinion. In addition, a similar
dispute would also easily arise when the wording of the
claims is apparently consistent with the standards whereas
the disclosure in the specification significantly departs from
the standards. Not only the claims but also the specification
should be written with the standards considered, and
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the relevance between the claims and specification and
the standards should be handled more sensitively than in
conventional cases.

To obtain an SEP having clear relevance between the
claims and specification and the standards, there are many
considerations throughout the process from the stage of filing
an application through to that of being granted a patent.

For a patent application aimed at acquiring an SEP,
when it is applied, generally, any standard therefor is still
unestablished and it is still in the stage of a working draft (WD)
or a committee draft (CD). The contents of a draft of standards
will be revised through subsequent standard-setting sessions,
as appropriate. Depending on the contents of the revision,
there may be a case where while the contents of the claims
are indicated in a draft of the standards, they are not indicated
in a revised version of the draft of the standards.

There is a high possibility that claims reciting the contents
indicated in the WD or CD (hereinafter a "draft of standards")
will be determined as not being novel, and furthermore, if
the claims' contents are not proposed by the inventor(s)
indicated in the application, they will be deemed as being
misappropriated. Therefore, an application must be filed with
claims having incorporated therein matters which are not
included in a draft of standards available when the application
is filed and which are contents inferred as contents of
standards which will be established in the future.

If an office action indicating a ground of rejection is issued,
it may be necessary to file an argument or an amendment
to overcome the rejection, and in that case, when an
amendment is made to a claim, attention must be paid to do
so without deviating from the applicable draft of standards or
established standards.

It is inferred that in a case where there are many points to
consider in just obtaining an SEP, an activity is also required to
aim to acquire an SEP which would not pose a question in the
correspondence between the claims and specification and the
standards after the patent is granted.

4. Considerations for specific process for
acquiring SEP

(1) Preparatory stage

There are many purposes in filing a patent application to
obtain an SEP, including a case where a company files in
advance a patent application including a technique which
the company proposes in a standard setting session. If the
company works with a patent office which also understands
the contents of the draft of standards of interest, they can
discuss in a meeting for filing an application for an SEP while
understanding important points to be filed along the purpose
of the application.
(2) Specification preparing stage

When selecting specific wording for claims, selecting the
wording used in the draft of standards is considered, since
when explaining the comparison with the standards with
reference to the claim charts, discrepancy between the
wording of the claims and the wording of the standards is
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likely to cause an unnecessary dispute between the parties.

When describing an embodiment in a specification, doing
so such that the points of the invention are added to what is
specified in the draft of standards should be considered. This
can prevent alienation from arising between the wording of
the draft of standards and the wording of the claims when the
claims are interpreted with reference to the specification.

It should be noted that generally, the copyrights of drafts
of standards belong to standard setting organizations (e.g.,
ISO/IEC Directives Part 1 2.13 Copyright). Therefore, attention
must be paid in citing the contents of a draft of standards in a
specification.

(3) Translation of overseas applications

When translating an application in English, doing so to
match it to the wording of the draft of standards should be
considered. In general, drafts of standards by ISO/IEC or the
like are written in English. Adopting the English words and
expressions of a draft of standards can prevent an issue from
arising over the correspondence between the wording of
claims and the wording of the standards overseas, and hence
a dispute from arising between the parties. In other words,
it is necessary to prepare a Japanese application by selecting
appropriate wording in Japanese with the English version of
the draft of standards considered.

(4) IDS (Information Disclosure Statement)

When you file an application in the United States, you are
obliged to submit an IDS, and when you file an application
aimed at obtaining a SEP, it is necessary to consider
submitting a draft of standards of interest or a written
proposal of interest submitted in a standard setting session.

Before discussing why it is necessary to do so, | would first
explain how standard setting organizations handle drafts
of standards. Drafts of standards, written proposals, etc. are
posted on the HPs of the standard setting organizations with
passwords set to limit access thereto. While the members of
the standard setting organizations can obtain the passwords
and view the drafts of standards and the like, third parties
cannot. Therefore, drafts of standards may be considered as
not corresponding to prior art. How then, can you become
a member of a standard setting organization and get a
password? For example, in Japan, in order for a company to
become a member of a standard setting session of the IEC,
the company will be accredited by a domestic deliberative
organization. For this accreditation, there is no explicit
requirement, and the domestic deliberative organization
in principle accredits as a member of the IEC any company
filing such an application. For this reason, it is hard to say that
information such as a draft of standards posted on a HP does
not correspond to prior art simply because accessing the
information is limited by a password.

For novelty under 35 U.S.C. §102, unlike those in Japan
and EP?, there is a case in which public disclosure is not a
requirement (see the Helsinn case (CAFC: May 1, 2017)).
With reference to the Helsinn case, written proposals and
drafts of standards submitted in a standard setting session
for the present case, even managed with a password and
thus not disclosed for publication, still have a high possibility
of being determined to be prior art, and accordingly, it is
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recommended to file these as an IDS.

MPEG LA, a license management company for MPEG video
patents has published SEPs subject to Advanced Video Coding
(AVC)/H.264, and you can confirm that a draft of standards is
filed as an IDS in each SEP's prosecution history.

(5) Stage of responding to rejection

In order to overcome a rejection, when whether to make
an amendment should be considered, it is necessary to
select as the amendment a matter specified in a draft of
standards and/or established standards and also disclosed
in the specification. If such a matter is not found, then, a
logic that can be pushed through counterargument must be
considered. Furthermore, if revision of the draft of standards
continues, it is necessary to make a decision based on the
latest version of the draft, since depending on some revision,
some contents of claims may be removed from the draft
of standards or there may be a discrepancy between the
contents of the draft of standards and those of claims. In
my experience, when a specification is written along a draft
of standards, the former has a large portion overlapping the
latter, and there are fewer cases in which it is difficult to find
a matter for amendment. On the other hand, a specification
which is not written with consideration of a draft of standards
hardly has a matter suitable for amendment, and it is often the
case that you are forced to present only counterarguments.
(6) Allowance stage

When allowance is made, and at the time there is no
standard unestablished, filing a divisional application together
with divisional claims will be considered. For example, it is
not hard to prepare divisional claims when filing a divisional
application by adding a slightly changed configuration to, or
slightly changing the contents described in, allowed claims.
In that case, however, when responding to a rejection against
the divisional application, it is necessary to make a response
thereto while taking into consideration how the response
affects the parent application.

5. Conclusion

| have discussed the current trend regarding SEPs in light
of the prevalence of I0T, and considerations necessary for
acquiring SEPs which are consistent with standards. Patent
offices grasping the contents of drafts of standards and
established standards would be able to contribute to the
acquisition of SEPs that are consistent with the wording of
claims and that of the standards.
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1. Introduction

With growing demand for the protection of graphic
images in recent years, protection of image designs has been
expanded. The Japan Patent Office (JPO) is again reviewing
the design system in an attempt to meet the new demand
for the protection of graphic images, and further expansion
of the protection of image designs is expected. This article
discusses the transition and review of image designs in view
of expansion of the protection of image designs. Next, the
article explains points of attention in filing an image design
application.

2. Transition of Image Designs

In the 1998 Revision of the Design Act, protection of partial
designs was introduced, and registration of a partial design of
a screen for displaying of an article was permitted. Following
this, in the 2006 Revision, protection of an operation image
(an image used for carrying out operations in order to enable
an article to perform its functions) was permitted under the
Design Act. Thus, not only a graphic image indispensable for
initial operations such as an initial screen of a mobile phone,
but also other graphic images were accepted as designs
subject to protection. Furthermore, not only a graphic
image displayed on a display part of an article but also a
graphic image displayed on a display part of simultaneously
used other article were also accepted as a design subject to
protection. For example, a graphic image for operating a
magnetic disc recorder displayed on a TV monitor used with
the magnetic disc recorder in an integrated manner was
accepted as a design subject to protection.

Under the Examination Guidelines for Design in conformity
with the 2006 Revision, images to be registered as image
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designs were limited to those recorded in advance in articles.
In the 2016 Revision, an image recorded in an article at a later
time (an image created by subsequently installed software)
was added as a design subject to protection. Thus, for
example, an image of an application installed in a smartphone
after purchase of the smartphone was accepted as a design
subject to protection. In addition, an image recorded on a
computer (a personal computer, a tablet computer, and a
smartphone) by installing software with a specific function
was added to the design subject to protection as an image
constituting the design of the computer with the additional
function. Thus, for example, an image recorded on a
computer by installing software with a pedometer function
can be protected as an image constituting the design of the
computer with the pedometer function.

3. Review of Image Designs

Even after the 2016 Revision of the Examination Guidelines,
images below were not subject to protection as image
designs because they were not images recorded in articles.

(1) Images Not Recorded in Articles

Examples of images not recorded in articles include an
image on a cloud and an image provided through networks.
(2) Images Displayed on Locations Other Than Articles

Examples of images displayed on locations other than
articles include an image displayed on an article other than an
article used with the article in an integrated manner and an
image projected on a wall or a human body.

(3) Images Irrelevant to Function of Article

Examples of images irrelevant to functions of articles include
a decorative image such as wall paper and an image of a
movie and a game.

In view of new demands for protection, however, the JPO is
considering whether to protect images as exemplified above.
Another revision of the Design Act is scheduled in order to
reflect this view.

The current Design Act requires that an image be recorded
in an article; that is, an article is required for registration of a
design. When protection of the aforementioned images is
permitted by the Revision, however, an article may not be
required for registration.

An image displayed on a location other than an article is
currently not subject to protection. In a "car with a video
apparatus" in Design Registration No. 1610445 shown
below, however, an image projected on a road surface has
been registered as a design. In addition, projected images
have been registered as designs in Design Registrations
Nos. 1610446 and 1612570. Therefore, images displayed on
locations other than articles have actually been registered
ahead of the review of the image design system, and
protection of image designs seems to have been expanded.
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4. Points of Attention in Filing Image Design
Applications

Points of attention in filing an image design application
include selection of an article for the design, specifying the
part for which the design registration is requested, whether or
not to draw a boundary line, and use of a graphic image view,
which will be explained below.

(1) Selection of an Article for the Design

In filing an application for registration of an image design
on a smartphone, attention should be paid in selecting
either a computer with an additional function or a portable
information terminal as an article for the design. After the
2016 Revision of the Examination Guidelines, a portable
information terminal was often selected as an article for the
design registration in filing an application for registration of
an image design on a smartphone. When an image design is
used for both a smartphone and a personal computer, and a
portable information terminal is designated as an article for
the design, however, a desk-top personal computer may be
out of coverage.

Since the 2016 Revision allowed the addition of computers
with an additional function as articles for the design, and
allowed the computers to cover smartphones and personal
computers, selection of a computer with an additional
function as the article for the design can reliably cover both
the smartphone and the desk-top personal computer.

This is seen also in Design Registrations Nos. 1599615 and
1586571 shown below. In these registered designs, image
designs similar to each other were registered by utilizing the
related design system. A computer with an utterance analysis
and recognition function was designated as an article for the
design in these registered designs. Design Registration No.
1599615 shows a smartphone and Design Registration No.
1586571 shows a desk-top personal computer.
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Therefore, when an image design may be used in both a
smartphone and a personal computer, one should note that a
computer with an additional function can be designated as an
article for the design.

Design Registration No. 1599615
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BEZRE 15865715
Design Registration No. 1586571

(2) Specifying Part for Which Design Registration is
Requested

In filing an image design application, a part for which the
design registration is requested in a graphic image displayed
on a screen is generally specified. Attention should be paid
in specifying an area of the screen for which the design
registration is requested.

In general, as an area of a part occupied on a screen for
which the design registration is requested is smaller, it may
be more difficult to obtain the design right, whereas the
scope of right may be broader. As an area of a part occupied
on the screen for which the design registration is requested
is larger, it may be easier to obtain the design right whereas
the scope of the right may be narrower. In the image designs
shown below, the entire screen, a part of the screen, and
a single icon displayed on the screen were designated as
parts for which the design registrations were requested in
Design Registrations Nos. 1356982, 1559967, and 1486099
respectively. Therefore, among these image designs, it may be
more difficult to obtain the design right in Design Registration
No. 1486099 whereas its scope of right may be broader than
the two other image designs. On the other hand, it may be
easier to obtain the design right in Design Registration No.
1356982 whereas its scope of right may be narrower than
the two other image designs. Therefore, attention should be
paid in specifying the part for which the design registration
is requested, in consideration of the difficulty or ease in
obtaining the right and the scope of the right.
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BIEE#RE 1559967 5
Design Registration No. 1559967

BIEEIRE 1486099 5
Design Registration No. 1486099

(3) Whether or Not to Draw Boundary Lines

In filing an image design application by using the partial
design system, the part for which the design registration is
requested is generally delimited by a boundary line such as
a chain dotted line. In delimiting a part for which the design
registration is requested with the boundary line, one should
be pay attention not to include on the inner side of the
boundary line, an element other than an image for which the
design registration is requested. For example, when the entire
screen showing only a single icon image is delimited by the
boundary line in requesting design registration of the single
icon image, similarity of the design may be determined with a
space around the icon image being regarded as blank.

On the other hand, one can choose not to specify a part for
which the design registration is requested with a boundary
line. When an image for which the design registration is
requested is a single icon image and its outer perimeter is
clear, one can choose not to specify the part for which the
design registration is requested with the boundary line.
For a plurality of icon images as well, when the plurality of
icon images are common in function (navigation function)
as in Design Registration No. 1549436 shown below, one

BIEZRE 1549436 5
Design Registration No. 1549436
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can also choose not to specify a part for which the design
registration is requested with the boundary line. When a
part for which the design registration is requested is not
delimited by a boundary line in the case of a plurality of icon
images, a function or an application of the plurality of icon
images should be common among them in order to avoid the
determination that the plurality of icon images are physically
separate partial designs.

When a part for which the design registration is requested is
not specified by a boundary line, similarity of the design may
be determined only based on an image for which the design
registration is requested. Therefore, when one does not need
to use a boundary line for specifying the part for which the
design registration is requested, one should note not using
the boundary line to specify the part for which the design
registration is requested.

(4) Use of Graphic Image View

As in ordinary filing of a design registration application, in
an image design application as well, views from six sides of an
article to the design should basically be filed. For an operation
image (a graphic image displayed on an article that is used
with the article in an integrated manner), however, only a
graphic image view showing the operation image can be filed.
For example, without filing views from six sides of a magnetic
disc recorder as an article to the design, a single graphic
image view showing an operation image of a TV monitor used
with the magnetic disc recorder in an integrated manner can
be filed. Therefore, by using the graphic image view in filing
a design registration application, time and cost required for
preparing drawings can be reduced. In addition, by using the
graphic image view, determination as to similarity of a design
will not be affected by an appearance design of an article
to the design other than the graphic image view. In other
words, determination as to similarity of a design is made only
based on the graphic image view. Therefore, one can avoid
limitation of the scope of the design right by an appearance
design other than the graphic image view.

5. Conclusion

After the Revision, an applicant earliest in requesting a
design registration is expected to most benefit in obtaining
an expanded image design right, on a first-come, first-
served, basis. Therefore, what is important is that one should
be prepared for filing an application immediately after the
revision of the image design system that is being reviewed
by the JPO. Registration of an image displayed on a location
other than an article is desirably requested without waiting for
the Revision, because such an image can be registered under
the current practice.
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US Patent Attorneys’
Hospitality

Nobuyuki AKAGI

International Patent/Design Division / Senior Associate

eople encounter unexpected things.
P My impression of US patent attorneys was that they
basically do not involve personal feelings in the workplace
and do not show emotion on business occasions. So,
before attending the US legal training, | thought that they
would not have time to spend with apprentices from
Japan, and would not even listen to them.

On the first day of the training, a practicing attorney, a
partner of Sughrue Mion firm, called me out to his office.
He asked me, bluntly, what | came here for, what is my firm
demanding me to do while I am here, and what is my plan
forit. lanswered that | came here to pass the patent bar
examination to become a patent agent, my firm is
expecting that from me too, and | am thinking about
studying for it with this book, showing him the book. As
he saw that book, he stated, "That is not enough."

Later, he contacted me and asked me to have lunch with
him. At the lunch, there were a few other young patent
attorneys sitting at the table, besides him. They recently
passed the US patent agent exam. One of them kindly said
to me that "Many candidates for the patent bar
examination in the US take the PLI Patent Bar Review
course to pass the exam. So, if you are interested, | can
show you a video of the PLI. They are all in English, so | am
not sure if this would do for you. If you have any questions,
do not hesitate to ask me."

On another day, another partner attorney called me out
to his office. His three subordinates were in his office too.
He asked me what | wanted to do while in the US.

In the end, his three subordinates planned and executed
all of the events | wished for, and the partner attorney even
reviewed my application form for the exam.

The expectation that | had before going to the US, that
US patent attorneys would not listen to me, was disproved.
I sincerely appreciate the US patent attorneys for letting
me experience what is said in the famous quote, "The real
voyage of discovery consists not in seeking new
landscapes, but in having new eyes."
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Interaction with
My Neighbors

Eri WADA

Clerk, Trademarks

o need to interact with my neighbors—this was my

N thought. | believed that there was no need to

establish a relationship with my neighbors, such as by

having small talk, as we greeted each other. am not a

very sociable person, and | suppose that | felt deepening

interactions with my neighbors would interfere in my
private life.

| currently live in an apartment building with a relatively
small number of residents, so | became acquainted with
most of them shortly after | moved in. However, | had few
opportunities to talk with them even though | exchanged
greetings.

But when I started to own a dog, after few months my
situation changed a little. First, when | walked the dog,
other residents who had dogs would talk to me. In
addition, I had conversations with people, mostly children,
who were interested in my dog. The mere presence of a
dog greatly increased the opportunity to talk with other
residents, which deepened my interaction with them.
Nevertheless, the breadth of those that | frequently spoke
to was still limited.

Then | had a child, and when I began walking with my
child, many more residents began talking to me. Until
then, there had been no opportunity to talk with my
neighbors other than those in my own apartment building.
However, when | began taking walks in the neighborhood
with my child, | started talking with people who like
children or people with their own children, which widened
the scope of my interaction with other people.

Once | began interacting with more neighbors, | realized
that | felt relieved to know that my neighbors cared about
me and my family, rather than feeling annoyed by other
people interfering in my private life. Now | feel the
importance of actively interacting with my neighbors and
growing deep roots in my community. Consequently, |
now look forward to interacting with my neighbors while
deepening my understanding of them.
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EE ﬁgﬁfﬁ Explanation

% Effective Business Letter Writing

Gerald Thomas MCIArb
Director of Foreign Affairs - Fukami Patent Office, p.c.

Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill developed by learning the theory of professional style and having frequent practice. In
this volume | would like to explain a few phrases that tend to be misused by Japanese writers of English.

"On the contrary", "In contrast to" and "On the other hand"

When dealing with intellectual property or other legal matters, there are many cases where the result in one jurisdiction
is not consistent with the treatment or result in a different jurisdiction. Although there are many discussions about global
harmonization, the reality is that even among different professionals within the same country or even within the same
national patent office, opinions diverge, or may not otherwise be consistent. In such cases there is a need to communicate
this inconsistency when reporting to a client or foreign associate. To do this | have seen many Japanese writers use the
phrase "On the contrary" in sentences as below:
1."On the contrary to the application at the EPO, the counterpart USPTO application did not receive a prior art rejection

based on the 1234567 citation."

2."The application was approved in Australia, but on the contrary it was rejected in China.

In the examples such as the above, | must inform the writer that he/she is using the expression "on the contrary"
incorrectly. This is because "on the contrary" is for expressing denial of or disagreement with a prior statement, rather
than simply comparing two different or opposite results.

On the contrary
"On the contrary" is used correctly in the following sentences:

1."She told me that he seemed very rude and unpleasant. | responded that, on the contrary, once you get to know him,
he is a very warm and likable guy."

2."The client believed in his invention and that the application to obtain a patent would be approved quickly. On the
contrary however, two years later and after three office actions, the examiner finally rejected the application and the
client gave up trying to patent his device.

In contrast
For the sentences incorrectly using "on the contrary", for showing a different result, the use of "in contrast" is usually the

correct expression. "In contrast" is to used to compare results that are different or directly opposite.

1. "On-the-contrary In contrast to the rejection of the application at the EPO, the counterpart USPTO application did not
receive a prior art rejection based on the 1234567 citation." (This means that the 1234567 citation was the basis of a
prior art rejection of the subject application at the EPO.)

2."The application was approved in Australia, but enthe-contrary in contrast, it was rejected in China.

On the other hand
The use of the expression "on the other hand" is similar to "in contrast", but must be used with the second part of a

comparison, as in the following:

"The application received a first office action within 8 months in Japan, but on the other hand, in the USA the first office
action came after more than a year."

"Applications in China are quite cheap. On the other hand, applications in Germany require a substantial investment."

Understanding the correct use of the expressions above can make your communication more accurate, effective and
successful.

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
fifteen years. As the Director of Foreign Affairs he supervises the quality of English communications between Fukami Patent Office and
its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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