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The EPO Referral G1/19, software

simulations, going beyond the physical world
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SUMMARY

Software inventions and level of abstraction

Must an advantageous feature be in the physical world?
Simulating electronic circuits: The “Infineon condition”
Criticism to the “Infineon condition”

The G1/19 Referral: Content and comments

An example of potential impact on Al inventions

Drafting tips

. &=

WHERE IS THE INVENTION? TECHNICAL CONSIDERATIONS

If the software implementation
goes beyond the mere coding:
The feature may be technical and
contribute to inventive step

EPO grants patents to technical inventions
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NEW TECHNOLOGIES AND HIGH LEVEL OF ABSTRACTION

n

(x +a)" = 2 (Z) xkaqnk

k=0
Level of abstraction increases, O
Inventions go beyond the physical world

Question:

Must an advantageous
effect be produced
within a physical object?

2 (il
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T 424/03- Microsoft, Clipboard format

Patents are granted not only to tangible and physical inventions:

Clipboard formats facilitating exchange of data amongst programs

Claim 1 (simplified): Method in a computer system for performing
data transfer

1)  selecting data that is not a file for a data transfer operation
Il) converting selected data and storing it as a data object,
i) using clipboard formats to hold both the data and a file
descriptor holding descriptive information about the data,

Iv) completing data transfer by pasting the data of the data
object to a data sink,

vi) encapsulating the data object into a file.

Invention allows transferring
data in a non-file format like other files

0000

--- No operations on physical objects! ---

o [l
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T 424/03- Microsoft, Clipboard format

Board’s reasoning, r. 5.2

- The steps solve a technical problem by technical means in that functional
data structures (clipboard formats) are used independently of any
cognitive content in order to facilitate the exchange of data among
various application programs.

- Thus, the computer’s internal operation is enhanced with a view to
facilitating data exchange amongst applications.

- A general purpose computer acquires a further functionality: it assists
the user in transferring non-file data into files.

> Effect is not necessarily achieved by modifying a
real or physical object

> But, technical considerations about the functioning
of computer data seem necessary to conceive the
Invention.

7' (il

GOING BEYOND PHYSICAL OBJECTS: SIMULATIONS AND Al

Let us consider inventions going
further beyond physical objects:

Il

« Simulating and modeling reality
e.g. electronic circuits, train stations,
biotech processes, etc.

 Using Al to automate human activities
e.g. autonomous driving, manufacturing, etc.

Can a patent be obtained?

il = [
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GOING BEYOND PHYSICAL OBJECTS: SIMULATIONS AND Al

Case law development on SW simulations

T1227/05,
Infineon: G1/19: The
patentable if the Enlarged BoA is
,Infineon asked to clarify the
condition”is met matter

Some Boards
criticized the
Jnfineon
condition®

Note: The Enlarged Board of Appeal (EBoA) is the EPO highest instance,
entrusted with ensuring uniform application of the law and responding to
guestions relating to points of law of fundamental importance

d [E=

T1227/05 The “Infineon condition”

T1227/05, Infineon:

Il

Simulating electronic circuits,
a tool for the electronic engineer
to design (and then produce) new circuits

ol (B
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T1227/05 The “Infineon condition”

Claim 1 of T1227/05 (Infineon)

Computer-implemented method for the numerical simulation of a
circuit with a step size ® which is subject to 1/f noise, wherein:

- the circuit is described by a model (1) featuring input channels
(2), noise input channels (4) and output channels (3);

- [...] input channels (2) and the output channels (3) [...] described
by [...] equations;

- an output vector (OUTPUT) is
calculated for an input vector (INPUT)
[...] and for a noise vector (NOISE) [...];

- [steps for generating the noise vector].

= (il
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T1227/05 The “Infineon condition”

In Infineon, the Board found that:

- ,9imulation of a circuit subject to 1/f noise” limits the
claim to a technical purpose; thus, claim is technical.

- Situation is different from:

(1) ,Method for simulating, the method comprising...”, or
[it can be executed also mentally, thus not eligible]

(ii) ,Method for simulation of a technical system...”
[it is not clearly limited to a technical purpose]

= R
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T1227/05 The “Infineon condition”

[continued, Infineon]

- ,oimulation performs technical functions typical of modern
engineering work. It provides for realistic prediction of
the performance of a designed circuit and thereby ideally
allows it to be developed so accurately that a prototype's
chances of success can be assessed before it is built.”

- Thus, computer assisted simulation of a circuit is
technical.

- Mathematical formulae in claim are not ,as-such”: they
serve the technical purpose of improving the simulation

= [E=

T1227/05 The “Infineon condition”

[continued, Infineon]

So far, widely accepted condition for being technical:

Claims eligible to protection if limited to the simulation
of “an adequately defined class of technical items”.

This is a necessary condition for being technical,
and we call it the “Infineon condition”.

- o



GOING BEYOND PHYSICAL OBJECTS: SIMULATIONS AND Al

Case law development on SW simulations

T1227/05,

Infineon: G1/19: The
patentable if Enlarged BoA is
the ,Infineon asked to clarify

condition® is met the matter

Some Boards
criticized the
,Infineon
condition*

= [E=

Under Infineon, things looks (quite) good... but:

Il

« Certain Boards agree that the Infineon Condition
IS necessary to have technical character,
but seem to doubt that this Is also
a sufficient condition
(T1265/09, T53/09, T1630/11)).

« Additional conditions apply?

sl =
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T 1265/09 — |IEX “Call Center”

One example where the Board questioned the
Infineon approach

« Computer-implemented simulation method for determining an
efficient schedule for call center agents, wherein:

- Net staffing data and skills group availability data are
compared against a call schedule

- Call handling simulation provides adjustment of net staffing
data and skills group

= [E=

T 1265/09 — |IEX “Call Center”

BOARD’S VIEW

Il

Iltem simulated is the scheduling of personnel in a
call center: considered to be non-technical. Thus,
"Infineon Condition” is not fulfilled.

« Nevertheless, the Board outlines that the Infineon
Condition may not be sufficient

« Technicality of the simulated entity seems
necessary, but maybe not sufficient!

« Similar decisions: T 531/09, T 1630/11

= =
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T 625/11 — AREVA NP “Nuclear reactor”

CLAIM
(SIMPLIFIED)

« Computer-implemented
method for establishing a
limit value for an
operational parameter of a
nuclear reactor

« Limit value is based on
simulation of the reactor

= (il

T 625/11 — AREVA NP “Nuclear reactor”

BOARD’S VIEW

Concern: claim not limited to use that leads to
technical effect

Il

« Claim covers simulations checking legal
requirements; exclusively administrative
purpose

« However, T 1227/05 approach adopted

 In summary, Board not convinced of Infineon
approach, but followed it

4l ol

Il



GOING BEYOND PHYSICAL OBJECTS: SIMULATIONS AND Al

Case law development on SW simulations

T1227/05,

Infineon: G1/19: The
patentable if Enlarged BoA is
the ,Infineon asked to clarify

condition” is met the matter

Some Boards
criticized the
JInfineon
condition®

- In January 2019, one Board of Appeal disagreed with the Infineon Condition
- G1/19 is pending, outcome expected in 2020

= (il
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THE INVENTION UNDERLYING THE G1/19 REFERRAL

The invention
MAIN PURPOSE:

Designing a venue such as
a railway station or a

underlying the
G1/19 case:

stadium;
4 )
A mathematical model of
individual pedestrians and OTHER PURPOSES
an algorithm for simulating troubleshooting flow
their movement through problems,
an environment; operational management,
\ y setting and implementing
safety standards and quality
control
4 )
A design system which _ _ _
performs the simulation. Imagine simulating
the operation of
- / a new Shinjuku station

before building it!

2l ]
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THE INVENTION UNDERLYING THE G1/19 REFERRAL

3-stage model and algorithm

The invention

underlying the
G1/19 case:

15t micro- 2"d micro Execute

navigation stage navigation stage pedestrian step

4 ) Attempt to

A h ical model of determine Determine Execute step
. ”.“"f‘t ematica modet o subspace of based on sub-
individual pedestrians and preferred moverment <

. . . ", pace
an algorithm for simulating step/position

their movement through an
environment;
. y,

4 )

A design system which
performs the simulation.

= (il

THE INVENTION UNDERLYING THE G1/19 REFERRAL

The invention

ll

underlying the
G1/19 case:

4 )

A mathematical model of
individual pedestrians and
an algorithm for simulating

their movement through an
environment;
. J

4 )

A design system which
performs the simulation.

. B
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CLAIMS COMPARISON: INFINEON VS REFERRALCASE

Infineon, claim 1: G1/19 Referral, claim 1 of MR
Computer-implemented method for A computer-implemented method
the numerical simulation of a of modelling pedestrian crowd
circuit [...] wherein: movement in an environment, the
the circuit is described by a method comprising: _
model (1) featuring input (2), simulating movement of a plurali
noise input (4) and output ty of pedestrians through the
channels [...] environment, wherein simulating

: ...] comprises:
an output vector is (-] P

calculated for an input vector [simulating steps]
and for a noise vector.

Simulation Modeling
Circuit output is calculated Steps simulating crowd movement

Strong similarities exist: In order to avoid case law
divergences, questions referred to EBOA

= (il
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G1/19 (ONE OF) THE BOARD'S CRITICISM(S) ON INFINEON, r. 15

One criticism to the Infineon condition:

Although a computer simulation of a circuit or environment is
an engineering (useful) modern tool, “it assists the engineer
only in the cognitive process of verifying the design of the
circuit or environment. [...] the cognitive process of
theoretically verifying its design appears to be fundamentally
non-technical”.

A modern tool aimed at assisting man
In cognitive/abstract activities
would not be technical.

2l ol
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G1/19 THE BOARD'’S CRITICISM - OBSERVATIONS

Personal observations on the criticism
(modern tool for cognitive processes)

- Voltage tester or oscilloscope:
It assists the engineer in the design verification task;
an improved oscilloscope would be considered technical.

- The software simulator is a tool like an oscilloscope.

- Only difference: tangible tool vs. intangible tool

- But, non-tangible inventions should be allowed
(see Microsoft, clipboard format)

- Thus, criticism seems not fully adequate

8 (il

Il

G1/19 THE DIRECT LINK WITH PHYSICAL REALITY, r. 11

- ,In the Board's view, a technical effect requires, at a
minimum, a direct link with physical reality, such as a
change in or a measurement of a physical entity.”, r. 11.

- ‘“decision G 2/07, reasons 6.4.2.1, stated that "[hJuman
Intervention, to bring about a result by utilizing the forces of
nature, pertains to the core of what an invention is
understood to be".”, r. 11.

- However, the Board seems to believe that a computer
calculating trajectories of hypothetical pedestrians does not
utilize the forces of nature in any way different from a
computer performing any other calculations.

- In other words, the “forces operating the computer”
seem not sufficient to confer technicality to a simulator.

<2 B

Il


https://www.google.com/url?sa=i&rct=j&q=&esrc=s&source=imgres&cd=&cad=rja&uact=8&ved=2ahUKEwiLj_P2w9fkAhWn4IUKHRAlDUUQjRx6BAgBEAQ&url=https://www.dreamstime.com/illustration/oscilloscope.html&psig=AOvVaw29QcI2jF7Q857G2gzdGp49&ust=1568798489432767

G1/19 THE BOARD’'S PREMISE

Board's reasoning, a usual EPQO approach:
Ignoring the role of the computer in the definition of
the invention

Is this in line with modern technology?

< (il

G1/19 THE BOARD’S PREMISE

In G1/19:

Il

“Ignoring for a moment the feature "computer-implemented”,
claim 1 specifies [...] steps which [...] can be carried out

- at least in principle — exclusively mentally.

In other words, without the feature "computer-implemented",
the scope of claim 1 encompasses methods for performing
mental acts as such [...]", seer. 1.

“Complexity of an activity is not sufficient to escape the mental
exclusion”, r. 4 citing r. 16 of T309/10.
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G1/19 THE BOARD’'S PREMISE AND FOOD FOR THOUGHT

Personal considerations:

- Certain inventions are conceived because we have
computers. Without computers, nobody would think of such
Inventions because man cannot process them mentally.
Thus, computers are the incentive for new inventions.

- How to avoid that any abstract idea (see business methods)
become patentable because they are executed on a
computer?

- The Infineon Condition may provide a fair balance:
Let us see if it is confirmed by the Enlarged Board of Appeal
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EXAMPLES: AUTONOMOUS DRIVING

One Al example
of how the Infineon condition
could apply to other fields.
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EXAMPLES: AUTONOMOUS DRIVING

Claim 1: A computer implemented method for generating learning
data, the method comprising:

- generating learning data by processing a data set including data
relating to input and output values.

Claim 2: The method according to claim 1, wherein the processing
comprises:

[details of the Al algorithm on which processing is based]

Possible issues:
- Even if computer based, method is abstract (generating data);
- The data set may cover non-technical examples;

- Details of claim 2 may not be sufficient to provide technicality
[unless it can be shown that those “details” achieve a computationally
more efficient processing, e.g. computer is faster and/or uses less
memory].
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EXAMPLES: AUTONOMOUS DRIVING

Claim 1:

A computer implemented method for autonomously driving a
vehicle, the method comprising:

- generating learning data by processing a data set including sensor
measurements relating to inter-vehicle distance, road constraints
[etc.];

- controlling, when in operation on the manufacturing line, the
manufacturing tool using the learning data.

Notes:

- Processing is performed directly on measurement data of physical
parameters;

- The “autonomous driving” directly expresses the object of the
method, so it can be said to define a class of technical items.
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EXAMPLES: Al FOR MANUFACTURING

Claim 1:

A computer implemented method for controlling a manufacturing
tool, the method comprising:

- generating learning data by processing a data set including sensor
measurements relating to a number of samples of input and output
of the manufacturing tool;

- controlling, when in operation on the manufacturing line, the
manufacturing tool using the learning data.

Notes:

- Processing is performed directly on measurement data of a
technical device;

- The “controlling” directly expresses the object of the method, i.e. it
makes explicit reference to the tool on the manufacturing line. The
controlling does not add anything to inventive step, but contributes
to strengthen technicality;

- Applicant’s decision: claim restricted.

<2 (il

DRAFTING TIPS

Tips for drafting until the G1/19 is out:

Il

1) Describe a specific technical application of the
Invention, clearly excluding non-technical uses;

2) Describe result of modeling/simulation on a
physical object;
3) Draft dependent claims to (1) and (2);

4) Explain technical difficulties of implementing an
abstract idea;

= = [l

Il



_—
—_—
—_—
—
_—
—_—

HOFFMANN EITLE

THANK YOU FOR YOUR ATTENTION!!!
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Morgan Lewis

US PATENT GASES OF 2019

Janice H. Logan, Ph.D.

US Cases of 2019

o Helsinn Healthcare S.A. v. Teva Pharmaceuticals USA, Inc., 139 S. Ct. 628
(2019).

o Athena Diagnostics, Inc. v. Mayo Collaborative Servs., LLC, 915 F.3d 743 (Fed.
Cir. 2019)

o Eli Lilly and Co. v. Hospira, Inc., 933 F.3d 1320 (Fed. Cir. 2019)
o Ajinomoto Co., Inc. v. Intl. Trade Commn., 932 F.3d 1342 (Fed. Cir. 2019)

o Wis. Alumni Research Found. v. Apple Inc., 205 L.Ed.2d 38 (U.S. 2019)

e Google LLC v. Oracle Am., Inc,, No. 18-956, 2019 U.S. LEXIS 6934 (Nov. 15,
2019)
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HELSINN HEALTHCARE S.A. U,
TEVA PHARMACEUTICALS

USA INC.:

SEGRET SALE QUALIFIES AS PRIOR ART

35 U.S.C. § 102

POST-AIA 35 U.S.C. § 102
(a) NOVELTY; PRIOR ART.—A person shall be entitled to a patent unless—

(1) the claimed invention was patented, described in a printed publication, or
in public use, on sale, or otherwise available to the public before the effective

filing date of the claimed invention ... .

e Can a confidential sale agreement between an inventor and a third party
trigger the on-sale bar provision and hence invalidate the patent?
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Helsinn Healthcare S.A. v. Teva Pharmaceuticals

USA, Inc., 139 S. Ct. 628 (2019)

e Helsinn entered into a license agreement and a supply and purchase
agreement with its marketing partner MGI Pharma, Inc. ("MGI"”). While both
agreements included dosage formulation information, neither the subsequent
press release nor the 8-K filing disclosed such information.

e Years after the agreements, Helsinn filed a provisional application covering the
dosage formulation and obtained US patents claiming priority to the provisional
application.

e Helsinn sued Teva for infringement.

— Teva: Helsinn’s patent was invalid because it was “on sale” more than one year
before Helsinn filed the provisional application.

— Helsinn: patents were valid because its agreements with MGI did not disclose the
actual formulation and hence cannot constitute “on sale.”

Morgan Lewis (s )

PRE-AIA 35 U.S.C. § 102

A person shall be entitled to a patent unless ...

(b) the invention was patented or described in a printed publication in this or a
foreign country or in public use or on sale in this country, more than one year
prior to the date of the application for patent in the United States ... .

POST-AIA 35 U.S.C. § 102
(@) NOVELTY; PRIOR ART.—A person shall be entitled to a patent unless—

(1) the claimed invention was patented, described in a printed publication, or
in public use, on sale, or otherwise available to the public before the
effective filing date of the claimed invention ... .
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Helsinn Healthcare S.A. v. Teva Pharmaceuticals

USA, Inc., 139 S. Ct. 628 (2019)

e District Court: The on-sale bar “requires that the sale or offer for sale make the
claimed invention available to the public.”

e Federal Circuit: Reversed
— On-sale bar was triggered even if the details of the invention were not disclosed.

— To be consistent with pre-AIA case law, Congress, in enacting the AIA, never intended to
add “a requirement that the details of the invention be disclosed in the terms of sale.”

e Supreme Court: Affirmed

— “A commercial sale to a third party who is required to keep the invention confidential may
place the invention ‘on sale™ under the AIA as under the pre-AlIA statute, and “[t]he
addition of a broad catchall phrase [otherwise to the public]” does not change the “well-
settled meaning when the AIA was enacted.”

— a sale or offer of sale need not make an invention available to the public... [Our] cases
focus on whether the invention had been sold, not whether the details of the invention
had been made available to the public or whether the sale itself had been publicly
disclosed.

Morgan Lewis (7 ]

Two Things To Consider After Helsinn Decision

e Offer to Sale

e Patent v. Trade Secret
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Offer To Sale

e On-sale bar indeed may include the offer to sale if

— (1) the subject of a commercial offer for sale not primarily for
experimental purposes, and

— (2) ready for patenting.

Praff v. Wells Elecs., Inc., 525 U.S. 55, 67, 48 USPQ2d 1641, 1646-47
(1998).

e Would a press release, marketing materials or website information
qualify as an offer to sale?

Morgan Lewis

Patent v. Trade Secret

A trade secret once lost is lost forever.

Trade secrets can last forever.
Patents can prevent a competitor
from reverse engineering or
independently discovering the
secret.
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US Trade Secret Law

e U.S. Laws Protecting Trade Secrets

— Before UTSA, trade secrets were a matter for state law
— State laws enforcing confidential information and trade secret agreements with employees

— Federal Law
— Uniform Trade Secrets Act (UTSA) (1985)
— Most of states follow this one.
— Economic Espionage Act of 1996 (EEA)
— Computer Fraud and Abuse Act (CFAA)
— Tariff Act of 1930
— Defend Trade Secrets Act of 2016 (DTSA)

— Restatement (Third) Unfair Competition

— Restatement: a set of treatises on legal subjects that seek to inform judges and lawyers
about general principles of common law.

Morgan Lewis (11 ]

Protect Your Trade Secrets: reasonable measures

to keep such information secret

e Regularly identify and label trade secrets

— A trade-secret inventory will support that a company satisfied its burden of proof of establishing that
the information was actually a trade secret.

— Must mark “confidential.” See Fox Sports Net North, LLC. v. Minn. Twins Pship, 319 F.3d 329, 336 (8th
Cir. 2003) (denying trade-secret status to agreements that were not marked confidential).

— But, overuse of the confidential label can limit its effectiveness.
e Use confidentiality and other agreements to communicate and engage with employees
— Training on the company’s confidentiality procedures and expectations
— Nondisclosure agreements (NDA)
— Monitor departing employees
— Noncompetition agreement
e Exercise diligence to limit disclosure to third parties
— NDA when revealing any confidential IP
e When theft happens, act FAST
— Must show that you are making reasonable efforts to protect the trade secret
— Letter asking for its return
— Litigation?
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Patents: First To File

e File As Early As Possible!

e US Enablement
— Lower standard than JP, KR or CN
— No example necessary
— Can submit post-filing data to support enablement during prosecution

e US Written Description

— Support for possible claim amendments, including various ranges, concentrations,
temperatures, Markush group, etc.

— Elements to be excluded later
— Incorporation by reference
— Claims are important.

e JP Application v. US Provisional Application
Morgan Lewis (13

Good US Claims and Specification

e Good claims
— Broad claim language in accordance with US law
— Broad independent claim and narrow dependent claims; At least 20 claims

— Different categories of claims
— Receiving Restriction Requirement with different groups
— Comply with US written description and enablement requirements

e Good specification
— Encompassing commercial embodiment
— No statements limiting claim scope
— Various disclosures to support future amendments in response to rejections
— Ranges, Species, Concentrations, etc.
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Helsinn Healthcare S.A. v. Teva Pharmaceuticals
USA, Inc., 139 S. Ct. 628 (2019)

e Secret Sale Qualifies as Prior Art
e Secret Offer to Sale Qualifies as Prior Art

e Patent v. Trade Secret
— If you are to keep a trade secret, keep it tight.
— If you are to file, file as early as possible.

Morgan Lewis
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PATENTABLE SUBJECT MATTER IN US



Patentable Subject Matter in US

e Requirements of 35 U.S.C. § 101

— Whoever invents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and useful improvement
thereof, may obtain a patent therefor, subject to the conditions and requirements of

this title.

e “Useful” — the invention must have a specific, substantial, and credible utility.
— “Utility” requirement — see MPEP 2107 for Utility Guidelines.

e “"Process, Machine, Manufacture, Composition of Matter”

— “Subject matter eligibility” -these categories, as interpreted by the courts, limit the
subject matter that is eligible for patenting.

Morgan Lewis (17

Four Statutory Categories

Process, Machine, Manufacture, or Composition of Matter

e The courts have interpreted the categories to exclude:
— “Laws of nature, natural phenomena, and abstract ideas”

— These three terms are typically used by the courts to cover the basic tools of
scientific and technological work, such as scientific principles, naturally occurring
phenomena, mental processes, and mathematical algorithms.

— Called “Judicial Exceptions”
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Judicial Exceptions

e Law of Nature
— Naturally occurring correlation

— A method of determining effective dosage of insulin using a correlation between
insulin and blood glucose level (Mayo)

e Natural Phenomena or Product
— An isolated DNA probe (Myriad)

o Abstract Ideas
— A method for managing the risk cost (Bilski)
— A method of exchanging obligation (Alice Corp)

Morgan Lewis (1]

101 Roller Coaster

Bilski v. USPTO (2010)
— Method of hedging energy trades claiming only an abstract idea is not a patent-eligible matter
Mayo v. Prometheus (2012)

— Diagnostic method reciting [“law of nature” + “well-known, routine, conventional”] steps is not a
patent-eligible matter

— Patentable subject matter requires “something more”

Association for Molecular Pathology v. Myriad (2013)

— Removal of introns (cDNA) represents “something more” and is patent-eligible

— An “isolated” sequence (DNA, RNA, protein) is not necessarily patentable subject matter
Alice Corp. v. CLS Bank International (2014)

— A computer-implemented, electronic escrow service for facilitating financial transactions is an abstract
idea ineligible for patent protection

— Merely adding “a generic computer to perform generic computer functions” does not make an
otherwise abstract idea patentable

— Court did not elaborate on what is an abstract idea

Morgan Lewis @)


http://www.google.com/url?sa=i&source=images&cd=&cad=rja&docid=a5ifZbyNevoziM&tbnid=-f8gOLgQMCdQ8M:&ved=0CAgQjRwwAA&url=http://workathomerenegade.com/thinking-skills-part-2/&ei=OA0wUrOPNszFiwKRnICACQ&psig=AFQjCNEHf5sFogiFHWoNeftHcl4pqpxHGA&ust=1378967224967653
http://www.google.com/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=SwJWMIuqTsnZUM&tbnid=xbvGJYU7CraNEM:&ved=0CAUQjRw&url=http://en.wikipedia.org/wiki/Nature&ei=Gw0wUuSGJOPFigLdsICoBQ&psig=AFQjCNFik8BhkP_Y4u088wHwjLFB59c9DA&ust=1378967185910388
https://www.google.com/imgres?imgurl&imgrefurl=http://www.picgifs.com/clip-art/rollercoaster/&h=0&w=0&tbnid=-0TBR1Wx4gqMuM&zoom=1&tbnh=220&tbnw=229&docid=gyxf_-0IThR-zM&tbm=isch&ei=FAlhU6b9MNfesATOioHIDA&ved=0CAgQsCUoAg
http://www.google.com/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=OIoAtUbenSPiwM&tbnid=R3OUJVsOjWcEPM:&ved=0CAUQjRw&url=http://healthland.time.com/2013/05/15/the-angelina-effect-times-new-cover-image-revealed/&ei=6wIwUrj0POf1iwKF2YBQ&bvm=bv.52109249,d.cGE&psig=AFQjCNH3vvWDHgx1mWAwWGkAAAA9AFiVLw&ust=1378964582153622
https://www.google.com/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&docid=WOU7gQ5Zmb_1gM&tbnid=RBuRGOTso62TQM:&ved=&url=https://www.aclu.org/womens-rights/association-molecular-pathology-v-myriad-genetics-supreme-court-arguments&ei=bAUwUp6uI8WAiwKjwoHQBw&bvm=bv.52109249,d.cGE&psig=AFQjCNHvEHPw_hhlk_WEg18ixy7jCOru2w&ust=1378965229120953

The Alice/Mayo Framework

Morgan Lewis ©
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Step 2A: Two Prong Inquiry

The 2019 Revised Patent Subject Matter Eligibility Guidance (issued January 7, 2019)

Morgan Lewis ©

Prong Two: Practical Application?

e Examiners evaluate integration into a practical application by

— (@) identifying whether there are any additional elements recited in the claim
beyond the judicial exceptions; and

— (b) evaluating those additional elements individually and in combination to
determine whether they integrate the exception into a practical application.

Exemplary consideration indicating the integration

— Improvements to the functioning of a computer, or to any other technology or
technical field.

— Applying or using a judicial exception to effect a particular treatment or prophylaxis
for a disease or medical condition.

— Applying the judicial exception with, or by use of, a particular machine.

— Effecting a transformation or reduction of a particular article to a different state or
thing.

— Applying or using the judicial exception in some other meaningful way beyond
generally linking the use of the judicial exception to a particular technological

environment, such that the claim as a whole is more than a drafting effort designed
to monopolize the exception.
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McRO, Inc. dba Planet Blue v. Bandai Namco Games America, Inc.,

837 F.3d 1299 (Fed. Cir. 2016)

1. A method for automatically animating lip synchronization and facial expression of three-dimensional characters comprising:

obtaining a first set of rules that define output morph weight set stream as a function of phoneme sequence and time of said phoneme
sequence;

obtaining a timed data file of phonemes having a plurality of sub-sequences;

generating an intermediate stream of output morph weight sets and a plurality of transition parameters between two adjacent morph
weight sets by evaluating said plurality of sub-sequences against said first set of rules;

generating a final stream of output morph weight sets at a desired frame rate from said intermediate stream of output morph weight sets
and said plurality of transition parameters; and

applying said final stream of output morph weight sets to a sequence of animated characters to produce lip synchronization and facial
expression control of said animated characters.

— Eligible: NOT directed to an abstract idea because:

— “When looked at as a whole, claim 1 is directed to a patentable, technological improvement over the
existing, manual 3—D animation techniques. The claim uses the limited rules in a process specifically
designed to achieve an improved technological result in conventional industry practice.”

— "It is the incorporation of the claimed rules, not the use of the computer, that ‘improved [the] existing
technological process’ by allowing the automation of further tasks.” (quoting Alice)

— The Court supported its reasoning by examining the specification for guidance

Morgan Lewis (25 )

Prong Two: Can be Conventional Elements

e “A claim that includes conventional elements may still
integrate an exception into a practical application”

* Prong Two does not evaluate whether the additional
element was well-know, routine or convention.
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STEP 2B

Step 2B: The 2019 Revised Patent Subject Matter Eligibility Guidance

(issued January 7, 2019)

e Significantly More?

e The Examiner should continue to consider whether an additional
element or combination of elements:

— Adds a specific limitation or combination of limitations that are not
well-understood, routine, conventional activity in the field, which is
indicative that an inventive concept may be present; or

— Simply appends well-understood, routine, conventional activities
previously known to the industry, specified at a high level of
generality, to the judicial exception, which is indicative that an
inventive concept may not be present.
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Bascom Global Internet Sevices Inc., v. AT&T

Mobility LLC., 827 F.3d 1341 (Fed. Cir. 2016)

1. A content filtering system for filtering content retrieved from an Internet computer network by individual controlled access

network accounts, said filtering system comprising:

a local client computer generating network access requests for said individual controlled access network accounts;

at least one filtering scheme;

a plurality of sets of logical filtering elements; and

a remote ISP server coupled to said client computer and said Internet computer network, said ISP server associating each said
network account to at least one filtering scheme and at least one set of filtering elements, said ISP server further receiving said
network access requests from said client computer and executing said associated filtering scheme utilizing said associated set of logical
filtering elements.

- Directed to an abstract idea
 Significantly more because an inventive concept can be found in the non-conventional and non-
generic arrangement of known, conventional pieces.

— The inventive concept requires more than recognizing that each claim element, by itself, was known in the
art.

— The patent describes how its particular arrangement of elements is a technical improvement over prior art
ways of filtering contents.

Morgan Lewis (29 ]

Ariosa Diagnostics, Inc. v. Sequenom, Inc.,

788 F.3d 1371 (Fed. Cir. 2015), cert denied

A method for detecting a paternally inherited nucleic acid of fetal origin performed on a maternal serum or plasma sample from a
pregnant female, which method comprises

amplifying a paternally inherited nucleic acid from the serum or plasma sample and

detecting the presence of a paternally inherited nucleic acid of fetal origin in the sample.

A method for performing a prenatal diagnosis on a maternal blood sample, which method comprises
obtaining a non-cellular fraction of the blood sample
amplifying a paternally inherited nucleic acid from the non-cellular fraction and
performing nucleic acid analysis on the amplified nucleic acid to detect paternally inherited fetal nucleic acid.

o Not significantly more because the method at issue here amounts to a general instruction to
doctors to apply routine, conventional techniques when seeking to detect cell free fetal DNA
(cffDNA).

— Because the method steps were well-understood, conventional and routine, the method of
detecting paternally inherited cffDNA is not new and useful.

— The only subject matter new and useful as of the date of the application was the discovery of
the presence of cffDNA in maternal plasma or serum.

— just because a discovery is groundbreaking, innovative or brilliant does not by itself satisfy
§101.

Morgan Lewis X )



http://www.google.com/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0ahUKEwiSou3TtLzOAhVCSiYKHS1vAMEQjRwIBw&url=http://www.geek.com/news/att-to-impose-data-cap-on-dsl-and-u-verse-accounts-1327291/attachment/atandt/&psig=AFQjCNEqinxVUI9RzXWo6T0PzlKqiri_lA&ust=1471109650488395
http://patentdocs.typepad.com/.a/6a00d83451ca1469e2019b00b822cc970c-pi

Cleveland Clinic Found. v. True Health Diagnostics LLC, 760 F.

App'x 1013 (Fed. Cir. 2019)(nonprecedential)

“"While we greatly respect the PTO’s expertise on all
matters relating to patentability, including patent
eligibility, we are not bound by its guidance.”

Morgan Lewis ©

Athena Diagnostics, Inc. v. Mayo Collaborative

Servs., LLC, 915 F.3d 743 (Fed. Cir. 2019)

1. A method for diagnosing neurotransmission or developmental disorders related to muscle specific tyrosine kinase
(MuSK) in a mammal comprising the step of detecting in a bodily fluid of said mammal autoantibodies to an epitope
of muscle specific tyrosine kinase (MuSK).

6. A method according to claim 3 whereby the intensity of the signal from the anti-human IgG antibody is
indicative of the relative amount of the anti-MuSK autoantibody in the bodily fluid when compared to a positive and
negative control reading.

7. A method according to claim 1, comprising contacting MuSK or an epitope or antigenic determinant thereof
having a suitable label thereon, with said bodily fluid, immunoprecipitating any antibody/MuSK complex or
antibody/MuSK epitope or antigenic determinant complex from said bodily fluid and monitoring for said label on any
of said antibocy// MuSK complex or antibody/MuSK epitope or antigen determinant complex, wherein the presence of
said label is indicative of said mammal is suffering from said neurotransmission or developmental disorder related to
muscle specific tyrosine kinase (MuSK).

8. A method according to claim 7 wherein said label is a radioactive label.

9. A method according to claim 8 wherein said label is 125I.

e District Court: Ineligible

— directed to law of nature (i.e., the correlation between naturally-occurring
MuSK autoantibodies and MuSK-related neurological diseases like MG)

— Not significantly more
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Athena Diagnostics, Inc. v. Mayo Collaborative

Servs., LLC, 915 F.3d 743 (Fed. Cir. 2019)

e Federal Circuit: Affirmed

— Use of a man-made molecule in a method claim employing standard techniques to
detect or observe a natural law may still leave the claim directed to a natural law.

— Even for dependent claims, the steps of the claims not drawn to ineligible subject
matter, whether viewed individually or as an ordered combination, only require
standard techniques to be applied in a standard way.

— No discussion of practical application

Morgan Lewis ©

Athena Diagnostics, Inc. v. Mayo Collaborative Services,

LLC, Docket No. 19-430 (Supreme Court 2019)

e Athena filed a petition to ask:

Whether a new and specific method of diagnosing a medical condition
is patentable subject matter, where the method detects a molecule
never previously linked to the condition using novel man-made
molecules and a series of specific chemical steps never previously
performed.
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DOCTRINE OF EQUIVALENGE STILL EXISTS

Doctrine of Equivalence (DOE)

o A product or process that does not literally infringe may nonetheless be found
to infringe if there is “equivalence” between the elements of the accused
product or process and the claimed elements of the patented invention.

e All Elements Test:

— Must show that every element of the patented invention, or its substantial
equivalent, is present in the accused product or process. See Warner-
Jenkinson v. Hilton Davis Chemical Co., 520 U.S. 17 (1997).

e Subsequent changes in the state of the art, such as technologies developed
after the date of invention, will often challenge the definition of a previously
essential element or limitation present in the original invention. See Sage
Products, Inc. v. Devon Industries, Inc., 126 F.3d 1420 (Fed. Cir. 1997).
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DOE Has Been Fading

Few propositions of "Doctrine of Equivalents" at the Federal Circuit
patent law have been so %

consistently sustained by

the Supreme Court as 0 .

the doctrine of

equivalents. e —

Festo Corp. v. Shoketsu 50

Kinzoku Kogyo Kabushki

Co.,535U.S. 722, 733 50

(2002). . .,

MOI'gG n Lewis https://patentlyo.com/, November 22, 2019 @

e Pharma Tech v. Lifescan, Inc,, 2019 WL 6222860 (Fed. Cir. Nov. 22, 2019) (prosecution history estoppel
bars the claims for infringement under the doctrine of equivalents)

e UCP Intl. Co. Ltd. v. Balsam Brands Inc., 2019 WL 4955052 (Fed. Cir. Oct. 7, 2019) (vacating summary
judgment of literal infringement and DOE based upon faulty claim construction).

o Eli Lilly and Co. v. Hospira, Inc., 933 F.3d 1320 (Fed. Cir. 2019) (narrowing amendment was only
tangentially related to patentability and thus did not create prosecution history estoppel; district court
did not err in finding insubstantial differences)

e Ajinomoto Co., Inc. v. Intl. Trade Commn., 932 F.3d 1342 (Fed. Cir. 2019) (affirming equivalents
determination)

o UCB, Inc. v. Watson Laboratories Inc,, 927 F.3d 1272 (Fed. Cir. 2019) (withdrawal of a group in response
to a restriction requirement does not invoke prosecution estoppel)

o ViretX Inc. v. Apple Inc., 931 F.3d 1363 (Fed. Cir. 2019) (discussing the court’s prior reversal of a jury
DOE verdict)

e Amgen Inc. v. Coherus BioSciences Inc., 931 F.3d 1154 (Fed. Cir. 2019) (prosecution history estoppel
barred patentees claiming doctrine of equivalents infringement)

e Duncan Parking Technologies, Inc. v. IPS Group, Inc., 914 F.3d 1347 (Fed. Cir. 2019) (Doctrine of
Equivalence cannot be used to read out or erase a claim limitation on which the public is entitled to rely.)

MOI'gG n Lewis https://patentlyo.com/, November 22, 20193 @



Relevant Cases

e Pharma Tech v. Lifescan, Inc,, 2019 WL 6222860 (Fed. Cir. Nov. 22, 2019) (prosecution history estoppel
bars the claims for infringement under the doctrine of equivalents)

e UCP Intl. Co. Ltd. v. Balsam Brands Inc., 2019 WL 4955052 (Fed. Cir. Oct. 7, 2019) (vacating summary
judgment of literal infringement and DOE based upon faulty claim construction).

o Eli Lilly and Co. v. Hospira, Inc., 933 F.3d 1320 (Fed. Cir. 2019) (narrowing amendment was
only tangentially related to patentability and thus did not create prosecution history
estoppel; district court did not err in finding insubstantial differences)

e Ajinomoto Co., Inc. v. Intl. Trade Commn., 932 F.3d 1342 (Fed. Cir. 2019) (affirming
equivalents determination)

o UCB, Inc. v. Watson Laboratories Inc., 927 F.3d 1272 (Fed. Cir. 2019) (withdrawal of a
group in response to a restriction requirement does not invoke prosecution estoppel)

o VirnetX Inc. v. Apple Inc., 931 F.3d 1363 (Fed. Cir. 2019) (discussing the court’s prior reversal of a jury
DOE verdict)

e Amgen Inc. v. Coherus BioSciences Inc., 931 F.3d 1154 (Fed. Cir. 2019) (prosecution history estoppel
barred patentees claiming doctrine of equivalents infringement)

e Duncan Parking Technologies, Inc. v. IPS Group, Inc., 914 F.3d 1347 (Fed. Cir. 2019) (Doctrine of
Equivalence cannot be used to read out or erase a claim limitation on which the public is entitled to rely.)

Morgan Lewis (39 )

Eli Lilly and Co. v. Hospira, Inc., 933 F.3d 1320 (Fed. Cir. 2019)

Ajinomoto Co., Inc. v. Intl. Trade Commn., 932 F.3d 1342 (Fed. Cir. 2019)

e Made narrowing amendments during prosecution.

e Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 740 (2002)
— Prosecution history estoppel is presumed to apply unless

1. the rationale underlying the amendment does not bear more than a tangential relation to the
equivalent in question;

2. the equivalent was unforeseeable at the time of the application; or

3. there was some other reason suggesting that the patentee could not reasonably be expected to have
described the equivalent.

e In £/ Lilly and Ajinomoto cases, narrowing amendments were only tangentially related to patentability
and thus did not create prosecution history estoppel.

Morgan Lewis « @



Relevant Cases

e Pharma Tech v. Lifescan, Inc., 2019 WL 6222860 (Fed. Cir. Nov. 22, 2019) (prosecution
history estoppel bars the claims for infringement under the doctrine of equivalents)

e UCP Intl. Co. Ltd. v. Balsam Brands Inc., 2019 WL 4955052 (Fed. Cir. Oct. 7, 2019) (vacating summary
judgment of literal infringement and DOE based upon faulty claim construction).

o Eli Lilly and Co. v. Hospira, Inc., 933 F.3d 1320 (Fed. Cir. 2019) (narrowing amendment was only
tangentially related to patentability and thus did not create prosecution history estoppel; district court
did not err in finding insubstantial differences)

e Ajinomoto Co., Inc. v. Intl. Trade Commn., 932 F.3d 1342 (Fed. Cir. 2019) (affirming equivalents
determination)

o UCB, Inc. v. Watson Laboratories Inc., 927 F.3d 1272 (Fed. Cir. 2019) (withdrawal of a group in response
to a restriction requirement does not invoke prosecution estoppel)

o VirnetX Inc. v. Apple Inc., 931 F.3d 1363 (Fed. Cir. 2019) (discussing the court’s prior reversal of a jury
DOE verdict)

o Amgen Inc. v. Coherus BioSciences Inc., 931 F.3d 1154 (Fed. Cir. 2019) (prosecution history
estoppel barred patentees claiming doctrine of equivalents infringement)

o Duncan Parking Technologies, Inc. v. IPS Group, Inc., 914 F.3d 1347 (Fed. Cir. 2019)
(Doctrine of Equivalence cannot be used to read out or erase a claim limitation on which the
public is entitled to rely.)

MOI'gG n Lewis https://patentlyo.com/, November 22, 2019 @

o Explicit statements made by a patent applicant during prosecution to distinguish a
claimed invention over prior art may serve to narrow the scope of the claim.
Spectrum Int], Inc. v. Sterilite Corp., 164 E.3d 1372, 1378, 49 U.S.P.Q.2d 1065,
1068-69 (Fed. Cir. 1998).

e Explicit arguments made during prosecution to overcome prior art can lead to
narrow claim interpretations because "the public has a right to rely on such
definitive statements made during prosecution." Digital Biometrics, Inc. v. Identix,
Inc., 149 F.3d 1335, 1347, 47 U.S.P.Q.2d 1418, 1427 (Fed. Cir. 1998

e Prosecution history can only narrow the scope of the claim.

e In prosecution,
Nothing good can happen by saying much.

e Say as little as possible.
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Eli Lilly and Co. v. Hospira, Inc., 933 F.3d 1320 (Fed. Cir. 2019)

Ajinomoto Co., Inc. v. Intl. Trade Commn., 932 F.3d 1342 (Fed. Cir. 2019)

e Doctrine of Equivalence Still Exists.

* Prosecution Estoppel
— As Little As Possible During Prosecution

Morgan Lewis
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Wis. Alumni Research Found. v. Apple Inc., 205

L.Ed.2d 38 (U.S. 2019)

e Wisconsin Alumni Research Foundation (WARF)’s patent covers the use of
prediction in parallel processing in order to increase the accuracy of processor
speculation.

e District Court: Wisconsin jury agreed that Apple’s chips infringed and awarded
$234 million in damages.

e Federal Circuit: REVERSED

— “no reasonable juror could have found infringement based on the evidence
presented.”

e Supreme Court in 2019: DENIED petition for writ of certiorari to the United
States Court of Appeals for the Federal Circuit.

Morgan Lewis (45 )

University License Revenue

New York University $1,568M

e Northwestern University $1,238M

e Columbia University $941M

o University of California $786M

e Stanford $741M

e Emory University $682M

e Wake Forest $487M

e University of Minnesota $473M

e University of Washington $385M

e Massachusetts Institute of Technology $382M

(2004-2010 Data, Association of University Technology Managers)
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University Innovations Help the Economy

e Academic patents and licensing
— increased U.S. industry gross output by up to $1.7T over 20 year period
— increased U.S. GDP by up to $865B 20 year period
— Supported over 2.6~5.8 M jobs per year

Source: The Economic Contribution of University/Nonprofit inventions in the United
States: 1996-2017, Biotechnology Innovation Organization and the Association of
University Technology Managers

Morgan Lewis (47

WesternGeco v. ion geophysical.

Recovery of foreign lost profit damages

e WesternGeco sued ION Geophysical Corp. for infringement based on its competing system.
e ION manufactured the components for its competing system in the United States and then shipped them to

companies abroad.
e The foreign companies then combined the components into a “surveying system nearly indistinguishable from

WesternGeco’s.”

Morgan Lewis = @



The Relevant Statute, 35 U.S.C. § 271(f)(2)

e U.S. Patent Law permits recovery of damages based on the act of exporting
components that are specifically adapted for a patented invention:

“[1] Whoever without authority supplies or causes to be supplied in
or from the United States

[2] any component of a patented invention that is especially made
or especially adapted for use in the invention and not a staple
article or commodity of commerce suitable for substantial
noninfringing use, where such component is uncombined in whole or in
part,

[3] knowing that such component is so made or adapted and
intending that such component will be combined outside of the
United States

[4] in @ manner that would infringe the patent if such combination
occurred within the United States, shall be liable as an infringer.”

Morgan Lewis (4]

WesternGeco v. ion geophysical

District Court: Jury awarded WesternGeco damages of $12.5 million in
royalties and $93.4 million in lost foreign profits

Federal Circuit: Affirmed the infringement verdict, but reversed as to the $93.4
million in lost foreign profits.

Supreme Court: Reversed and Remanded

— the presumption against extraterritoriality did not apply because “in a case involving
infringement under §271(f)(2), [the focus] is on the act of exporting components
from the United States.”

— “The conduct in this case that is relevant to that focus clearly occurred in the United
States, as it was ION’s domestic act of supplying the components that infringed
WesternGeco’s patents. Thus, the lost-profits damages that were awarded to
WesternGeco were a domestic application of §284.”

e Federal Circuit (2019): Remand the case back to the District Court given
invalidation of four of five asserted claims.

Morgan Lewis « @)



Google LLC v. Oracle Am., Inc., No. 18-956, 2019

U.S. LEXIS 6934 (Nov. 15, 2019)

e Oracle acquired Sun Microsystems and sued Google in 2010, seeking $9B.
— In Android’s application programing interface (API), Google ccgyied a set of 37 different Java

“packages” that each contain many classes and method calls (such as "max()”). As an example,
Google used the Java method header “java./ang.Math.max(a,b0)". When called, the “"max” function
returns the greater of the two inputs.

— Sun Microsystems was known for broadly sharing its creations without enforcing its IP rights.

— It was widely assumed that copyright law didn't control the use of application pro[gramming interfaces
(APIs?—standard function calls that allow third parties to build software compatible with an
established platform like Java.

e District Court: the API method headers were not protectable under copyright.

e Federal Circuit: REVERSED (the Java API taxonomy copyrightable as a whole)

— The court rejected the idea/expression merger doctrine since there are many other ways that
functionally equivalent method-calls could have been constructed besides those found in Java.

— “Merger cannot bar copyright protection for any lines of declaring source code unless Sun/Oracle had
only one way, or a limited number of ways, to write them.”

e Supreme Court granted petition for writ of certiorari in 2019.
— Will determine whether software APIs can be copyrighted.

Morgan Lewis ©

Summary

e Helsinn Healthcare S.A. v. Teva Pharmaceuticals USA, Inc., 139 S. Ct. 628 (2019).
— Secret Sale Qualifies as Prior Art.
— File As Early As Possible.

e Athena Diagnostics, Inc. v. Mayo Collaborative Servs., LLC, 915 F.3d 743 (Fed. Cir. 2019)
— Would Methods of Diagnostic Be Patentable?

e Eli Lilly and Co. v. Hospira, Inc., 933 F.3d 1320 (Fed. Cir. 2019)

e Ajinomoto Co., Inc. v. Intl. Trade Commn., 932 F.3d 1342 (Fed. Cir. 2019)
— Doctrine of Equivalence Still Exists.
— Say As Little As Possible.

o Wis. Alumni Research Found. v. Apple Inc., 205 L.Ed.2d 38 (U.S. 2019)
— Universities Can Be Aggressive.

e Google LLC v. Oracle Am., Inc., No. 18-956, 2019 U.S. LEXIS 6934 (Nov. 15, 2019)
— (Can Software APIs Be Copyrighted?

Morgan Lewis o @



YOU

This material is provided for your convenience and does not constitute legal advice or create an attorney-client relationship. Prior results do not guarantee similar outcomes.
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Our Global Reach
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*Qur Beijing and Shanghai offices operate as representative offices of Morgan, Lewis & Bockius LLP. In Hong Kong, Morgan Lewis operates through Morgan, Lewis &

Bockius, which is a separate Hong Kong general partnership registered with The Law Society of Hong Kong as a registered foreign law firm operating in Association with

Luk & Partners. Morgan Lewis Stamford LLC is a Singapore law corporation affiliated with Morgan, Lewis & Bockius LLP.
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Please Come and Visit Us!

Janice H. Logan, Ph.D.
Washington DC

T  +1.202.739.5234
Janice.logan@morganlewis.com

Morgan Lewis

Georgetown University Law Center, 2010, J.D.

Johns Hopkins University, School of Medicine, 2007, Ph.D., Biomedical
Engineering

Cornell University, 2002, B.S., Materials Science and Engineering,
Magna Cum Laude

Janice (Lee) Logan brings an extensive science and engineering
background to her intellectual property law practice, focusing primarily
on biotechnology, medical device, chemistry, and materials engineering
matters. She guides clients through complex patent procurement and
patent litigation matters, and handles patent portfolio management and
development. She also manages due diligence for intellectual property
asset transactions. Janice is fluent in Korean and Japanese.

Recommended, Intellectual property: Patents: prosecution (including
re-examination and post-grant proceedings), 7he Legal 500 US (2019)
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Legal Basis: Article 56 EPC [Inventive Step]

Article 56 EPC:

“An invention shall be considered as involving an inventive step if, having regard to
the state of the art, it is not obvious to a person skilled in the art.”
—  Only arises where the invention is novel.

Problem and Solution Approach

An objective and predictable assessment
(EPO Guidelines for Examination, G-VII,5 and 5.2).
(i) Determine the "closest prior art”.
(i1) Establish the "objective technical problem".
— Identify "the distinguishing feature(s)” over the closest prior art,

— ldentify the technical effect resulting from the distinguishing features,
and

— Formulate the objective technical problem.

(ili)Consider whether or not the claimed invention, starting from the
closest prior art and the objective technical problem, would have
been obvious to the skilled person.

2 ==

Legal Basis

Step 1: Closest Prior Art

Step 2: Distinguishing Features
Step 3: Technical Effect
Step 4: Objective Technical Problem

Step 5: Obviousness
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Example: Electrical Toothbrush

Claim
An electrical toothbrush comprising:
e arechargeable battery,

* means indicating to the user when the battery only
has power left for operating the brush for a
predetermined time.

Problem discussed in the application:

_ The user is warned before the battery is empty and has
Invention time to find a power supply.

Prior Art

« D1: Arechargeable electrical toothbrush without
any indicator.

« D2: An electrical shaver with a rechargeable
battery and means indicating to the user when the
battery only has 2 minutes left.

D1 D2

7' (il

ll

1. Legal Basis

2. Example

4. Distinguishing Features

5. Technical Effect
6. Objective Technical Problem

7. Obviousness
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Step 1: Determine the Closest Prior Art

A single reference that is the “most promising springboard"” (i.e. the best
starting point) for an obvious development leading to the invention (T254/86).

Directed to a similar purpose or effect as the invention.

At least belongs to the same or closely related technical field as the
invention.

Has a similar use and requires the minimum of structural and functional
modifications to arrive at the claimed invention (T 606/89).

Most technical features in common with the invention.

« Different starting points are only allowed if these documents are equally valid
springboards.

d (il

Step 1: Closest Prior Art - Example

_ﬂ“

electrical

ll

+ =
toothbrush D1 D2
rechargeable
+ +
battery
low battery
- - +
indicator

D1 is also an electrical tooth brush - similar purpose and same technical field.
D2 is a shaver - different technical field.

D1 would require the minimum of structural and functional modifications to
arrive at the claimed invention.

Therefore, D1 should be selected as the closest prior art.
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Legal Basis

Example

Step 1: Closest Prior Art

Step 3: Technical Effect

Step 4: Objective Technical Problem

Step 5: Obviousness

11 |

Step 2: Identify the Distinguishing Features - Example

The difference

in terms of structural

and/or

functional

between the claimed invention and the closest prior art.

| @ 2

electrical
toothbrush

rechargeable
battery

low battery
indicator

+ -

o

Distinguishing feature: “means indicating
to the user when the battery only has power
left for operating the brush for a predetermined

time.”

features

D1

D2

12 |
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Legal Basis

Example
Step 1: Closest Prior Art

Step 2: Distinguishing Features

Step 4: Objective Technical Problem

Step 5: Obviousness

13 |

Step 3: Identify the Technical Effect

For each distinguishing feature or for one or more groups of distinguishing
features.

The technical effect(s) must be demonstrated with respect to the closest
prior art and be derivable from the application as filed.

Non-technical Features

« The distinguishing features must make a contribution to the technical
character of an invention.

« Non-technical features (e.g. “the ball is green”) may serve a technical
purpose when combined with the other claimed features (e.g. “the ball
being green makes it easier to automatically identify in images”)

- Technical Effect

« If a non-technical features only contributes to the solution of a non-
technical problem, it cannot support the presence of an inventive step.

14 |
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Step 3: Identify the Technical Effect

Plausibility

« The technical effect needs to be plausibly achieved, based on the teaching
of the application as filed (T 1329/04 and T 409/91).

« Speculation (e.g. “Feature X may have Property Y”) is not sufficient.
« There must be enough evidence in the application as filed

 Evidence may include experimental evidence, a theoretical explanation of
how the features cause a technical effect, etc.

 Not essential where the technical effect is straightforward — e.g. our
electrical toothbrush example

* “Absolute proof” of the achievement of an effect is not required (T 716/08).

A lack of plausibility cannot be remedied after the filing date.

= [E=

Step 3: Identify the Technical Effect - Example

electrical

Il

o Werens

toothbrush *

rechargeable

battery * ¥

!OW_ battery _ + No surprise that the battery is empty.
indicator ’ Time to find a power supply. .

A technical effect is established over D1 that is plausible and contributes to the
technical character of the invention.

= = IE
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Legal Basis

Example
Step 1: Closest Prior Art
Step 2: Distinguishing Features

Step 3: Technical Effect

Step 5: Obviousness

17 |

Step 4: Formulate the Objective Technical Problem

The Objective Technical Problem

The aim and task of modifying or adapting the closest prior art to provide
the technical effects that the invention provides over the closest prior art.

No pointers to the technical solution (ex post facto analysis).

Credibility
It must be credible that substantially all claimed embodiments exhibit the

technical effect. That is, the problem must be credibly solved across the
entire scope of the claim.

In some cases, where the technical effect is plausible based on the application
as filed, it is possible to provide further evidence to show that the problem is
solved across the entire scope of the claims (T 0939/92).

Experimental data or evidence that are filed later may support disclosure
already in the application (T 1262/04, T 1396/06 and T 433/05).

18 |
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Step 4: Formulate the Objective Technical Problem

Multiple Technical Effects
No technical effect achieved by all the distinguishing features taken in combination
- Plurality of partial problems for different sets of distinguishing features are defined.

No Technical Effect over the Closest Prior Art
The problem is formulated as the provision of an alternative product, process or method.

No Plausible Technical Effect
The problem is formulated as the provision of an alternative product, process or method.

Non-technical Features
If the claim refers to an aim to be achieved in a non-technical field,

- Aim may form part the technical problem to be solved as a constraint that has to be
met (T 641/00, T 172/03).

= (il

ll

Step 4: Summary of Plausibility and Credibility

Summary on Plausibility — Technical Effects

Evidence in application as filed?

ye/ no

Evidence sufficient to Effects discussed in
make effects plausible application as filed?
over whole scope?

yes no
yes no
(Sufficient) post-published
@ evidence available?

yes no

4l B
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Step 4: Formulate the Objective Technical Problem

BT
} _

electrical
toothbrush

rechargeable
battery

!OW_ battery ) - No surprise that the battery is empty.
indicator Time to find a power supply.

Problem Using D1 - how can the user avoid the

unpleasant surprise of an
° empty battery?

Notes

« Only one distinguishing feature so no need to define partial problems.

21 |

Legal Basis

Example

Step 1: Closest Prior Art

Step 2: Distinguishing Features
Step 3: Technical Effect

Step 4: Objective Technical Problem

Il
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Step 5: Is the Solution Obvious to the Skilled Person

Is there an indication in the prior art that would prompt the skilled person
faced with the objective technical problem to modify the closest prior art?

Does the modification lead to the claimed invention ?

- Obvious if the skilled person would (not could) have arrived at the
invention by adapting or modifying the closest prior art because the prior
art incited him to do so in the expectation of some improvement or
advantage (T 2/83).

Incentive to modify prior art may be explicit or implicit (T 257/98 and T 35/04).

Prior art may be combined where it is obvious to do so:
 Readily combined or incompatible?
* From similar, neighbouring or remote technical fields?

« A reasonable basis for the skilled person to associate the pieces of prior
art with one another (e.g. one document contains a reference to the other)?

= (il

ll

Step 5: Is the Solution Obvious to the Skilled Person

Obvious to the Skilled Person
« Askilled practitioner in the relevant field of technology.
 Aware of the common general knowledge in the art at the priority date.

Partial Problems

« A different document can be combined with the closest prior art for each partial
problem (T 389/86).

* Inventive if the feature(s) of at least of partial problem involves an inventive step.

Providing an Alternative
Difficult to assert non-obviousness.

Providing an alternative may be inventive if:
« there is no pointer to the claimed solution (T 878/15), or

» the prior art teaches away (T 1840/15), or
» properties of claimed alternative cannot be predicted (T 899/15).

. B
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Step 5: Is the Solution Obvious to the Skilled Person - Example

Problem: Using D1, how can the user avoid the unpleasant
surprise of an empty battery?

Indication: Would the skilled person consider the solution
proposed in D2 ?

* The low battery indicator in the shaver prompts the skilled person
with a solution to the battery problem of the toothbrush.

D1
It appears straightforward to add the light indicator to the
toothbrush and the combination leads to the subject-matter
claimed.
« The skilled person would consider the shaver since it is closely
related to the toothbrush (handheld rechargeable electrical
device for personal care).
« Therefore, not inventive. D2

= (il
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Morgan Lewis

ANTIGIPATION AND
OBVIOUSNESS IN US

Janice H. Logan, Ph.D.

e Anticipation under 35 U.S.C. § 102
e Obviousness under 35 U.S.C. § 103
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Anticipation

e Anticipation under 35 U.S.C. § 102

— “A claim is anticipated only if each and every element as set forth in the claim is
found, either expressly or inherently described, in a single prior art reference.”
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051,
1053 (Fed. Cir. 1987); M.P.E.P. 2131

Morgan Lewis

Overcoming Anticipation Rejection

e The cited reference does not disclose each and every element of the claims.

e The cited reference is not enabled.

— Once a reference is found, the burden is on applicant to provide facts rebutting the
presumption of operability. In re Sasse, 629 F.2d 675, 207 USPQ 107 (CCPA 1980);
M.P.E.P. 716.07 and 2121.

Morgan Lewis = @
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e Anticipation under 35 U.S.C. § 102

e Obviousness under 35 U.S.C. § 103

Morgan Lewis

Prima Facie Obviousness

e Examiner bears the initial burden to show:

— The combination of the cited references teach or suggest each and every element of
the claims.

— Reason to combine/modify the cited references.
— There is reasonable expectation of success.
— M.P.E.P. 2141-2145.

Morgan Lewis - @
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Overcoming Obviousness Rejection

e The combination of the cited references does not teach or suggest each and
every element of the claims.

e No reason to combine/modify the cited references.
e There is no reasonable expectation of success.

e Secondary Considerations

— Unexpectedly superior result
— e.g. Criticality of the claimed range

— Commercial success
— Long felt but unsolved needs
— Failure of others

Morgan Lewis

In re Cree, 818 F.3d 694 (Fed. Cir. 2016)

e The basic problem with LED lighting is that it is easy and cheap (these days) to get blue
light, but harder to produce light across the spectrum — especially reds. Cree’s patented
approach used a blue LED that is wrapped in a “"down-converting luminophoric
medium.” The basic idea is that the blue light energy is absorbed by the medium and then
released as white light. These Fluorescent and phosphorescent materials were already
known and commercially available.

e Cree argued that the Examiner’s combination of the prior art is based on hindsight.

e PTAB decided and Federal Circuit affirmed:

— A rational, non-hindsight reason for combining the references comes from the references themselves
since the later reference offered a brighter LED that could be combined with the earlier reference “to
produce higher quality light.”

— The availability of the high-powered Nakamura LED thus provided the motivation to combine
Stevenson’s use of LEDs to create primary colors with Pinnow’s use of a short-wavelength light source
to create white light.

— Cree’s accompanying ‘impermissible hindsight’ is essentially a repackaging of the argument that there
was insufficient evidence of a motivation to combine the references.

Morgan Lewis = @



Non-Overlapping Range is NOT Obvious

In re Patel, No. 2013-1301 (Fed. Cir. July 16, 2014)(non-precedent)
— 26-80 weight percent

Prior art: 0.5-25 weight percent

PTAB affirmed the Examiner’s findings that the applicants had not demonstrated
unexpected results that overcame the asserted prima facie obviousness determination.

Federal Circuit:

— the examiner failed to establish a prima facie case of obviousness because the
ranges do not overlap and the prior art does not teach that a broader range would
be appropriate.

— Distinguished from a previous case because in this case, there is no “about” in front
of the range disclosed in prior art.

Morgan Lewis (s ]

e Anticipation under 35 U.S.C. § 102
— The cited reference does not disclose each and every element of the claims.

e Obviousness under 35 U.S.C. § 103

— The combination of the cited references does not teach or suggest each and every
element of the claims.

— No reason to combine/modify the cited references.
— There is no reasonable expectation of success.
— Secondary Considerations

— Unexpectedly superior result

— Commercial success

— Long felt but unsolved needs

— Failure of others
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