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Government and Patent Office Related Information

® On July 5,2019, Akira MATSUNAGA was appointed as the new

Commissioner of the Japan Patent Office (JPO), replacing the retiring
Naoko MUNAKATA. Mr. Matsunaga joined the Ministry of International
Trade and Industry (currently the Ministry of Economy, Trade, and Industry
(METI)) in 1986. He was thereafter appointed as the Director-General of
the Business Environment Department of the Small and Medium
Enterprise Agency, and Deputy Director-General of Minister's Secretariat
(in charge of the Economic and Industrial Policy Bureau).

(JPO, July 5,2019)
"The Act on the Partial Revision of the Patent Act and Other Acts" was
passed into law on May 10, 2019 and promulgated as Act No. 3 on May
17, including reconsideration of the method of assessing an amount of
compensation for damages, and enhancement of the scope of protection
for design by the Design Law to graphic images not recorded or displayed
on articles. (JPO, May 17,2019)

Cases and Others

® On May 30, 2019, the Intellectual Property High Court issued an interim

judegment on the appeal over a lawsuit claiming that the act of enabling
customers to have go-kart rides on public roads while dressed in
costumes of a video game character "Mario" and other game characters
constitutes an infringement of the IP rights of Nintendo. According to the
interim judegment, lending the costume, etc. constitutes an act of unfair
competition and infringes profits of Nintendo.

(Intellectual Property High Court, Heisei 30 (Ne) 10081, etc.)

The Intellectual Property High Court issued a judgement on the appeal
over Capcom's lawsuit against Koei Tecmo Games, seeking compensation
for damages for patent infringement, that Koei Tecno Games infringed
Capcom's patent rights relating to functions of importing content from an
older title of a game series into a new game console to add the scenario
and characters to the sequel. The Intellectual Property High Court ruled
that Koei Tecmo Games infringed the patents of Capcom, and ordered
Koei Tecmo Games to pay approximately 143,840,000 yen in damages
and legal fees to Capcom.

(Nihon Keizai Shimbun, September 11,2019)

Business Information

® Daikin Industries, Ltd. announced that they offered companies free access

to their patent on the refrigerant in air conditioning, "HFC
(Hydrofluorocarbon) 32," including the safety measures for flammable
refrigerants. The company released a website which provides free access
to patents the company applied for in and after 2011, which will not
require contracts or pre-approval from Daikin.
(Nihon Keizai Shimbun, July 1,2019)
Amazon Japan has started offering a program "Project Zero" to help drive
counterfeits down to zero. The program enhances the accuracy in
detection of counterfeits through automated scans using Al, and also
provides tools for allowing the brand owners to remove counterfeits from
websites. Initially, 25 companies, including Panasonic, Nintendo, Iris
Ohyama, etc, have been allowed to join Project Zero.
(Nihon Keizai Shimbun, October 9, 2019)
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Transcript Culture

The establishment of modern printing technology by
Gutenberg allowed distribution of many printed books in the
world. For most of the long history of books, however, the books
distributed were not printed books but manually transcribed.
With transcribers in their charge, bookstores sold transcribed
books on a made-to-order basis or from transcribed books in their
stock. Transcription work progressed at approximately two pages
per day in the case of sumptuous and valuable books and
approximately twenty pages per day in the case of inexpensive

small-sized books.

Bookstores in Greece and Rome

In the era Before Christ, there were many bookstores in
Athens, Greece. As seen in a comedy written by Aristophanes,
Athenian citizens went to bookstores after breakfast and obtained
the latest information. According to "Apology of Socrates"
written by Plato, "Do they learn from me what they can buy for
at most a drachma in the orchestra?" The "orchestra” refers to a
place in an amphitheater for the chorus and also a place where
booksellers sold books to the audience during the intermission.
Such books were transcripts to papyrus of a size of approximately
forty square centimeters. Papyrus was easy to bend and rolled up
like a scroll. The production of transcripts included the
production of several transcripts in advance and production on a
made-to-order basis. When several transcripts were prepared at
once, one person dictated the original document to transcribers,
and sometimes the author himself dictated the original. For the
production of transcripts on a made-to-order basis, a client had to
bring in a book from which the transcripts were to be made.

Great Library in Alexandria, Egypt

At that time, Alexandria had a large library holding seven
hundred thousand books. Those books were scrolls based on
transcripts on papyrus. Though Alexandria had papyrus in
abundance and also transcribers, how to collect originals was an
issue. The solution was to mandate ships arriving at the
Alexandria port and carrying books to report to the authority, to
tender books they were carrying, and to prohibit departure until
the transcription work was completed. All books carried on the
ships arriving in Alexandria were transcribed for the collection of
the library. In the library, the originals carried on the ships were

kept and the transcripts were returned.

January 2020 _vol.17
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Price of Transcripts

How much did a transcript cost? There is a record that a
papyrus scroll was bought for 1.5 drachma in a bookstore in
Athens. Since a worker at that time was paid approximately 0.5
drachma per day, the price of one scroll was comparable to the
wage for approximately three-days work. A jury was also paid 0.5
drachma per day. The cost for a book was mostly due to the cost
for papyrus. Many transcribers were specially trained slaves and
the wage for transcription work was not so high. Though
parchment replaced papyrus later, most of the price of books was
due to the cost for the parchment. According to the record of the
Court of York in 1505, one Book of Common Prayer was
purchased for twenty pence. Since twenty pence is equivalent to
the wage for six-days work at that time, this price level is not
much different from the case of the papyrus scroll in Athens. In
summary, the price of a transcript is mainly determined by the
cost for the medium regardless of whether the medium is papyrus
or parchment.

Modern Printing Technology and Transcript
History and Culture

The modern printing technology by Gutenberg emerged in the
mid-15th century. In Europe, it is estimated that approximately
one million transcripts were made during about one thousand
years until then. Most of the transcripts were made on
parchment, and use of paper has gradually spread since the 15th
century. It was at the end of the 15th century that many
inexpensive books were published owing to the combination of
the typography technology and the papermaking technology.
With the growth of such publication culture, the 16th century of
Europe was called the era of cultural revolution, the 17th century
was called the era of scientific revolution, and the 18th century or
later was called the era of industrial revolution. We should
remember that the transcript history and culture accumulated
before these times greatly affected the later age.

- E#AE (2002) VNEWZMEZ X FU2 v - O—NYOARELS R 1 — R4t

- [1(2008) A I —O v /\DEEE  ENRILET - ERILER) HAR= 2 — R4t

- Brinker-von der Heyde,C.(2007) “Die Literarische Welt des Mittelalters”"WBG,Germany.8iRIE T 4> - T7 - \1F. —ERE=FR(2017)
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Introduction

Japanese companies' activities are becoming increasingly
globalized. According to the Annual Report of Statistics on
Japanese Nationals Overseas (summary version in 2018) complied
by the Ministry of Foreign Affairs of Japan, the total number of
Japanese companies expanding overseas (the number of overseas
bases) increased steadily from 2005 to 2017. This overseas
expansion has recently evolved into a more complicated pattern
in which even product development takes place abroad, instead
of the simple pattern of building an overseas production base.
The number of M&As of foreign companies by Japanese firms is
also increasing, according to "Report on Discussion Results of the
Study Group for Japanese Companies’ M&A Overseas" (Ministry of
Economy, Trade and Industry, March 2018).

Global Protection and Utilization of Intellectual
Property

With the increasing globalization of the companies' activities,
there is a growing need for the protection and utilization of the
intellectual property of Japanese companies in multiple countries.
As intellectual property systems vary by country, it is important
for a globally acting company to acquire and effectively utilize
intellectual property rights necessary for conducting business
activities in various countries.

The Role of Patent Attorneys in the Age of
Globalization

The acquisition and effective utilization of intellectual
property rights in multiple countries requires global strategic
planning. The intellectual property department of each
company will be responsible for such planning.

January 2020 _vol.17
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In addition, in order to acquire intellectual property rights
in multiple countries, the intellectual property department
of each company needs to perform various tasks such as
information gathering for intellectual property protection
in each country, the selection and management of foreign
representatives, the prosecution to acquire intellectual
property rights, and the effective utilization of the intellectual
property rights.

The range of tasks to be handled by the intellectual property
department of each company is increasing steadily with the
increasing globalization of corporate activities. This applies
beyond companies.

We Japanese patent attorneys will have to work in closer
cooperation with our clients and also with our foreign
representatives, to be able to provide appropriate support for
our clients in such a situation.

1. Strengthening of Cooperation with Clients

We should strengthen cooperation with our clients on
a regular basis to identify their potential needs. It will be
important for us to proactively reach out to clients to find out
what their problems are, obtain information to help them
solve their problems, and be prepared to make suggestions to
the clients in a timely manner.

2. Strengthening of Cooperation with Foreign

Representatives

It is also important for us to strengthen cooperation with
our foreign representatives in order to work hand-in-hand
with them for the acquisition and utilization of intellectual
property rights overseas.

While it seems that more companies are selecting their
foreign representatives without a patent attorney these
days, a large patent law firm working in cooperation with
many foreign representatives is able to give valuable advice.
A large patent law firm receives visits from many foreign
attorneys, and can therefore effectively take advantage of
such opportunities to arrange meetings between clients
and various attorneys in Japan. In addition to strengthening
cooperation with our foreign representatives, we should also
make evaluations of and gather information on them.

Conclusion

It is essential that we strengthen cooperation with our
globally active clients on a regular basis so as to accurately
determine their potential needs and to be able to offer various
suggestions and advice, and also strengthen cooperation with
various foreign representatives to establish a broad network,
so that we remain a patent law firm needed by our clients.
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1. Introduction

Korekiyo Takahashi is widely known as the founder of the
Japanese trademark system and patent system, as well as
finance minister and prime minister. He was a government
official and also a politician who did splendid work in the
Meiji, Taisho, and Showa Eras. In contrast, Masana Maeda is
not widely known and often treated as if being out of the
mainstream of history. Masana Maeda, however, was an
industry thinker dominating others in the Meiji and Taisho
Eras, and significantly influenced Korekiyo Takahashi. This
article illustrates how Masana Maeda and Korekiyo Takahashi
influenced each other.

2. Masana Maeda's Study in France

In 1850 (Kaei 3), Masana Maeda was born as a child of an
oriental medicine physician in the Satsuma Domain. It was a
turbulent age in the closing days of the Tokugawa shogunate.
In 1865 (Keio 1), the Satsuma Domain dispatched a group
of 15 students to Europe in accordance with Tomoatsu
Godai's opinion. Masana was not included in the group
chiefly because Masana was under twenty and was not born
of a noble family belonging to the Shimazu clan. Instead,
Masana was allowed to study in Nagasaki, and became
acquainted with members of the Choshu Domain including
Kogoro Katsura, Shinsaku Takasugi, and Shunsuke Ito in
Nagasaki. Nevertheless, Masana could not give up his dream
of studying abroad. He then devised his own way to raise
money for studying abroad. Masana compiled an "English-
Japanese Dictionary" from a "Pocket Dictionary of the English
and Japanese Language" published by Kaiseijyo (Western-
learning school in Japan), by correcting errors in the Pocket
Dictionary, adding English words pronunciations in Katakana,

January 2020 _vol.17
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and removing less important words. Masana printed 2000
copies of the compiled dictionary in Shanghai, of which
he sold 300 copies at his discretion to eventually raise the
money for studying abroad. He sold one copy for 12 ryo (unit
of old Japanese currency), which should have generated a
considerable amount of money.

In 1869 (Meiji 2), Masana went to France to learn French and
work as an assistant for the Japanese Embassy. In 1873 (Meiji
6), the Iwakura Mission, headed by Tomomi Iwakura as an
extraordinary and plenipotentiary ambassador, visited Paris.
Masana had a discussion with some members of the Mission
including the leader, Toshimichi Okubo, Shinpachi Murata,
Toshiyoshi Kawaji, and lwao Oyama. At that time, Okubo
was deeply impressed by Masana's personality and abilities.
Masana was later employed as an embassy clerk, presumably
through recommendation by Okubo, and conducted
deep studies on the economy in France, especially actual
agricultural practices in France and how the government
was involved in them. In 1877 (Meiji 10), Masana returned to
Japan after more than seven years' stay in France, with a good
command of French.

Masana, who returned home in the midst of the social
upheaval during the Seinan War, was exhorted by Okubo to
contribute to the promotion of industry, because the nation's
primary purpose is the development of Japan, rather than the
settlement of social unrest. Masana would have kept Okubo's
words in mind.

3. "Kogyo Iken" (Opinion on Industrial
Promotion) and Meeting Korekiyo

An Okubo policy that influenced Masana was "A Proposal
to Set Up a Project for Direct Overseas Selling" submitted in
1875 (Meiji 8) in which Okubo proposed to directly export
Japanese products so as to get foreign money and thereby
pay off foreign loans. Masana supported this policy because
during his stay in France, Masana observed the promotion of
local industries and actual promotion of agriculture by the
French government, and while serving as a secretary general
of the Paris International Exposition, Masana realized that
Japanese traditional products were highly acclaimed overseas.
Masana, as a senior executive secretary of the Ministry of
Finance, extended this policy to suggest in "An Opinion on
Direct Trading" that an imperial bank be established, trading
companies be established, and a manufacturers' cartel be
formed.

Masana was later transferred to the Ministry of Agriculture
and Commerce, and wrote the Preface of "Opinion on
Industrial Promotion" in 1884 (Meiji 17). In the Preface, he
says "In order to promote Japanese agriculture, industry, and
commerce into those of a strong nation, it is necessary to first
know the actual levels of Japanese agriculture, industry, and
commerce, and then plan how they should make progress in
the future." With the approval of executives in the Ministry
of Agriculture and Commerce, particularly Yajiro Shinagawa,
Masana conducted thorough research on local districts. He
carried out intensive research within a short period of time
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on what industrial promotion is desired, legislative and
financial activities, and the states of agriculture, industry, and
commerce, for example, and compiled "Opinion on Industrial
Promotion" in 17 volumes. In a part of later published
volumes that the present article's writer has at hand, the
results of his remarkably careful and detailed research are
found, which would be one of the best official research results
at that time.

It is at this time that Korekiyo Takahashi met Masana.
While Korekiyo was preparing the patent system, Arinori
Mori introduced Korekiyo to Masana, who had expressed a
strong wish to meet Korekiyo. They had a first meeting at the
Ministry of Agriculture and Commerce. Korekiyo was deeply
inspired by the thoughts and ideas of Masana. Korekiyo says
in his autobiography:

"I 'exchanged friendly opinions with Mr. Maeda, and
realized and deeply admired his strong passion. Because of
my frequent saying of "basics" "basics," people said to me
"you always talk about basics, nations and the like." This is
derived from my feelings about Mr. Maeda that | had during
the first meeting with him at the Ministry of Agriculture and
Commerce ("Autobiography of Korekiyo Takahashi" p. 196).

4. Korekiyo's Proposed Patent System

In those days, Korekiyo was working for the Ministry of
Agriculture and Commerce, struggling to establish a patent
system. In 1883 (Meiji 16), he prepared "Points of the Imperial
Japanese Patent Act Bill" and then "Draft Patent Act" including
42 articles in total, which was discussed at the Ministry
Council. At the Ministry Council, objections were raised by the
three chiefs of the Engineering Bureau, Commerce Bureau,
and Agricultural Bureau. They said that patents would hinder
copies and the grant of patents to foreigners was problematic.
Asked for its opinion, the Ministry of Foreign Affairs
expressed a position that the importation patent system was
problematic, as well as various opinions about the grant of
patents to foreigners. Kowashi Inoue of the Bureau for the
Study of Administrative Reforms, who was considered the
brain of Hirobumi Ito, also raised an opposition for the reason
that it would be premature to introduce a patent system into
Japan and that a prize reward system is rather preferable.

It was during this time that Korekiyo met and exchanged
opinions with Masana, and was influenced significantly
by Masana. The following is the writer's imagination of a
conversation between them. This is just the writer's own
fiction, and should be regarded as such.

"Mr. Maeda, | have well understood your thoughts. Namely,
it is important to value the existing Japanese industries
and thus directly export products adopting traditional
technologies first of all, and devise supportive policies
including financial policies therefor."

"Exactly. While it is important to introduce the latest foreign
technologies into Japan, | believe that it is the Japanese
local traditional industries that should be addressed prior to
introduction of the latest large-scale technologies, in view of
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the declining Japanese local industries. It was the Japanese
products based on such traditional technologies that were
acclaimed highly at the Paris International Exposition, which is
apparent as well from the research conducted for the Opinion
on Industrial Promotion. By the way, Mr. Takahashi, | heard
that you are now conducting studies on the patent system."

"The patent system is under deliberation at the Ministry
Council and we asked the Ministry of Foreign Affairs for
opinions. We have received many opposing opinions,
including an opposition for the reason that grant of patents
hinders copies. Mr. Inoue of the Bureau for the Study of
Administrative Reforms is of the position that it is premature
to introduce patents into Japan, and a prize reward system is
rather preferable."

"Mr. Takahashi, in such a situation, you should rely on your
own thoughts. Regardless of Mr. Inoue's position that it is
premature to introduce patents into Japan, you think the
patent system is now necessary. In such case, you have no
choice but to persuade them. Whether or not patents are to
be granted to foreigners may be discussed later. As for the
importation patent system, while there are many importation
patents in Europe, | wonder whether importation patents are
now necessary for Japan."

Having overcome many opposing viewpoints, Korekiyo
drafted a patent act that was deliberated at the Sanjiin
(legislative advisory council) in December 1884 (Meiji 17), and
then at the Genroin (Senate) in March 1885. The condition
that patents should be granted to only Japanese nationals
was removed, and the condition that importation patents
should not be admitted, as well as a condition regarding
improvement patents, were incorporated. Specifically, if
an original patentee does not permit an inventor to use
and improve the invention, the Minister of Agriculture and
Commerce may permit the inventor to use the improved
invention as well as the original invention. On April 2, the
Patent Act Declaration Draft was addressed to the Dajo-daijin
(Grand Minister of State), and the Patent Act was promulgated

on April 18 as Dajo-daijin Declaration No. 7.

5. Investigation of How Patented Inventions are
Practiced

Having seen Masana's careful and detailed research
conducted for the "Opinion on Industrial Promotion" and
having been taught by Masana the importance of developing
existing industries and technologies, rather than importing
the latest foreign technologies, Korekiyo had a great interest
in researching the situation of inventions protected under the
patent system established by Korekiyo himself.

In an official gazette of December 1888 (Meiji 21), "How
patented inventions have been practiced" was reported. It
was an investigation into how the inventions patented in the
two years from the enactment of the Patent Act to June 1887
(Meiji 20) had been practiced. Research was conducted on
patents up to Patent No. 100. Among the first 100 patents,
reports on 48 patents had been submitted, of which 44
patents had been put into practice. On the assumption that
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those patents that were not reported had not been practiced,
the ratio of the practiced patented inventions is 44%. Among
the practiced patented inventions, 19 inventions yielded a
profit. Therefore, approximately 20% of the 100 patented
inventions made a profit.

As to the patented inventions yielding profits, however,
Patent No. 7 for "Curved Sash" produced a profit of 101 yen
in total. It is unclear whether the profit was derived from the
patent or the profit was for product sales. As for Patent No. 12
for a cooling fan, the profit was only 25 sen. Under the Patent
Act, a patented invention is required to be practiced. In view
of this, it appears that, for the Patent Office's investigation,
patentees reported that their patented inventions had been
practiced but did not clarify whether their inventions had
yielded profits, or reported that they yielded only a slight
profit. For patented inventions yielding no profit, the situation
was highly severe.

6. Later Situations of Masana and Korekiyo

"Opinion on Industrial Promotion" by Masana Maeda was
later criticized severely by the Meiji Government. The so-
called "Matsukata Deflation" from 1881 (Meiji 14) forced
local industries to encounter a harsh reality. The Opinion
on Industrial Promotion revealed and criticized the difficult
situation of the local industries, and required the establishment
of industrial banks in local districts as well as financial reform.
This position was opposite the policy of Masayoshi Matsukata
and the Ministry of Finance. The Ministry of Finance claimed
strongly that the Opinion on Industrial Promotion be revised.
While the opinions of Matsukata and Masana were basically
identical to Okubo's policy for industrial promotion, they were
totally in conflict with Okubo at the time. In December 1885
(Meiji 18), Masana was retired from the Ministry of Agriculture
and Commerce. Meanwhile, Korekiyo was ordered to inspect
patent offices in the US and UK and some other countries for
one year from December 1885.

Masana, however, regained an official position. In June 1889
(Meiji 22), Masana was appointed governor of Yamanashi
prefecture by Home Minister Aritomo Yamagata, under
recommendation of many people. Eight months later, he was
appointed director of the Engineering Bureau of the Ministry
of Agriculture and Commerce. In January 1890, Masana at
the age of 40 was appointed Vice Minister of Agriculture and
Commerce, probably owing to recommendation of Yajiro
Shinagawa, who highly valued Masana.

While Masana was serving as Governor of Yamanashi
Prefecture, a great trouble, the "Peru Silver Mine Case",
in which Korekiyo was involved, occurred. A proposal to
manage "Karawakura" silver mine in Peru was conveyed
from a German named Oscar Heeren to Korekiyo through
Masana. Japan invested 0.5 million yen of a total capital of 1
million yen. At the end of 1888 (Meiji 21), Japanese engineers
were dispatched for research to Peru. A problem was who
were to visit the silver mine as a Japanese representative
and to be responsible for management of the silver mine.
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Japanese investors strongly proposed Korekiyo as a manager,
and Masana earnestly recommended Korekiyo to go to
Peru. In spite of the refusal of Korekiyo, who was fulfilling
the responsibility as Patent Office Commissioner, Masana
directly discussed the issue with the Minister of Agriculture
and Commerce Kaoru Inoue and received approval. In
October 1889 (Meiji 22), Korekiyo was retired as Patent Office
Commissioner and went to Peru.

This Peruvian mine, however, had been abandoned. It
was a fraud. In 1890 (Meiji 23), a ruined Korekiyo returned
home. Meanwhile, Masana was also retired as Vice Minister
of Agriculture and Commerce, due to a conflict with Takashi
Hara, a secretary of Mutsu, the Minister of Agriculture and
Commerce.

After these unfortunate days, Masana and Korekiyo followed
very different paths. Two years later, Korekiyo was employed
as head of a construction department of the Bank of Japan,
Manager of the West Branch the next year, then President of
the Yokohama Specie Bank, and then Governor of the Bank of
Japan. Governor Korekiyo secured foreign financing for Japan
during the Russo-Japan War and was accordingly appreciated
highly. Meanwhile, Masana left official posts on his own
accord, and traveled all over Japan to devote himself to the
promotion of local industries, especially the establishment of
associations/unions, such as the Japan Tea Association, the
Agricultural Society of Japan, the Japan Silk Association, the
Japan Foreign Trade Association, and the Japan Commerce
and Industry Association. He struggled to establish industrial
associations in various fields. Masana totally relied on his
personal efforts with no official support at all.

7. Conclusion

In the early period of the Meiji Era or 1880's, two great
industry thinkers, Masana and Korekiyo, met at the Ministry
of Agriculture and Commerce. Confronting various opinions,
Korekiyo was encouraged by Masana to devote himself to
the establishment and enforcement of the Patent Act, and
successfully accomplished it. Meanwhile, Masana stressed the
importance of local and traditional industries as well the need
for their independence, and devoted himself to promoting
these throughout his life. While Masana was a relative of
Toshimichi Okubo (Masana was married to a daughter of
a younger sister of Okubo), Masana did not rely on such
privilege and committed his life to putting into practice his
thoughts and beliefs on the development of industry.

From the ways of living of these two industry thinkers,
Masana and Korekiyo, you can find the beautiful attitudes of
these ideal seekers of that age.
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1. Introduction

There is increasing social attention on the leakage of
technical information kept confidential in Japanese companies,
such as the leakage of technology about magnetic steel plates
from NIPPON STEEL CORPORATION to South Korea's POSCO,
the leakage of the technology about NAND flash memories
from TOSHIBA CORPORATION to South Korea's SK Hynix.

When a company develops new technology, it is a common
practice to file a patent application for protecting it. However,
filing a patent application also causes a disadvantage in that
the technical information related to the application must be
disclosed. Thus, this disadvantage needs to be taken into
consideration when determining whether to file a patent
application or not. When it is determined that no patent
application will be filed, this technology is appropriately kept
confidential within the company so as to be protected under
the Unfair Competition Prevention Act.

In recent years, employment mobility of engineers has
increased. For example, the number of people who changed
their jobs in 2017 increased twofold or more as compared
with 2009. Thus, in this situation where job mobility has been
increasing, it is difficult to prevent job changes of engineers.
Thus, it is an important management task to prevent the
leakage of technical information to other companies resulting
from the job changes of engineers.

It is conceivable to conclude a confidentiality agreement with
a person who is leaving a company, as a means for preventing
such leakage of technical information to other companies
due to the job changes of engineers. When concluding such
a confidentiality agreement, employers tend to extensively
and comprehensively stipulate the definition of confidential
information in the agreement, in order to expand the scope of
the information to be kept confidential. This article provides a
review about problems and countermeasures in the case where
confidential information is extensively and comprehensively
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defined in a non-disclosure agreement (NDA) concluded
between an employer and an employee who leaves a company.
For the purpose of this review, we will refer to the following
two cases: Heisei 28 (wa) No. 7143 (Tokyo District Court;
October 25, 2017) (hereinafter referred to as the "First Case");
and Heisei 24 (wa) No. 7562 (Osaka District Court; September
27,2013) (hereinafter referred to as the "Second Case").

2. The First Case (Heisei 28 (wa) No. 7143;
Tokyo District Court, October 25, 2017)

(1) Overview of the First Case

Defendant Y1 who was formerly employed by plaintiff
X1 left plaintiff X1 for a new job at defendant Y2. When
defendant Y1 left plaintiff X1, defendant Y1 signed and
sealed a written oath about confidentiality and submitted
it to plaintiff X1. On the ground that, in violation of the
confidentiality obligation defined in the oath, defendant Y1
leaked, to defendant Y2, the confidential information that
defendant Y1 acquired at plaintiff X1, plaintiff X1 exercised the
right to seek compensation for damage based on breach of
contract and the like.

(2) Point at Issue in the First Case

The point at issue in the First Case was the validity of the
non-disclosure clause in the above-mentioned written oath.
(3) Assertion from Parties Concerned and Court Decision

about Point at Issue

Defendants asserted that the non-disclosure clause in the
written oath imposed restrictions exceeding a necessary
and reasonable scope on defendant Y1 and also excessively
infringed on the freedom of job change and the freedom of
career choice for defendant Y1, so that the non-disclosure
clause was invalid as a violation of public policy (Article 90 of
the Civil Code). As grounds for claiming the excessiveness of
the restrictions, defendant Y1's assertions included, among
others, that the non-disclosure clause included no limitation
on specific areas and specific time periods, and that the
information prohibited from being used was comprehensive.

In response to the above assertions, the court issued the
following decision (underline added).

[Court's Decision about Point at Issue]

An employer can take necessary protection measures
in order to prevent leakage or disclosure to outsiders of
information such as trade secrets important for the employer
to execute the business. However, when the employer
concludes an agreement with an employee to prohibit
leakage or disclosure to outsiders of information such as
trade secrets and the like that the employee acquires at the
company, after the employee leaves the company, such an
agreement imposes a certain restriction on the employee's
actions after leaving the company. Thus, such an agreement
should be construed as valid as long as the contents of the
agreement are reasonable and do not excessively restrict the
employee's actions after leaving the company.

In the non-disclosure clause in this instance, the
information defined as prohibited from being disclosed or
leaked is "confidential matters that can be acquired in the
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course of business", which includes: (1) all information about
management, sales and marketing and technology; (2) all
information about clients; (3) all information about trading,
such as trading conditions; and (4) all information designated
as confidential matters. Firstly, the information targeted
in the non-disclosure clause in this instance is "confidential
matters". Secondly, the comprehensive provision (4) is based
on the premise that an employer "designates"” information as
a confidential matter. In consideration of these two features,
it should be interpreted that the confidential matter needs:
to be publicly unknown; to have certain usefulness for
a plaintiff to execute business; and to be managed by a
plaintiff such that employees can clearly recognize the
information as confidential. Only on the precondition of the
above-mentioned interpretation, the non-disclosure clause
in this instance should be recognized as valid.

3. The Second Case (Heisei 24 (wa) No. 7562;
Osaka District Court, September 27, 2013)

(1) Overview of the Second Case

Defendant Y3 who was formerly employed by plaintiff X2
left plaintiff X2 for a new job at another company in the same
industry. When defendant Y3 left plaintiff X2, defendant Y3
signed and sealed a written oath about confidentiality and
submitted it to plaintiff X2. On the ground that, in violation of
the confidentiality obligation defined in the oath, defendant
Y3 leaked, to the above-mentioned other company in the
same industry, the confidential information that defendant Y3
acquired at plaintiff X1, plaintiff X2 exercised the right to seek
compensation for damage based on breach of contract and the
like. Thus, the second case is extremely similar to the first case.
(2) The Point at Issue in the Second Case

The point at issue in the second case was also the validity
of the non-disclosure clause in the written oath, as in the first
instance.

(3) Assertion from Parties Concerned and Court Decision
about Point at Issue

Defendant Y3 asserted that the non-disclosure clause in the
written oath excessively infringed on the freedom of career
choice, and therefore, was invalid due to violation of public
policy (Article 90 of the Civil Code).

In response to the above assertion, the court issued the
following decision (underline added).

[Court's Decision about Point at Issue]

The agreement that defines the confidentiality obligation
after an employee leaves a company merely restricts
leakage and the like of information such as trade secrets.
Accordingly, it can be recognized that this agreement does
not so strictly restrict the freedom of career choice and the
freedom of business for employees as compared with an
agreement that defines a duty to refrain from competition.
However, in the case where the scope of trade secrets and
the like defined in the NDA as described above is unclear
and excessively wide, or does not essentially need to be
protected as trade secrets, this agreement may unfairly
infringe on the freedom of career choice and the freedom
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of business for employees. Thus, in the case where the
restriction by the above-described NDA exceeds a necessary
and reasonable scope in comprehensive consideration of:
the specificity and the scope of targeted trade secrets and
the like; the existence or non-existence and the degree of the
value to be protected as confidential; and the circumstances
such as the employee's previous status, the NDA should be
construed as invalid due to violation of public policy.
(Omission)

First, in consideration of the specificity and the scope
of the NDA in this instance, the trade secrets and the like
targeted in the NDA in this instance are defined as "overall
information about the other party, customers and business
contents that can be acquired in the course of business",
"information about the company and the client that can be
acquired in the course of business", and "the existence and
the details about trading with customers". Thus, the NDA
neither sufficiently specifies targeted trade secrets and the
like, nor limits specific scopes. Therefore, it has to be said
that the NDA excessively restricts the freedom of career
choice and the freedom of business for a person who has left
the company.

Then, as to the existence or non-existence and the degree
of the value to be protected as confidential, as described in
the above (1), the information about the plaintiff's clients and
trading prices are available also to other companies doing
the same business, so that protection of this information as
confidential cannot be regarded as highly necessary.
(Omission)

In comprehensive consideration of the above-described
circumstances, it should be recognized that the NDA in this
instance imposes restrictions exceeding a necessary and
reasonable scope, and therefore, construed as invalid due to
violation of public policy.

4. Analyses of the First Case and the Second Case

(1) Difference between Protection by Unfair Competition
Prevention Act and Protection by Agreement

Examples of protection of the technical information kept
confidential in companies include: protection by the Unfair
Competition Prevention Act; and protection by an agreement
(protection by an NDA).

In order to protect the technical information kept confidential
in companies by the Unfair Competition Prevention Act (Article
2(vi)), the following conditions are required.

- The information should be "useful" information (usefulness:
should be useful for business activities, for example, should
be helpful for production, marketing, and research and
development of items and service)

- The technical information is "publicly unknown" (non-
publicity): commonly unavailable unless permitted by an
information possessor);

- The technical information is "managed as confidential"
(confidentiality management; not only the information
possessor has an intention to keep the information

Fukami Patent Office, PC. News Letter 17



SNIEVERENZSHDDE T,

IIEDBE. AEBESFHIDACKDHEATHESN CLD
hERzRET ECF. FRVMRENROH SN END
XUy MEHDHDD. FRENERH SNBDEHD/\— FILH
BVEICWEERE) ELWST XUy b DE T,

MERFZEC K DN THESN TV EITIERZ (RE
LKRDSETDHE. NERFHIEATED SN VDL
FEWMREZRITDZLFTET B, U ULEDD. WE
REFZNICLDREF. AERFEHIDE EOEEWE(CEZ=
UEWBERICH U CBORSTIEBBENTVE T, TDIH.
ANEZREBIEEDFEICEEND ST, HNTHESN TS
BATIBEROEREDIZH(C. MBEFRFFEEZNHLHLSNTL
F9.

(2) EXRB DRI S MBRRFFZHI DR

MERE DRI H STMERFFRN(CE, —ROWERIFR
NEFEEDRNBDDE T, EEREDREICH D WERRT
ZHRICIE, BB T DEEEDHFREROBR(BEH22K)
ZHfTDRAENA DD BEHBODARICL > CTIREFRA(E
EHFI0R) ERICKDEINESNDIEEDERNNICENR
Tdo CDZEF U=FT 4 v IT—AGERMHIRMA5F
10323 B¥IK624 578 8) LR SNfcBEA T EIED T
BOHFET.

G)EB1EH/HRVE2E4D SFONDEH LDOIESH

IRBEDERRICICHAN THEL CLDIBRZRAWVLTU
FOURDIZETNFBIEHIC, BEEALEUTE. BEE OB
TGS NAOMERFTEZIICHNC, WERFONRELD
BEROFEHZ., 2RHICLRELLD ETHDELELC
cEFBRDIENERDNE T,

LD UED 5. EEEDEBD. REFFOMEFRRFTEMI(C
(&, BEEORFZEROBHAZHNT DAENDD. RFR
BEDBERZERICER UL ONIEESBEVNEVSRHED DD
F9. COREISE. BEFROMBZREZENORERICEEZ N
FLFT,

FIBHCHBNTE. BEFOWERFONREEDIER
DAL EENICHESN L cE D, TNHARIERFLLE
A EDEFWE ERERICANEICIR FE U CHIRENE
Ulz. BEDFHMD S, MEERMEDEAHD/\— NI
FUBELEWVED. CORDIEFRIESINDE #HAD
BEREEAH (CATDERDHNIL, REE(C K DEIMIER
DRAWVICH U TEVICHILTEFENC EBTRICHDIER
J(RE F1BHICBVTIE WEEEMEOEHIEES
NadTEICED, REXT DFEKRIEEANSNET U,

F2EHICBVTH. BREMDOEVBHRICHZEND
KO [CWBRFONROL L SEAITHRESN TLeC &I

18 Fukami Patent Office, P.C. News Letter

confidential, but also the information is objectively recognized
as being managed to be kept confidential from employees
and outsiders).

In the case where the technical information kept
confidential in one company corresponds to a trade secret
defined by the Unfair Competition Prevention Act, leakage
of the technical information can be put under sufficient
protection by: exercising the right to seek an injunction
(Article 3 of the Unfair Competition Prevention Act); exercising
the right to seek compensation for damage (Article 4 of the
Unfair Competition Prevention Act); applying presumption of
amount of compensation for damages (Article 5 of the Unfair
Competition Prevention Act); applying penal provisions (Article
21 of the Unfair Competition Prevention Act); and the like.

However, based on an analysis of past cases, there are many
cases for which protection cannot be allowed, on the ground
that the information kept confidential in each company
is not recognized as a trade secret defined by the Unfair
Competition Prevention Act (particularly on the ground that
confidentiality management is not satisfied).

In other words, protection of the technical information
kept confidential in a company under the Unfair Competition
Prevention Act provides an advantage that sufficient
protection is allowed, but also provides a disadvantage
of fulfilling severe requirements for allowing protection
(particularly, confidentiality management).

The technical information kept confidential in a company
only by an NDA is not sufficiently protected to the extent
defined by the Unfair Competition Prevention Act. However,
protection by an NDA is construed as effective for other
information not corresponding to a trade secret as defined
by the Unfair Competition Prevention Act. Accordingly,
irrespective of the Unfair Competition Prevention Act, an NDA
is widely used for protection of the technical information kept
confidential in companies.

(2) Features of an NDA Associated with Employee's Leaving

Company

There is a difference between an NDA concluded when an
employee leaves a company and a commonly applied NDA, as
follows. Specifically, the NDA associated with an employee's
leaving a company has an aspect of restricting the freedom of
career choice (Article 22 of the Constitution) for the person who
leaves a company. Thus, depending on the type of obligation,
this NDA is more likely to be construed as invalid due to
violation of public policy (Article 90 of the Civil Code). This is a
concept that has been established based on a leading case (Nara
District Court, October 23, 1970; Hanreijiho No. 624, p. 78).

(3) Practical Guidelines based on the First Case and the

Second Case

In order to reduce the risk that a person who has left a
company leaks the information kept confidential in the
company, it seems appropriate for the company to attempt
to comprehensively and widely define the scope of the target
confidentiality information in an NDA concluded with the
person leaving the company.

However, as described above, the NDA concluded when
a person leaves a company has an aspect of restricting
the freedom of career choice for that person, thereby
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characterizing this NDA as requiring special consideration for
its relation with public policy. This characteristic influences
the interpretation of the NDA concluded with an employee
who leaves a company.

In the first case, the target information to be kept confidential
by the person leaving the company was comprehensively and
widely defined. This information was interpreted as being
narrowly restricted, substantially in the same meaning as the
trade secret defined by the Unfair Competition Prevention Act.
Based on past trial cases, the requirements for confidentiality
management are not necessarily lenient. Thus, according
to the above-described interpretation, leakage of technical
information by a person who has left a company may be
unable to be appropriately addressed if the information
management system in the company is insufficient (in
fact, in the first case, the requirements for confidentiality
management were not satisfied, with the result that the claim
of plaintiff X1 was dismissed).

Also, in the second case, on the ground that the
confidentiality target was comprehensively and widely
defined so as to include also information with low protection
necessity, the non-disclosure clause was decided as invalid
due to violation of public policy.

Thus, in each of the instant cases, the target information
to be kept confidential when the person left the company
was comprehensively and widely defined, so that its desired
purpose could not be achieved. This, however, does not
necessarily lead to a complete loss of the usefulness of
the attempt to protect the information kept confidential
in companies by concluding an NDA with a person who is
leaving a company.

The problem for the district courts in each of the first
and second cases was that the scope of the information
targeted for the confidentiality obligation was wide and
comprehensive. Thus, it is considered that creation of an NDA
5o as to solve the above-described problem allows the NDA
concluded with a person who has left a company to exercise
its function of protecting the technical information.

For example, a company that attempts to protect the
technical information kept confidential therein by concluding
an NDA with a person who leaves the company should
prepare an NDA so as to specify a product, a technology, a
project and the like that the person leaving the company
has been involved with. In the course of preparation, the
company should clarify the in-house technical information
that has been accessed by the person who is leaving the
company, and reflect the clarified information in the NDA
specifically as much as possible, thereby allowing reduction
of the risk that the NDA will be regarded as invalid or that the
scope of the confidentiality obligation will be construed as
narrow. Thus, it is considered that the desired protection for
the technical information kept confidential in the company
will be more likely to be implemented.

s UO—hFv U7 2019 FEiHiE0RE (20184512 ARR)
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1. Introduction

In recent years, patent applications for inventions that use
Al (Artificial Intelligence) to analyze, learn, and utilize data are
increasing. As examination case examples pertinent to such
Al-related inventions, examination case examples on the
description requirements and inventive step were added to
the Examination Handbook on January 30, 2019. In this article,
we describe practical guidelines for patent applications for Al-
related inventions based on the examination case examples
added by the Japan Patent Office.

2.Examination Case Examples Pertinent to
Description Requirements for Al-Related
Inventions

Concerning the enablement requirement (Paragraph 4(i) of
Article 36 of the Patent Act), which is one of the description
requirements, the Japan Patent Office considers that multiple
types of data contained in training data should have a certain
relation therebetween in order to create a trained model
having a certain level of estimation accuracy. The training
data is a set of data on an example question provided to Al
and an answer thereto in supervised learning. Al outputs an
estimated result (output data) based on the example question
(input data), and updates a parameter or the like based on
whether the estimated result matches the answer associated
with the example question. The Japan Patent Office considers
that, if there is a correlation between multiple types of data
contained in training data, that is, between input data input
into an estimation model (Al) and output data output from
the estimation model, it is possible to create a trained model
having a certain level of estimation accuracy when Al learns the
correlation from the training data.

As an examination case example pertinent to the enablement
requirement, a "body weight estimation system" (Case Example
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49) is illustrated.

This body weight estimation system is intended to generate
an estimation model through machine learning, by using, as
training data, a feature amount representing a face shape
of a person (for example, a face-outline angle), and actually
measured values of a body height and a body weight of the
person, and to output an estimated value of the body weight
of the person based on the feature amount representing the
face shape and the body height of the person, by using the
generated estimation model.

In the detailed description of the invention, Fig. T defines an
angle formed by a tangent line to a cheek and a tangent line
to a jaw as the face-outline angle, and Fig. 2 shows statistical
information indicating data plotted in a coordinate system
in which the axis of abscissas represents BMI and the axis of
ordinates represents the cosine of the face-outline angle.

(2]
cos(TT1 RS VAE)
Fig. 2

BUI cos(face-outline angle)

The Japan Patent Office determines that the enablement
requirement is satisfied by disclosing, in the detailed description
of the invention, a correlation between multiple types of data (in
this example, the face-outline angle and the BMI defined by the
body height and the body weight) contained in training data,
by using statistical information as shown in Fig. 2.

Although such a guideline is provided by the Japan Patent
Office, since it is presumed that, in most Al-related inventions,
a correlation can be found between multiple types of data
contained in training data in view of common technical
knowledge at the time of filing, we think that it is not necessary
to indicate the presence of a correlation in the detailed
description of the invention in such a case.

As data to be input into an estimation model, a plurality
of data such as shape, size, and color are used as in image
processing, and Al may find a feature based on the plurality
of data. In this case, since the plurality of input data is multi-
dimensional, it would be difficult to represent a correlation
using a two-dimensional graph of input data and output data,
as shown in Fig. 2 of Case Example 49.

It is also presumed to enhance support for the scope of a
right by describing, in the detailed description of the invention,
various variations of input data within the scope of the
technical idea of the invention. As the number of combinations
of input data and output data increases, it becomes more
difficult to indicate a correlation therebetween. However, if the
correlation between input data and output data is obvious in
view of common technical knowledge at the time of filing, we
think that it is not necessary to use a drawing to disclose the
correlation. Thus, there is an advantage that the specification
can be enhanced by multiple variations.

In actual Al development, as a result of data mining, Al may
find the effectiveness of a combination of input data and
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output data that has not been considered. That is, there may be

a case where a correlation that has not been presumed based

on common technical knowledge at the time of filing is found

in the course of Al development. Although unpredictability
between input data and output data in an estimation model
seems to be effective to affirm the inventive step, if such
unpredictability becomes excessive on the other hand, the
correlation therebetween may fall beyond common technical
knowledge at the time of filing. That is, from the viewpoint of
the unpredictability between input data and output data in
the estimation model, the inventive step and the presence of
the correlation have a trade-off relation. Accordingly, when
there is unpredictability between input data and output data

in an estimation model, it would be necessary to describe a

correlation in the detailed description of the invention, just as

requested by the Japan Patent Office.

When the correlation between multiple types of data
contained in training data cannot be represented using a
drawing, it is also possible to attach data of a performance
evaluation experiment on a generated trained model to
indicate that sufficient estimation accuracy is achieved.

As an examination case example indicating a correlation
using a performance evaluation experiment, a "method for
estimating an allergy incidence rate of a test substance" (Case
Example 50) is illustrated.

This method for estimating an allergy incidence rate of a
test substance is intended to generate an artificial intelligence
model through machine learning by using, as training data, a
group of data including a combination of ellipticity, rugosity,
and oblateness of a human X cell, and scoring data of an
incidence rate of contact dermatitis, and to estimate the
incidence rate of contact dermatitis with a certain accuracy
from data that has not been used for learning, by using the
generated artificial intelligence model. The detailed description
of the invention indicates an experimental result proving that
the artificial intelligence model can estimate the incidence rate
of contact dermatitis with a certain accuracy.

When a generated trained model actually exists as described
above, data of a performance evaluation experiment on the
trained model may be attached to indicate that sufficient
estimation accuracy is achieved.

The practical guidelines for the enablement requirement for
Al-related inventions can be summarized as described below.

- When a correlation can be found between multiple types of
data contained in training data in view of common technical
knowledge at the time of filing, it is not necessary to indicate
the presence of a correlation in the detailed description of
the invention, and thus the specification can be enhanced by
multiple variations.

- When no correlation can be found between multiple types of
data contained in training data in view of common technical
knowledge at the time of filing, it is necessary to indicate the
presence of a correlation in the detailed description of the
invention in order to satisfy the enablement requirement.

- When no correlation can be found between multiple types of
data contained in training data in view of common technical
knowledge at the time of filing, data of a performance
evaluation experiment on a generated trained model may
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be attached to indicate that sufficient estimation accuracy is
achieved.

3.Examination Case Examples Pertinent to
Inventive Step of Al-Related Inventions

The most common Al-related inventions are those that
apply Al to existing business operations and existing systems
in the field of technology. That is, there are a large number of
inventions of techniques that allow Al to perform a job that
has been performed by persons in order to drastically improve
efficiency or obtain an output (estimated result) that has not
been obtained. As an examination case example indicating
such application of Al to an existing business operation or
system in the field of technology, claim 1 of a "system for
estimating a hydroelectric power generating capacity" (Case
Example 34) is illustrated.

[Claim 1]

A system for estimating a hydroelectric power generating
capacity of a dam, comprising: a neural network that is built
by means of an information processor, the neural network
having an input layer and an output layer, input data to the
input layer containing a precipitation amount in an upstream
region, a water flow rate of an upstream of a river, and a
water inflow rate into the dam during a predetermined
period between a reference time and a predetermined time
before the reference time, output data from the output layer
containing a hydroelectric power generating capacity in
the future after the reference time; a machine learning unit
that trains the neural network by using, as training data,
actual values of the input data and the output data; and
an estimation unit that inputs the input data to the neural
network that has been trained by the machine learning unit
with a current time being set as the reference time, and
then calculates an estimated value of a future hydroelectric
power generating capacity based on the output data of which
reference time is the current time.

This system for estimating a hydroelectric power generating
capacity is a system that receives a previous precipitation
amount in the region upstream of the dam, a previous water
flow rate of the river upstream of the dam, and a previous water
inflow rate into the dam as inputs, and calculates the estimated
value of the future hydroelectric power generating capacity
of the dam, using the trained neural network. In contrast, a
cited reference describes using a regression model instead of
a neural network. Since it is a well-known technique to use a
neural network instead of a regression model, the inventive
step of the invention of claim 1 is denied.

Thus, the Japan Patent Office has determined that inventive
step is highly likely to be denied for inventions that apply Al to
existing business operations and existing systems in the field of
technology.

However, in actual Al development, there are a great
number of inventions that merely apply Al to existing business
operations and systems. What measures can be taken to
acquire a patent right for such an invention?

For example, even in the case where Al is merely applied to
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an existing business operation or system, various contrivances
have been made in the course of development. Accordingly, it
is important to deeply investigate the course of development
for achieving an invention, and find a feature having an
inventive step. As noteworthy viewpoints on this occasion, the
Japan Patent Office illustrates "modification of training data"
and "preprocessing of training data".

As the "modification of training data", there are presumed
cases where Al finds a set of input data and output data that
is different from those estimated by persons, and where input
data that cannot be directly used by persons for estimation is
used by Al for estimation.

As an examination case example pertinent to the
"modification of training data", claim 2 of the "system for
estimating a hydroelectric power generating capacity" (Case
Example 34) is illustrated.

[Claim 2]

The system for estimating a hydroelectric power generating
capacity according to claim 1, wherein the input data to the
input layer further contains a temperature in the upstream
region during the predetermined period between the
reference time and the predetermined time before the
reference time.

This system for estimating a hydroelectric power generating
capacity is recognized to have an inventive step in that it
exhibits a significant effect by newly using the temperature in
the region upstream of the dam as input data to be used to
estimate the hydroelectric power generating capacity.

In addition, as the "preprocessing of training data", there
is presumed a case where input data is preprocessed to be
suitable for processing by Al.

As an examination case example pertinent to the
"preprocessing of training data", a "dementia stage estimation
apparatus" (Case Example 36) is illustrated.

[Claim 1]

A dementia stage estimation apparatus comprising:
speech information obtainment means for obtaining speech
information on a conversation between a questioner and a
respondent; speech information analysis means for analyzing
the speech information, and then specifying a speech section
by the questioner and a speech section by the respondent;
speech recognition means for converting, through speech
recognition, the speech information on each of the speech
section by the questioner and the speech section by the
respondent into text and then outputting a character string;
question topic specification means for specifying a question
topic by the questioner based on the result of the speech
recognition of the speech section by the questioner; and
dementia stage determination means for inputting, to a
trained neural network, the question topic by the questioner
and the character string of the speech section by the
respondent corresponding to the question topic in a manner
associated with each other, and then determining a dementia
stage of the respondent, wherein the neural network is
trained through machine learning using training data so as
to output an estimated dementia stage, in response to an
input of the character string of the speech section by the
respondent in association with the corresponding question
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topic by the questioner.

This dementia stage estimation apparatus adopts a new
dementia stage estimation technique that associates the
question topic by the questioner with the character string of
the speech section by the respondent corresponding to the
question topic and uses the associated data for evaluation,
and is recognized to have an inventive step in that it exhibits
a significant effect of improving estimation accuracy through
machine learning of the associated data as training data.

Although the Japan Patent Office illustrates the "modification
of training data" and the "preprocessing of training data" as
features having an inventive step, we think that an inventive
step can also be found from other viewpoints, such as a
contrivance for determining an estimated result obtained by
an estimation model, and a contrivance during post treatment
using an estimated result obtained by an estimation model.

In view of the determination of the Japan Patent Office on
inventive step, we think that, as long as a feature having an
inventive step can be specified, it is not necessary to disclose
the structure of a known Al model that does not have a feature
in particular, or a specific learning method. That is, we think
that an Al model may be treated as a black box, and thereby
it is possible to acquire a right of which infringement can be
determined more easily. Of course, when an Al model has a
structure that exhibits an effect specific to its application, or
when there is a learning procedure or the like that exhibits a
significant effect according to the structure of an Al model, such
information should be described in the detailed description of
the invention for easier argument of an inventive step.

Practical guidelines for the inventive step of Al-related
inventions can be summarized as described below.

- Inventive step is highly likely to be denied in inventions that
apply Al to existing business operations and existing systems
in the field of technology.

- In actual Al development, there are a number of inventions
that apply Al to existing business operations and systems. In
this case, it is important to deeply investigate the course of
development for achieving an invention, and find a feature
having an inventive step.

« As long as a feature having an inventive step can be specified,
an Al model can be treated as a black box, and thereby it
is possible to acquire a right of which infringement can be
determined easily.

4, Conclusion

Through the fourth industrial revolution, patent applications
have already been filed for many Al-related inventions.
Although the Japan Patent Office provides guidelines for patent
examinations for Al-related inventions by illustrating some
examination case examples, the number of actual examples
of such patent examinations is still small, and thus we feel that
some unclearness remains. We will continue to watch patent
examinations and judicial precedents for Al-related inventions
and provide useful information to our clients.

(1) https://www.jpo.go.jp/system/laws/rule/guideline/patent/ai_jirei.html
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Ukulele Orchestra

Shiho TASAKA

Clerk, Foreign Cases

have been a ukulele orchestra member for six years.
I The orchestra is composed of ukuleles, divided into
three parts, and also guitars and contrabasses. It started
with less than thirty members, but now has as many as sixty.

The ages of the members range from twenties to
seventies. We mainly play "swings" from the early 1900s
without a conductor. The wide variation in our ukulele skills,
the rhythm unfamiliar to the Japanese, and no conductor -+
unsurprisingly, we cannot easily play in tempo and rhythm
with one another. In fact, creating harmony has become
more and more difficult year after year.

We normally use a metronome when practicing, both
individually and all together. In recent years, however, we
often cannot play along together with even a metronome.
I, who used to be a "metronome supremacist, felt frustrated
by the lack of harmony. However, words from one of the
members made me change my way of thinking.

Some time ago, a concert was planned where | would
play a short piece with some of the members, and we
started a small group practice for it. At first we were not
able to play along with a metronome, as was usually the
case. Since the small group practice was done without the
teachers who usually played with us, our anxiety was
growing. Finally, we discussed whether or not we should
continue the metronome-based practice. At that time, one
of the members proposed that, rather than relying on a
metronome, we should change the arrangement so that
members with the same part would sit close to each other
and look at each other's faces. When we tried playing in this
face-to-face arrangement, the rhythm and tempo became
naturally stable, and we had the best performance ever!

Before this experience, | had believed that the most
important thing is hammering the stable tempo and rhythm
into my body by individual practice. However, | realized
that looking at each other's faces and feeling each other's
tempo and rhythm while playing was more important for
creating harmony and expressing the atmosphere of a tune
during a performance.

From now on, | will try to feel other members' rhythm and
tempo by looking at their faces when playing all together.
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Purpose of a trip

Emi HARUNA

Clerk, Trademarks

I here will I go next?" As a world traveler going

W abroad once or twice a year, | like to ask this
question to myself.

The purpose of a trip is different from person to person.
For me, it's to see a World Heritage site, beautiful scenery, or
a pretty streetscape. When | feel | really want to see it not
only on TV or in magazines but with my own eyes, it
becomes my next destination.

Nowadays, photographic technology allows us to see
foreign scenery without travelling. Sometimes the scenery
we see in a video or photo can be more enjoyable than
when we actually see it, depending on our viewpoint
location and weather. But | still want to travel, despite the
time and money and energy | need to do it. Why? Because
| know there will be something extra. A new experience
waiting for me.

In Cuba, I had a chance to talk with local college students
and hear about their thoughts on their future. In Bolivia,
during a bus ride to Salar de Uyuni, my bus barely managed
the rough roads, making me really nervous. In a small town
in France, a kind local madam came out of her garden to
give us a ride to our inn when she found us lost and
disoriented. In Jordan, | tried eating in a smelly local eatery
to find their food defyingly good. Looking back on my past
trips, | recall these off-destination experiences, the people,
and the atmosphere, even more clearly than the beautiful
scenery. After all those memorable trips, | now know | travel
for such unexpected things.

For a lazy person like me, it's a burden to plan, prepare
and pack for a trip. | have a tendency to worry, so I'm
always full of concerns before and during a trip. As the trip
is wrapping up, I'm utterly tired and miss Japan. But not
long after the trip is over, | start thinking about another trip.
Another trip for unique experiences only travelling can offer.

©BEZ | Essay

IIaAXH

PTH 383K Michio TAKEDA

Eq Al - RERERDIEREM L S IBFRDEL TR
B THFERDNEVWCEICHEO>TVET,
H—OI5—, F—=0IX)LF— EHUVZ FH
ZREDORE., ENRAERFRCHEEIRETT,
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100 RERICAHAT - TUT S RAEVDISDARYE
SVEEEERROZIRTEGH U DD FE
IN&E LT, SRIROEDIC 20 AL LBV 24
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E Effective Business Letter Writing

Gerald Thomas B.A. LL.B.
Director of Foreign Affairs - Fukami Patent Office, P.C.
Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill developed by learning the theory of professional style and having frequent practice. In
this volume | would like to focus on e-mail correspondence and the potential problems that professional communication
by e-mail sometimes creates.

Basic e-mail etiquette

One of the key changes in communication over the past thirty years has been the shift from business letters sent and
received as physical documents, to the proliferation and preference of paperless e-mail correspondence. When | first
began working in a law office over twenty-five years ago, actual physical business letters were still the main form of formal
communication. Offices spent a great deal of money purchasing customized stationery, with beautifully printed
letterhead on elegant embossed paper with matching envelopes. Numerous bicycle couriers could be seen swerving in
and out of traffic, shuttling packages of letters between law offices in the downtown business district each day. Now of
course, such activity is almost non-existent, due largely to the dominance of e-mail correspondence.

While the speed, convenience and efficiency of e-mail cannot be understated, it is just such ease of use that poses a risk
for effective communication. The time that must be taken to properly draft and prepare a traditional business letter using
stationery also meant that the content of the correspondence was usually more carefully reviewed and considered. A
letter may have gone through many versions on plain office paper with numerous handwritten corrections before being
authorized for typing or printing on the expensive office letterhead. With e-mail however, correspondence can be read
and responded to within a very short time, and this creates many communication issues.

One of the key communication issues is that e-mail tends to become a very casual means of conversation. Due to its
speed and convenience users often read and respond to a message without taking time to consider the impression it will
give to the other side. This has resulted in many misunderstandings. Due to this situation | advise my clients to be
extra-careful in using e-mail. As part of this care, | advise them to follow the rules below:

1. Write e-mail messages as you would a business letter. Use proper greetings and closings. Using the same level of
formality with foreign clients and associates as a business letter assures that no one will think your writing style is too
casual or unprofessional. Start with "Dear Mr. Smith:", rather than omitting this part or using just "Mr. Smith" or their first
name. "Hi" or "Hello" is also too casual in business unless you are corresponding VERY frequently with the same person. At
the end of your message using a formal closing is also better professional style. "Yours truly, " or "Sincerely yours," gives
the message a professional closing. Avoid "Cheers", "Thanks" or similar casual closings.

2. Use effective subject lines. Most business people receive dozens of e-mail messages each day and it is often difficult
to locate and prioritize important messages without having to open each one. Writers should therefore use the subject
line of their messages to communicate the urgency to the reader. "Urgent" or "Please respond by 3:00pm" or "For your
information" greatly assist the reader to understand the degree of urgency of the message.

3. Always keep the message formal. Avoid internet abbreviations such as LOL, IMHO, and the use of smileys in formal
communication. These should only be used in personal correspondence.

Using the techniques above should help writers use e-mail correspondence with greater success. Remember, as with
any business letter ... every message is a sales message!

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
fifteen years. As the Director of Foreign Affairs he supervises the quality of English communications between Fukami Patent Office and
its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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22 =P Yoshitake KIHARA
ARJEFE R Joshicake &
FRETERES (2015) / KBRAFIIAZ T 2EES TR
ZXZ(1980) /45551, @VHINEI IR DY N VBT
E. WIXEREERHEYY—ERE. BHEE.

= EEI % Yoshihide YASUDA
FETHREE (2009) / ABRAZ TFEMMEE TR
22 (1998). BAFBRELRIZET (2000) /XY H—~
RRSEFERSP (2002-)

B

MR B AL 1 Makiko UMEZAKI

RETHREHK (2009)  RERLFAAEAP LRI E
(1993). EARFRETRZE T (1995)  REFFEHM
(1995-)

BE—~RRAETEFR (2015-)
Nobuo ARAKAWA

;1!:__‘:, I I'fEF Vice-president B &R

FELHERER (1997) /FESHAZ TZMEM T 2RI
2(1991), AARFRIELRIRET (1993) /F2a3F)UiE
TEXWANMES N TETRANHMES~RREHTE
# (2002-)

T Keiko YAMAGUCHT

FELHREH (2010) / KRAFERTAEYEYIET
FRIEZ (1992) / BHABSH—~RERFRHAT (2002-)

JBAS— 3 Kazunari KATSUMOTO
FETHBERE 2011) / REAZIEZBBIEF LEH
ZXZ (2003). EAZFRELTFRIET (2005) /Tv—TH)
—RENRRFEREAT (2011-)

Masato SASAKT
e REN Vi ams
FELHRAH (2002) MEXETFEEERN T2
223 (1990) /R EBW—~RRSF BRI (1991-),
KIRRFAZ AR EERE (2010-)

R Kow TANAKA

FELHBREEQ013)  RBEAPEARPLAR X
(2003). BAZRIXILF—HLHRRMELRIEET
(2005) /2v—JHW—~REFFEISRT (2011-)

JED AR Vol kiTaHARA

RELHBRS P(2011)/7(B&7<¥I¥"EE?\ ]IRIL
F—TERZEZE (2008) /JO0—U—W—RRFFFBHM
(2012-)

NI Hisao FUKAMI e s
R CHR Hisao! s
FETHBRE (1960) / KBRAFIIAZ T ZEES TER
222 (1956) / v— TSRS~ R BN F BT (1969-)

JII E 5% Takeshi KAWAKAMI

REBLHBRORE(2012)  RRAABEZEBERA AR
(2002) . BARZBIELRIEET (2004) /HITUIA >~
F—IVRYITNITPH-WIRAU—T5——EFIRE
R~ ER~REATEEM (2014-)

| = =
INZ ] Genji KOHARA
FELTHRAH (2013) / RRAF T ZEBERE T2
2 (1995) /TR ARE B BBM = FEBH
B—~RERFFTRIBAT (2008-)

1st Electrical / Information Division

— Kenji TOMINAGA
Eﬂﬂ()\—‘ Di;l:malManager &
FELHBREH (2006) / RERF THEAEE THRIFXE
(1990). BARFRETIRIZET (1993) /)1l EKEH (R
JFE RF— L) ~RRAFEFEIA (2008-)

i%#%ﬁ Yoshihisa MASUI

FETHBREH Q002)  REBAFEPEICEZHZE
(1995). EAZRIELRIZET (1997) /WA EHEAERT—
RSB —~RRAETRET 2016-)

ﬂi’/ﬁ\ %ﬁﬁ Satoshi ITAYA

FELTHREH (2009) /ESHAZ TFBAB T PR
% (2005). RREGBRIAEMALRALER LPRIEE
(2007) /@F)EII@WE?E—"?'/(Z?\7(&)*5%%4%?%5?%?&
(2018-)

B T Kenichi TANI

FELTHREHR (2016) /BAAZTZMEF THREX
(2008) /WU I——t7I5 )L—~RBRFEFRHAT (2017-)

PAIARM = vuzo sUZUKI

FELHROHE (2013) /LA TEBICZEY TER
%3 (1999) /NVYH—~RRIUINO VW —~REFEH
—RERFEFEE (2017-)

ESIERE 3 1

Masahiko NAKATA
':I:l Eﬂﬂﬁ = Dieissaigllia?Manager BE
FETHBREHE (1999) /BAEXPTFHBETF LARESE
(1989) /#t@) VAN B)—~RRF5FFRIAT (1994-)

vH: Hiroshi KURAKAKE
Welh W DL wes
FETHBREHR (2005) / REAP T AR T LM RS
(1992). EARZERETRIZET (1994) /) IERE%H (R
JFE AT — VW) —REAEFEHRT (2001-). KRIHEAF
AR EER BRI EE P RIBUR (2014-)

4= Noriyuki OHNISHI
R T Yok OF R
FETHBRER (2002) / ERAZ TR EBIHIZRIZE
2 (1986) /A FEF T EH—~BEKEIEH—~=ZBHH—~
RENFFERRT (1997-)

B 2 58

2nd Electrical / Information Division

. -
GRS Mashiio MIVA - g
FETHBERE (2007) / REAZ T ZBEELZRFE
(1990). BAZRIELEIZET (1992). BH—FT14TK
PRERZHET (1997) / NTN@—-F0OA - b—< -
AT 48—~ RBREFEHPT (2001-)

SIHEBESE Masl AL BI8E
FEITHEBEE (Q001) /HLUAZEZRBYERFR 222
(1993). EBAZEBFELFIZET (1995) /TR TUH— T«
UwTR - EINA) - T RATUA YV RT L XM H—~F55F
EE—~RREFEER (2011-)

KACHIHE Kazuaki DAIDAT

FELTHEEREM (2008) /BESHAZ T T R
%(1999) /WA TR - ho— - DU-KHFEBF~RE
KSFFEFAT (20125

22 2= Yoshiyuki MASUDA
PO T DohbukiM I
FREBTHBERE (1999) / HEAZTZHEF LZRIFE
(1988). EAXRZFRIELFIZET (1990) / FEAZE K —~
RENFFEHAT (1998-)

Koji NAKATA
I:P EEI$ M| Df}gl‘,w Divisional Manager 2l BB

FELTHREH 2003) / RBAF THEBR L EHFIEE
(1996). EXRFBRIETIRRET (1998) MERERBIER
—~REFETEE (2004-)

i% %3 Akira KISHI

FETHEREM (2013) /BESHAZ T AME T FRIZE
%(2004) /I EBH—~ETBT VW RBIT~RRE
FFEPT (2011-)

= 4= Nobu, uki NISHIKAWA
PHJIS AT Nobupuld R
FELTHEREH (2000) /XB&?(%EE%I?%KE%I?
BlzxZE (1988). BIAZBETRIZET (1990) /=5
W)~ R T R AT A SR T~ e BT~ R RS R
Fir (2002-)

= =1 Shinji INOUE
# J:LE\- F Sohiol Asocae LB
FETHEBAE (2005) / RBAFZ T EHBEF T ERIRE
(1987). BARZBIETZIZET (1989) /WERZ~H51E

PeEE D 2 Mariko SATOH

(kA 74 2)

RELRBAIE (2015) / PREAAZE THBHALER
% (2010). FAAFBRETZIET (2012) /LILY—
R~ R —~ R RAFFEIEAT (2015-)

MERE L lahumi KAL e
(FEA 74 ZARIL)

FELHREHE (2002) /MEXF TZEMEM T FR A%
(2003) /FreF BB~ R B FFREAT (2004-)

AT~ RRFEFEHAT (2007-)
Sachiko SUGIMOTO

*ng g % Senior Associate tE

RETHRAN Q011) /FHEAZ TFBERLFRIZ
#(1985) /=B IVNO—ILY INITT W—~R RS
ST (1988-)

SAHHERH Masaaki HIRADE

FETHRER (2015) / RERZ TFBILZ TR
(1995). EIARZBELRZET (1998) / =ZWBHH
ANBRILEE~WEEH ~RRRF S (2015-)

\ —  Yuji MATSUMOTO
FAASTHE . YiMATSU R
FEBTHEBRETE (2005) / KBRAFILAZ T 2EMZE TR
222 (1995) / NIV EKH—~RRIFFEHT (2005-)

»- —
PB L= Toki sHNDO
(HHiA 74 R)
FEETFEREHE (2002) / KBRAFILAZ THERIER IS
FIZEZE (1998) /RENFFSEHEAT (2000-)

1%2&{::%%% Kana HASHIMOTO

FETHREGH (2017) MERFEZE(2008) /ELE
Oy oA —~RERFRIA (2012-)
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IR SEAR Ryota NAKAMURA
FELTHBAE (2017) /BEEAZREEHH L ZEEBH
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(2018-)
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—~RRFETRERT (2002-)

REmEE 1 58

7N Hirofumi YAMADA
TS Hircfumi YAMADA g
FETHEBEEE (2002) / BRAZILEBRFHILERZE
2 (1990). BIAZBELTZRZET (1992) /HHF AT
— RRAFFEHAT (1997-)

—+ Yoshiki WADA
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SR A Akiko ISHIKAWA
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;%’E‘:i%?? Tatsuyuki KUWAHARA

RELTHBREHE (2011)  RBAZ LA TELFRIZE
(2001) /=¥ EBH M) ~RRFFFEHM (2012-)

7N Kazuyuki TSUCHIYA _
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FETHBEAEE (2005) /FIXZTEHB R ERRIZE
2 (1991) /REEFFEFPT (1991-)

N=3 MURANO
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FETHEEE (2007) / REAKZ T 2B T FHIHRE
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(1998) /==& T W —~ERIFFEFEPT (2006-)

I IEE Masanobu MIZOGUCHTI
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F5Pr (2008-)

B% Hajime WATAMOTO
MAS B Hlajime WA LE
FEITHRBREIE (2004) /I REEREEFZRIZEE
(1997) /v —TWHNN T EERT~FERISFEHER
(2008-)

11 = Awsushi MAEDA

HI EEl,n TN Semior Assoctate EE
FEBTHBRAEE (2007) / KRFIZAZTEBHRTER
3 (1997). BAFRETATHIRRIET (1999) /B4
FIAV—~RERFFFRB (2008-)

H *El‘ *E H_jt Takuya TAMURA
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RET Q001) / () RS~ BT — R EHF
FEPT (20152

& Alkihiro ODA
/NHH SR Aldbio ODA - e
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ZXZ(1998). EIRZFEIELTRIZET (2000) / TDK #—
RENFHFEHAT (2011-)

== Nar - Yums . .

H *{ﬁZE Mitsuhiro AOKI
FETHBAEE (2010) / KRAZTEEARETER%
2% (2004). BARFBRIETERIEET (2006) /> +—T#H—~
REFFTRHA (2012-)

EP%%%%? Naoko NAKAO

FETEKIUS (2016) / REZFRFELAEMEARIZE
(1999). REAZARZEIELERIEET (2001) FEFEH
>R ERHEH T~ REFFEH (2016)

HE B Takashi HINATSU

FETEREUS (2014) / RRAZF THEYET 2R %
(1992). FARFRETHIZET (1994) FHFT LEE
BE-RRRETEEMN (2014-)

— oy

L FEER Voshiaki KITA
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LT/ OY—X S EB—~R BN ERT (2018-)

PR Takuma saGAwA
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FHRAR BB~ R RSB (20179
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T /K] Hiroshi SHIMIZU
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(#R) =~ R RFHFEHAT (2011-)

FRHFEWH Hideaki ARATA
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T EBE—~RERFFEHA (2018-)
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IR Tacsuya OKxAZAKE
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REAFETERBA (2007-)
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(1984). EXRZMELRIET (1986) /=ZWBHEH—~H)
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2nd Mechanical Division

R Nobuo ARAKAWA
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#PT (2002-)
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__+ Ryuichi HOSHIKAWA
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R (2002-)

= N Tc hiro TAKAHASHI _
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Internatlonal Patent /Design Division

=1 Masato SASAKI
e REN Mol wa
FELHBRAEHE (2002) /#HEKRF T BEERB TFH
223 (1990) /fE RISTRE BN~ REAFFF R (1991-),
RERAFAFBLAF R EE R (2010-)
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—RENRFFEHPT (2003-)
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(2007-)

HH Yutaka HORII
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o2 O N = i R
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