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Government and Patent Office Related Information

® The JPO has acquired a patent for a patent document search system
(Patent No. 6691280). The patented invention relates to a technique
for searching, at the same time, worldwide patent documents of
different languages and different patent classifications, using
technologies such as Al.
(JPO, April 28, 2020)
® A revised Copyright Act was enacted at the Upper House plenary
session on June 5, 2020 and will come into force on January 1, 2021 to
ban downloads of pirated materials additionally including manga,
magazines, etc.
(Japan Agency for Cultural Affairs, June 5, 2020)
® An act on the partial revision of the patent law enforcement
regulations and regulations relating to international applications under
the Patent Cooperation Treaty will come into force on July 1, 2020,
including a regulation that permits, for an international application
including erroneously filed elements or parts, supplementary
submission of an appropriate specification, for example, after filing the
application.
(JPO, June 25, 2020)
® The Japan Fair Trade Commission states, in an interim report about
research on start-up business practices, 14.8% of start-ups have
encountered unfair or unethical practices of other companies (large
companies for example) in making confidentiality contracts or license
contracts, and about 75% of them accepted the unfair or unethical
practices. The report is to be used for developing strategies and/or
guidelines for settling the problem.
(Japan Fair Trade Commission, June 30, 2020)
® On July 20, 2020, Mr. Toshihide KASUTANI was newly appointed as JPO
commissioner as a successor to Mr. Akira MATSUNAGA. Mr. Toshihide
KASUTANI joined the Ministry of International Trade and Industry
(currently the Ministry of Economy, Trade and Industry) in 1984 and
has served in various posts including Assistant Vice-Minister of the
METI and Director-General of the Economic and Industrial Policy
Bureau.
(JPO, July 20, 2020)

Cases and Others

® Kyoto University distinguished professor Tasuku HONJO filed a lawsuit
at the Osaka District Court against Ono Pharmaceutical Co., Ltd.,
claiming payment of about 22.6 billion yen as royalties from the cancer

immunotherapy drug Opdivo.
(Nihon Keizai Shimbun, June 19, 2020)

Business Information

® Fujifilm Holdings announced that they signed a licensing agreement
with Dr. Reddy's Laboratories Ltd., a leading generic manufacturer in
India and Global Response Aid, a provider of medical supplies and
pharmaceuticals in the UAE, on the development, manufacture and

sales of Avigan, a potential drug for treatment of COVID-19.
(Nihon Keizai Shimbun, July 1, 2020)
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1. Introduction

The Honorable Gerald J. Mossinghoff, a great American
intellectual property specialist, passed away on March 20,
2020. Mr. Mossinghoff was Commissioner of the United
States Patent and Trademark Office (USPTQO) (1981-1985)
in the first term of the Reagan Administration, who laid the
foundation for the current U.S. pro-patent era by reforming
the USPTO and playing a pivotal role in establishing the Court
of Appeals for the Federal Circuit (CAFC). He then served as
President of the Pharmaceutical Research and Manufacturers
of America (PhRMA) (1985-1996), and thereafter taught law
school courses on intellectual property at George Washington
University, George Mason University, etc., while serving as
a practicing senior counsel at Oblon, McClelland, Maier &
Neustadt, L.L.P. to handle numerous patent cases throughout
his career until his death.

2. First Meeting with Mr. Mossinghoff

| first met Mr. Mossinghoff while | was assigned as Director
of the Washington Office of the Institute of Intellectual
Property (1996-1999). He already had established a reputation
as the USPTO Commissioner who started an annual trilateral
conference with European and Japanese counterparts
when Mr. Kazuo Wakasugi was Commissioner of the Japan
Patent Office (JPO), who called for automation of the office's
operations, and who prompted the JPO to introduce the
world's first electronic filing system. | really wanted to
meet and talk to him in person during my assignment in
Washington, D.C. Mr. Mossinghoff was kind and friendly to
a young fellow like me, and we had a number of dinners
together, where he taught me trends in U.S. patent law reform
and major decisions by the CAFC in plain language. One of
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the most memorable talks is an interview with him on the
morning of February 9, 1999.

At that time, | was on a mission from the JPO to review the
shift in the U.S. to a pro-patent policy. The shift took place
in the early 1980's, almost 20 years prior to my staying in
Washington, D.C. Frankly, at first | did not know what to do.
After much deliberation, | decided to interview in person the
individuals who were instrumental in the formation of the
U.S. pro-patent policy “". | picked twelve people from former
staff members of the USPTO, CAFC judges, professors, patent
attorneys, etc. that | had become acquainted with during my
two-and-a-half-year tenure there. Mr. Mossinghoff was one of
them. He was the one | had the highest expectations for, and
he did not disappoint me. On the contrary, | remember vividly
leaving the interview highly impressed by the knowledge and
information he gave me, which was far more than | had hoped
for.

The following are the words spoken by Mr. Mossinghoff, in
particular on the reform of the USPTO and the establishment
of the CAFC, which are reproduced as faithfully as possible.

3. USPTO Reform
(Recollected by Mr. Mossinghoff)

(1) Years of Hardship of the USPTO

When you look at the articles about the USPTO
before I (Mr. Mossinghoff) became Commissioner, it is
quite obvious how lowly regarded the USPTO was, and
how bad the situation was at the USPTO. Adjectives
such as "hard-pressed," "beleaguered," "underfunded,"
"understaffed," and "broken-down" were being used to
describe the USPTO. NBC Magazine, a documentary
program of NBC, one of the big three television
networks, painted the USPTO as a "cruel hoax" to
underscore how incapable and incompetent the USPTO
was. It was so humiliating to the USPTO. As these
phrases suggest, the USPTO was in bad shape. The
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appointment of Secretary of Commerce Baldrige came
in such circumstances. Having served as CEO of a
major lock manufacturer, Secretary Baldrige understood
the importance of patents.

(2) Confirmation Hearing of Secretary Baldrige

At the confirmation hearing of Mr. Baldrige for
Secretary of Commerce, issues surrounding the USPTO
were exposed, causing a major embarrassment for
the Secretary who had not been briefed on them. At
the hearing, Senator Schmitt of New Mexico, the
former astronaut who had walked on the moon, asked
Secretary Baldrige questions about the USPTO. First,
the Senator asked "Do you consider patents important?,"
to which the Secretary replied "Yes, I do." Then, the
Senator asked "Are you aware that the patent system,
which you consider important, is in a terrible condition?"
Not having been briefed on anything about the USPTO
by his staff, the Secretary answered "No, I'm not."

Senator Schmitt turned to introduce some examples to
illustrate the terrible situation: the USPTO suffered from
an extreme lack of staff, resulting in filed application
documents being unopened and simply stacked in
unused rooms, and there were as many as four rooms
full of such unopened envelopes; morale among
USPTO staff was extremely low, and things were only
getting worse because no one was trying to address the
situation; there were delays in examination, and it took
over three years to examine each case; furthermore,
the USPTO lost or misfiled 7 percent of the 26 million
documents it received each year. These examples
presented at the hearing shook the Department of
Commerce. Informed of such terrible conditions for the
first time at the hearing, Secretary Baldrige vowed to
"fix the USPTO and correct the problems as one of the
highest priorities."

(3) Appointment of Mr. Mossinghoff

After the confirmation hearing, Secretary Baldrige had
a private breakfast meeting with Senator Schmitt and
patent attorneys from the American Bar Association
(ABA). At the meeting, the Secretary talked with the
Senator about how to resolve the USPTO's issues.
The Senator recommended me as the right person for
USPTO Commissioner, saying, "Mossinghoff is a high-
ranking civil servant at NASA. He is an expert on
patent issues, and he also knows politics well. He can
help." None of the past Commissioners had had the
skills to lobby the government, likened to a complex
machine, exercise political power, and carry out
reform. Having served as the director of congressional
relations at NASA, I knew the politics in government
agencies well. At that time, it was very unusual for
a civil servant to be a presidential appointee. A civil
servant was not an eligible candidate for a political
post. I was appointed USPTO Commissioner against
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the practice of that time, and I think I could make the
best use of my political skills during my NASA years to
accomplish some significant reforms. For example, the
fee bill, legislation to raise patent application fees, was
opposed by the ABA and took time and effort to pass.
Some big companies, such as Pfizer, supported the fee
bill because it would still benefit immensely even with
the fee raise. The fee bill could be passed with the
support of these advocates. We also negotiated with
the Office of Management and Budget (OMB) to reach
an agreement to keep the collected patent application
fees within the USPTO. It was an important step for
the USPTO. As I said, the USPTO was in a terrible
condition during that time. Patents were no longer
relevant to business activities of many companies, so
they did away with patents. It was in this situation that
a reformer (I) who knew politics well arrived.

(4) Blocking Independence of the USPTO

As T said, throughout the 1970's, management of
the USPTO was in a terrible and helpless condition.
Therefore, a proposal to remove the USPTO from the
DOC and make it an independent agency was being
seriously considered within the government. From the
DOC's point of view, however, an independent USPTO
would be placed outside the jurisdiction of the DOC,
which would result in a reduced profit for the DOC, and
it was thus absolutely necessary to keep the USPTO
within the DOC. After Secretary Baldrige took office,
the DOC undertook drastic reform measures for the
USPTO in order to block its independence. Underlying
the USPTO reforms in the early 80's was the incentive
to keep the USPTO within the DOC.

At that time, the USPTO's budget was as small as
100 million dollars. Therefore, I first decided to pass
the fee bill as mentioned above, to cover the operating
budget. Mr. Bruce Lehman (who later became USPTO
Commissioner), a staffer of Congressman Castenmeyer,
gave strong support to the passage of the fee bill. As
a condition for staying in the DOC, I also requested to
get rid of the supervision system and to promote the
USPTO Commissioner's position within the DOC. Until
then, the USPTO Commissioner had been ranked low
in the Department, below the Secretary of Commerce,
the Under Secretary of Commerce, and the Assistant
Secretary of Commerce. We reformed this system to
allow the USPTO Commissioner to directly report to the
Secretary of Commerce, and also to promote the USPTO
Commissioner's position to the Assistant Secretary of
Commerce. It was 1982. Although discussions were
had about adopting the title "Assistant Secretary of
Intellectual Property" instead of the "Assistant Secretary
of Commerce" in the promotion, that did not come to
pass and the title "Assistant Secretary of Commerce"
was maintained “?. In any case, it was Mr. Bruce
Lehman who pushed and carried out the reform behind
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the scenes. He deserves credit for elevating the status
of the USPTO.

(5) Relationship Between Mr. Baldrige ("Mac") and
Mr. Mossinghoff ("Jerry"): "Take it to Mac"

The fact that Secretary of Commerce Baldrige and I
had a very close relationship was extremely helpful in
restructuring the USPTO. As USPTO Commissioner,
I tried to introduce some drastic reforms and faced
many obstacles in the DOC, but I could overcome them
because of the full backing of Secretary Baldrige. At
assistant-secretary-level regular meetings within the
DOC, Secretary Baldrige always said to me, "Jerry,
come to me directly if you have any problems" in front
of everyone. That he said it intentionally in front of
everyone was very effective. He was sending a message
that he and I were close and had a special relationship,
and that the USPTO was at the top of his agenda, so
that no one could complain about what I was going to
do. For example, the Commerce budget office opposed
the hiring of highly paid professionals as USPTO staff
amid the layoffs of federal government workers. I said,
"You heard the Secretary. I have to take it to Mac."
This shut everyone up, and they left me alone to do my
job. Indeed, I never once had to talk to Mac on small
matters in the DOC during my four-year term, but he
certainly made my job easier by caring deeply about me
(i.e., the USPTO) in front of everyone.

4. Establishment of the CAFC
(Recollected by Mr. Mossinghoff)

(1) Situation Before Establishment of the CAFC

Before the CAFC was set up, systems of patent
enforcement were uneven. As a result, the patent
system itself had lost its credibility among top corporate
executives. Federal Appellate Courts interpreted the
patents in their own ways. For example, the Eighth
Circuit based in St. Louis invalidated most of the patents
they reviewed, whereas the Fifth Circuit based in New
Orleans gave decisions in favor of patent holders.
Decisions by the Ninth Circuit based in San Francisco
were completely unpredictable. Their decisions were
not made logically, they just depended on sheer luck.
For example, the then CEO of drug maker Merck
called the system of Appellate Courts a "geographical
dependent system." If corporate executives were
thinking of filing a suit seeking patent enforcement,
corporate attorneys could only advise that they had no
idea if they could win. As a result, corporate executives
saw little value in patents and cared less about them.

In addition, patent litigation cases would rarely go
on to the Supreme Court from the Appellate Court at
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that time. The Supreme Court showed little interest
in patents. I take it that the Supreme Court had an
antipathy to patents after World War II. Professor
Chisum, who authored a patent litigation handbook,
writes that the Supreme Court held an anti-patent
sentiment from the 1940's through 1950's. For example,
in 1949 Justice Jackson said, "the only patent that is
valid is one which this Court has not been able to get its
hands on." This meant that the Supreme Court tended
to invalidate all patents that were brought before it.
This illustrates how intense the anti-patent sentiment
was. Supreme Court Judges continued to harbor this
anti-patent bias afterwards.

(2) Suggestions of Carter's Message

A proposal to establish the CAFC emerged from
the Domestic Policy Review of Industrial Innovation
conducted under the Carter Administration, the so-called
Carter's message ®. Underlying the message was the
threat of Japan's outstanding economy. Japan was seen
as a symbol of total success, whereas U.S. industry was
losing its competitiveness. Japanese companies were
forging ahead and beating the U.S. in terms of technology
innovation, raising concerns about Japan. Everything
about Japan was seen as successful. Japan was
making dramatic progress, particularly in automobiles,
cameras, household appliances, the fields visible to U.S.
consumers. U.S. companies such as General Motors and
Westinghouse were still thriving in industrial and heavy
industry fields not targeting general customers. To U.S.
consumers, however, these thriving U.S. companies were
hidden, and it was only the Japanese products that were
doing well. This posed a major threat. Against this
backdrop, the Department of Commerce and the industry
led the formation of Carter's message. Proposals to
reform the patent system and establish the CAFC then
emerged from Carter's message. In this way, behind the
establishment of the CAFC was Carter's message that
recognized a deteriorating U.S. competitiveness, which
was prompted by Japan's rapid growth.

(3) Maneuvering During Passage of the CAFC Bill

We needed to maneuver in Congress to pass the CAFC
bill. At that time, we had a split Congress with the
Republican-majority Senate and the Democrat-majority
House of Representatives. Having served as Director of
Congressional Liaison at NASA, I was knowledgeable
about dealing with Congress. 1 presented the CAFC
proposal as a proposal that emerged under Democratic
President Carter in the Democrat-led House, and
emphasized that Republican President Reagan was in
favor of the establishment in the Republican-led Senate.
I made every effort to pass the bill by taking advantage
of the different majorities in the House and the Senate.
The important thing was to present the CAFC bill as a
nonpartisan issue and receive endorsements from both
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the House and the Senate.

We also needed to suppress the ABA's opposition
to the CAFC bill. In the ABA, general attorneys had
a substantial influence on the entire organization, and
they opposed the establishment because they would
have no role to play in the CAFC, a court dedicated
to patent disputes, but patent attorneys in the ABA
understood the situation and advocated the bill. When
the ABA's opposition was brought up in Congress, I
persuaded them, saying that although opposed by the
ABA, the bill was endorsed by the commission of patent
experts in the ABA who had practical knowledge.

Secretary Baldrige also worked hard to receive
endorsements from Congress members involved
with the CAFC bill by reminding them that he had
experience in the private sector. His initial idea was
that I should accompany the Secretary when he visits
their offices so that I could help him explain the issues
of the patent system. My idea, however, was that the
Secretary should talk to the members by himself. I
thought it would be more effective if Secretary Baldrige,
the former CEO of a major lock manufacturer and thus
representing private industry, advocated the need to
reform the system of Appellate Courts as an urgent
matter for top corporate executives. I believed this
issue should not be discussed from a philosophical
perspective surrounding legal interpretation or judicial
system reform, but should be understood as explained
from the position of a business executive, to the
Congress members as a business issue associated with
actual corporate management. [ thought the suffering
of a business executive would have less impact on
them if I came along. It was important that Secretary
Baldrige visit each member by himself, explain the
need for the CAFC, and win his or her endorsement.
Congress needed to be convinced that the system was
not working and did not make sense from a corporate
standpoint. This strategy turned out well. It also
helped immensely that the Secretary was close with
then Counselor to the President, Ed Meese.

U.S. companies also played an active role in
establishing the CAFC. For example, the pharmaceutical
industry spent as much as 500 million dollars to make
a new drug, and absolutely needed an effectively
working patent system to keep those investments. The
pharmaceutical industry, film-making industry, software
industry, healthcare and medical device industries, etc.,
which tended to require a significant amount of initial
investment but whose works are reproduced or copied
easily, formed a high technology alliance to advocate
the passage of the bill. They aggressively lobbied for
the bill, such as by placing opinion ads in Roll Call
Magazine (a publication targeting those involved with
Congress).

Consequently, the CAFC bill was passed in Congress
with the strong support of many people.
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(4) Skills of Mr. Howard Markey

The thus-established CAFC was impressively
developed from idea to realization by the first Chief
Judge, Howard Markey. Mr. Markey was, in a sense,
a genius. He was a former test pilot and general in
the Air Force. Following his retirement, he worked as
a lawyer, and then became a judge. A judge is not
necessarily a good manager. Mr. Markey, however,
had outstanding management skills. He created an
operation from scratch by recruiting necessary members
for the CAFC and building an infrastructure, and
managed it like the military. As an eloquent speaker, he
discussed pro-patent policy and gained huge support.
His accomplishments were tremendous. The CAFC did
wonders to the U.S. patent system.
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5. Conclusion

The last time | met Mr. Mossinghoff was February 23, 2017.
| invited those in the U.S. that | had come to know during my
JPO years to a dinner party at a sushi restaurant in Washington,
D.C. He was one of my guests, and he rushed over to the
party after teaching law school classes. | did not feel at all that
more than 15 years had passed since we had last met. Being
80 plus years old, he still stood out. We had such a good time
talking about the aforementioned interview, and we promised
to see each other again. It deeply saddens me that | no longer
have that opportunity.

After hearing of his passing on March 20, | read the
interview again and was newly struck by the spirit and passion
he brought to make his great contribution to IP development
over the years. He truly was a great and respectable "IP man."
| offer my sincerest condolences to his family, friends and
colleagues.
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ZEERR(E. Yoshitake Kihara "U.S. Pro-Patent Policy: A Review of the Last 20 Years" (2000) CASRIP Newsletter, 2000 Winter, Vol. 7, Issue 18
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(*1) A summary of the interview was published in "Review of U.S. Pro-Patent Policy" in the Institute of Intellectual Property Forum, Vol. 39 (Autumn 1999),
published by the Institute of Intellectual Property. For the English version, see Yoshitake Kihara, "U.S. Pro-Patent Policy: A Review of the Last 20 Years" (2000)
CASRIP Newsletter, Winter 2000, Vol. 7, Issue 1.

(*2)  The position of USPTO Commissioner has since been further promoted to Under Secretary of Commerce for Intellectual Property in the Department of
Commerce.

(*3)  One graphic in the Science Indicators report, published each year by the National Science Foundation, showed that the number of inventions decreased
in the second half of the 1970's. President Carter noticed this and wrote "why?" in the margins of the report. As a result of this simple comment, a policy
review regarding U.S. industrial innovation was carried out. At that time, the U.S. economy was in recession and the innovative abilities of U.S. companies
had declined. The question of "What can the government do?" was asked. This led to the examination of various policies including patent, trade, industry
structure, and R&D. It was understood that not the government, but the private sector would play the primary role in creating innovation, while the
government would be responsible for creating an environment in which the companies would have incentives to innovate without unnecessary burdens.
Regarding the patent system, the Review suggested (1) empowerment of USPTO, (2) introduction of a re-examination system, (3) establishment of the CAFC,
(4) decreasing patent litigation costs, and (5) transfer of government-funded technology to the private sector.
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Proportion of Female Patent Attorneys

Patent attorney is often considered as a gender-free
profession. Female lawyers may be called for in some legal
cases and many patients may look for female doctors. |
cannot imagine, however, a case that definitely requires
female patent attorneys, and there is no field that women
are unable to handle. This job does not particularly require
physical strength either.

One may therefore expect that half of the patent attorneys
are women, but that is not the case. As of June 30, 2020,
there are 11,944 registered patent attorneys, among which
1,852 are women, accounting for 16% (see the web page of
the Japan Patent Attorneys Association). According to the
White Paper on Gender Equality 2020 issued by the Gender
Equality Bureau of the Cabinet Office, female lawyers and
female judges account for 19% and 22%, respectively. From
the point of view of ensured equality in justice, there should
be an equal number of males and females at least in the legal
community. Many countries in Europe satisfy this condition,
whereas little headway has been made in Japan. In fact,
female examinees in the patent attorney examination, bar
exam, and the national examination for medical practitioner
occupy only 20 to 30% of all examinees. Few women pursue
professional career, although the university advancement
rate is approximately the same between male and female.

Policies Related to "Expansion of Women’s
Participation”

In Japan, from about the time of the second Abe
administration, policies including "Expansion of Women'’s
Participation in Policy and Decision-Making Processes in
All Fields in Society" and "a policy package for a society
where all women shine" were set up one after another and
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the Japanese Government espoused the goal of increasing
"the proportion of women in leadership positions (including
highly professional jobs) to 30% by 2020" ("Third Basic Plan
for Gender Equality"). In 2015, "Act on Promotion of Women's
Participation and Advancement in the Workplace" came into
effect, and the government and large companies have been
obliged to grasp the situation related to women's active
participation and to disclose information such as action
plans. By application, excellent companies will be granted
the certification ("Eruboshi certification") from the Minister of
Health, Labour and Welfare.

Circumstances of "Expansion of Women’ s
Participation”

Are women "actively participating and advancing" in the
workplace in Japan?

The World Economic Forum, famous for holding the annual
Davos Conference issues a "Global Gender Gap Report" in
which data showing the actual conditions of the gap between
men and women in all countries in the world is scored and the
countries are ranked for each of four categories. According
to the "Global Gender Gap Report 2020" ("Report") issued on
December 16, 2019, Japan ranks 121st out of 153 countries
surveyed. In fact, Japan has gradually moved relatively
downward on the list for a decade.

In spite of being one of the industrially advanced countries
and being an economic power, Japan has remarkably
underperformed in the Report; in the category of "economy"
that relates to working among the four categories, Japan
ranks 115th, and in the category of "politics", ranks 144th. The
Report points out that Japan disgracefully has had no female
head of state in the last 50 years. The section on "Japan"
reports that only 15% of senior and leadership positions are
held by women, whose income is around half that of men,
female representation in the Japanese parliament is only at
10%, and there is only one woman in the 18-member cabinet.
Using the word "only" over and over again, the Report made
a devastatingly negative evaluation for Japan, pointing out
that Japan is at the lowest level and far below other advanced
countries.

The Report continues to point out that the share of time
that Japanese women spend for unpaid domestic work such
as household and care duties is more than four times that of
men. This figure is twice that in the United States. According
to analysis in the Report, policies that will promote the
opening of nursery schools in companies or paternity leave
to rebalance the burden of unpaid work are likely to have a
significant impact on women'’s career opportunities.

In order to rectify the current situation, what is desired is
further reforms, rather than such half-baked policies as giving
women sweet words of praise if they "work hard." The reality
and the dilemma, however, is that ninety percent of the policy
decision-makers are men.

By the time this Newsletter is issued, the next Report will
have been published. In order to create a society in the future
where women and men can both actively work, | believe it
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meaningful to first know the gender gap in Japan, and then
the gap between the world and Japan. If you are interested in
this issue, please read the report when it comes out.

Toward the Future

The proportion of women among passing applicants for
the patent attorney examination is approximately 30% in
recent years. Therefore, "30% female patent attorneys" does
not appear to be a difficult goal. | hope that the profession
of patent attorney attracts more attention from women who
seek professional jobs.

In Fukami Patent Office (FPO), among eighty-nine patent
attorneys, there are sixteen women (18%). This figure is higher
than the average in the industry. In addition, FPO has eight
women leaders among twenty-one division leaders and group
leaders including management (as of December 1, 2020). In
other words, the proportion of female leaders is 38%, which is
over the government goal of 30%, and in this sense, FPO is a
leading office.

FPO celebrated the 50th anniversary of its foundation in
2019 and has set out to move forward for the next fifty years.
Leading the industry, FPO continues to be a workplace where
many women more than the order of 30% actively work and
men and women both "shine".

(1) BRFELRHP

2) NERBXZERBLXARSEEE BT 2 FR
(3) "E=RBLSEEFFE)

(4) 201912 B 16 HFEX
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1. Introduction

More than 5 years has passed since the patent opposition
system, which had once been abolished by an amendment to
the Patent Act in 2003, was reintroduced on April 1, 2015. In
view of the current situation as to patent oppositions, as well
as my own experience on patent oppositions, the following
discusses effective utilization of the patent opposition system.

2. Current Situation Regarding the Patent
Opposition System

Fig. 1 shows changes in the number of cases of patent
oppositions and the number of cases of patent invalidation
trials from 2012 to 2019, In recent years, the number of cases
of patent invalidation trials is about 150 per year, whereas the
number of cases of patent oppositions is 1,000 or more per
year. Patent oppositions are utilized more frequently than the
patent invalidation trials presumably due to the following two
reasons. The first reason is that any person can file a patent
opposition (main paragraph of Article 113 of the Patent Act)
unlike a patent invalidation trial, which can be filed only by
an interested person (Paragraph 2 of Article 123 of the Patent
Act). The second reason is that a patent opposition poses less
burdens than a patent invalidation trial in terms of cost and
procedure (Paragraph 1 of Article 118 of the Patent Act).

Fig. 2 shows a breakdown of the results of patent
oppositions at the end of June in 2019@. The ratio of
revocation in patent oppositions is 11.3%. It seems that the
patent opposition system is not useful for a patent opponent.
Such a low ratio of revocation is presumably because
examination and appeal examination in the Japan Patent
Office are affected by a tendency of recent judicial precedents
(for example, the decision on the circuit connection member
case®) such that importance is placed on reasoning in
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determining that an invention could have been conceived
readily by combining a primary cited invention with a
secondary cited invention when examining inventive step of
the invention (Paragraph 2 of Article 29 of the Patent Act), as
shown in Fig. 31 G)-6),

The most important purpose in filing a patent opposition
is, however, to prevent a patent from being an obstacle to
implementation of business of a patent opponent, i.e., to
render the patent harmless to the patent opponent. Even if
the patent cannot be revoked by the patent opposition, the
purpose of the patent opposition can be achieved by forcing
the patentee to correct the patented invention such that the
manner of implementation by the patent opponent falls out
of the technical scope of the corrected invention.

Referring to Fig. 2, it is understood that the total of the
ratio of revocation and the ratio of correction is 64.3%. In
my experience, by forcing a patentee to correct a patented
invention, the patent can highly likely be rendered harmless.
Therefore, | believe that the patent opposition system is
effective to secure implementation of a client's business.
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3. Points to Effectively Utilize Patent Opposition
System

In view of my experience on patent oppositions, the
following describes points to effectively utilize the patent
opposition system.

(1) At the Time of Filing the Patent Opposition
(I) Conduct Appropriate Prior Art Search

In view of the tendency of recent judicial precedents?”
such that a judgement is not made strictly with regard to the
enablement requirement (Paragraph 4(i) of Article 36 of the
Patent Act), the support requirement (Paragraph 6(i) of Article
36 of the Patent Act) and the clarity requirement (Paragraph
6(ii) of Article 36 of the Patent Act) (hereinafter, these three
requirements are referred to as "description requirements"), it
is important to conduct an appropriate prior art search to find
prior art by which the novelty or inventive step of a patented
invention can be denied.

When a client requests us to file a patent opposition, the
client usually provides us with related prior art information.
Indeed, the provided prior art information discloses a technical
matter close to the patented invention and includes important
information. The provided prior art information is, however,
often insufficient to deny the novelty or inventive step of the
patented invention. In such a case, | conduct an additional
prior art search. In many cases, a more appropriate prior art is
found by conducting the additional prior art search. Examples
of free prior art search tools | use for prior art searches are as
follows.

(i) Patent Document Search

A patent document normally describes contents of an
invention in more detail than a non-patent document.
Moreover, based on analyses on invalidation trial cases, it
is known that patent documents are most frequently used
as evidence to invalidate patents®. Therefore, in the prior
art search for patent oppositions as well, it is necessary to
sufficiently conduct searches for patent documents. One
of the free search tools for patent documents is the Japan
Platform for Patent Information (J-PlatPat)® provided by
the National Center for Industrial Property Information and
Training (INPIT).

As a result of improvement in functions of J-PlatPat in
recent years, the search function for patent documents in
J-PlatPat through a logical-expression input screen (including
a searching option field) is comparable to the search
function in search terminals used by examiners in the Japan
Patent Office'%. By utilizing the search function for patent
documents in J-PlatPat through the logical-expression input
screen, patent documents can be searched for properly and
efficiently.

A search expression to be input to the logical-expression
input screen is created using search keys. Examples of the
search keys mainly include International Patent Classification
(IPC), File Index (FI), F-term, and text included in claims and
specifications. In order to conduct an appropriate prior
art search using J-PlatPat, it is necessary to understand
characteristics'" of the search keys shown in Fig. 4 and
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formulate a search expression by combining search keys
appropriately.
(ii) Non-Patent Document Search

Based on analyses of invalidation trial cases, it is known that
many non-patent documents are also used as evidence to
invalidate patents®. Since patent documents are published
one year and six months after filing of patent applications,
non-patent documents may disclose the latest technology
before the patent documents do in technical fields for which
many non-patent documents, such as scientific papers and
proceedings of scientific lectures, are published. Further, in
such a technical field, a researcher who belongs to a university
or the like may disclose an invention only in a non-patent
document, without filing a patent application. Therefore, it is
necessary to search for not only patent documents but also
non-patent documents, particularly in the technical field for
which many non-patent documents are published. Examples
of free search tools for non-patent documents include Google
Scholar?, J-GLOBAL"3), and J-STAGE(4.

By analyzing the disclosure of a prior art, found by a patent
document search or non-patent document search, in more
detail, the patent may be able to be invalidated or revoked® (15
(19 In order to find supplemental evidence for more detailed
analysis of the disclosure of the prior art, searches may be
conducted for standards such as Japanese Industrial Standards
(JIS) or the International Organization for Standardization (ISO)
standard, product information, or the like.

(Il) Assert Reason for Revocation based on Description
Requirements

As described above, the court recently tends not to strictly
make judgement with regard to the description requirements.
A patent opponent, however, should assert not only a reason
for revocation based on lack of novelty or inventive step, but
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also a reason for revocation based on failure in compliance
with the description requirements.

When a patent opponent asserts a first reason for revocation
based on lack of novelty or inventive step and a second
reason for revocation based on failure in compliance with the
description requirements, the patentee has to take consistent
measures against both the first reason for revocation and
the second reason for revocation. The patentee's assertion
against the first reason for revocation, however, tends to be
inconsistent with the patentee's assertion against the second
reason for revocation”). Therefore, the patentee may have
to significantly restrict the scope of the patented invention.
When the patent opponent thus asserts not only the reason
for revocation based on lack of novelty or inventive step but
also the reason for revocation based on failure in compliance
with the description requirements, the patent right can more
likely be rendered harmless.

(1) Prepare Appropriate Written Patent Opposition

Referring to Fig. 2, among the patent opposition cases,
the ratio of cases when patents are maintained without
corrections is about 35%. In order to prevent a patent from
being maintained without a correction, an appropriate written
patent opposition should be prepared which includes a
reason for revocation that urges the Panel to issue a Notice of
Revocation. If the decision by the Panel that is based on the
reason for revocation in a written patent opposition is more
likely to be upheld by the court, such a reason for revocation
can urge the Panel to issue a Notice of Revocation. A decision
by the Panel is overturned by the court mainly due to the
following reasons: (i) an error in acknowledging a fact based
on the evidence; and (ii) insufficient reasoning in determining
that the invention could have been conceived readily by
combining a primary cited invention with a secondary cited
invention. Therefore, written patent oppositions and evidence
should be prepared in consideration of the following three
points.

First, it is necessary to objectively acknowledge a fact based
on evidence. Acknowledgement of evidence based on the
patent opponent's prejudice is unlikely to be accepted by the
Panel. This makes it difficult to revoke a patent.

Second, in view of the above-described tendency of recent
judicial precedents, when asserting a reason for revocation
based on lack of inventive step, it is necessary to assert that
there is sufficient reasoning in determining that the patented
invention could have been conceived readily by combining a
primary cited invention with a secondary cited invention.

Third, it is necessary to assert a reason for revocation in
accordance with criteria"” indicated by judicial precedents.
This is because when an assertion in accordance with such
criteria indicated by judicial precedents is accepted by the
Panel to decide an opposition to grant of patent, the decision
is less likely to be overturned by the court.

(2) At the Time of Filing Written Argument

When the patentee corrects the patent, the patent
opponent is given an opportunity to file a written argument
(Paragraph 5 of Article 120-5 of the Patent Act).

An additional prior art search is conducted with regard to
any new technical matter added as a result of the correction
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so as to find additional evidence. This additional prior art
search is conducted in the same manner as in the prior art
search conducted in filing the patent opposition. In the
written argument, it is asserted that there is still a reason for
revocation even after the correction. Further, the additional
evidence supporting the assertion is submitted together with
the written argument.

When, as a result of the additional prior art search, a prior art
document is found that already exists prior to the correction
and discloses a technical feature closer to the patented
invention, the prior art document should be submitted
together with the written argument. This is for the following
reason. Due to the revision of the "Manual for Trial and Appeal
Proceedings” in September 2018, even if a prior art document
is submitted after an opposition period, the Panel can accept
the prior art document as evidence as long as the evidence
apparently constitutes an appropriate reason for revocation®),

4, Conclusion

By a patent opposition, a patent can be rendered harmless
with less burden in terms of cost and procedure as compared
with a patent invalidation trial. Therefore, in order to secure
implementation of a client's business, we recommend to
utilize the patent opposition system positively.

In order to effectively utilize the patent opposition system,
it is necessary to (I) find appropriate prior art by conducting
a proper prior art search, and (Il) assert an appropriate reason
for revocation based on the tendency of recent judicial
precedents.

It is considered that clients often have more knowledge
about the technical background for (l). On the other hand, it is
considered that patent attorney offices are more familiar with
legal determination for (Il). The technical background for (I)
and the legal determination for (Il) are correlated. Therefore,
in order to utilize the patent opposition system much more
effectively, close cooperation between the clients and their
patent attorney offices is very important.

(1) BEFIT. BETITRUERIRESE 2020 4R (20204 7 B)
(2) BHFTELE. FETEBHIOMBER(Q019F9A). 2RA 202069H23H
(3) BT FEFITREREEE 2015 FMR (2015 5F)
(4) 5537 FIFTEERREE 2009 £k (2009 £)
(5) FEFT. FFRFTBUEERIREE 2005 AR (2005 £F) (14) https://www.jstage.jst.go.jp/browse/-char/ja/
(6) HIMAEHITR 204 (774)8 10096 5 (15) HFFE2ZBREINEESR. MMEE. Vol.68 No.12 p.1695-1706(2018512H)
(7) &EFHHE. /T b Vol.72 No.12 p.115-143 (20199 A) (16) RlEEE. /8T b, Vol.67 No.1 p.43-58 (201441 H)
(8) BT 1 EERE4NEER. MHEE, Vol.67 No.1 p.40-50 (201741 B) 17) BIZIE, BR—EHICDOVT, MEEH (KEH)FR17 & (1777)8100425
(9) https://www.j-platpat.inpit.go.jp/ (18) H5eFT. ZBYIEE (5518kk) 67-05 (201956 A)
(10) £EFIZE. 1994 FEN 52014 FF T, FHFT CRFICEAT 2EEX(FEHIC
HELTHEDFE L,

(1) EBEFAE. FI. FY—LADBEEZNSZRAVCETRIRE
(RIZTTBUEAN TERMBIERR - FHERE) (20185F4A)

(12) https://scholar.google.com/

(13) https://jglobal.jst.go.jp/
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Goal and Ingenuity

Kanae SAIJO

Clerk, Domestic Cases

fter a few years interval, | went to watch a theater play. The play was
A titled "Daichi" (ground) written and directed by Mr. Koki MITANI, a
famous Japanese playwright and director. Although it might be thought
inappropriate to go and watch a stage performance at this moment in the
midst of the coronavirus pandemic, the play was thought-provoking precisely
because of this moment.

The story is set in a facility where actors regarded as critical of the
government are accommodated. In the facility, the actors are prohibited
from acting and forced into labor to care for farm animals and cultivate the
ground under the supervision of a training officer dispatched by the
government, and they gradually develop a feeling of fellowship. Then, after
learning one day that the girlfriend of one of the members is accommodated
in another facility for women, the other members play respective roles of
writing and directing a script for a mission, organizing arrangements for the
mission, and memorizing the script and acting, and succeed in deceiving the
training officer with excellent teamwork, safely reuniting the separated
couple. However, this event leads them to a cruel fate.

On the stage, the actors were acting while always keeping distance. In the
scene of a big fight, there was no contact within a short distance like
hand-to-hand combat, and social distancing was always maintained also in
the scene when the actors were delighted with the success of the mission,
and in the scene when the couple had a conversation. Although it appeared
that the way of acting was modified to keep distance, from the viewpoint of
infection prevention, | never felt strange about the acting of the actors.

In addition, the theater was always ventilated, and was designed such that
a spectator could not reach the seat indicated in his or her ticket without
passing through various points such as for disinfecting hands and fingers and
checking body temperature. Further, the spectators were prohibited from
talking at their seats before and after the performance and during the
intermission. In the performance | watched, the spectators refrained from
talking even in the course of reaching their seats, and | could find no one who
did not follow the precautions. | keenly felt the strong determination of both
the stage members and the spectators that no one would be newly infected
during the series of performances and that the performances would never be
suspended. Finally, the other day, the play safely came to a close, holding a
total of 60 performances.

This occasion provides me with a good opportunity to reaffirm that the
possibility of overcoming even a difficulty can be increased by using
maximum ingenuity for a goal and obtaining the acceptance and
cooperation of the surroundings.

January 2021 _vol.19



bhOEDEEL

A BE EiHASEGAWA

BRERIIN—T

* DIR([FHRE [EEDD ~ O BRDBKIC
ADTTY, BRARPE. HEIOFD4)b
DT CTHEZEZEZ TWclzh. BHDLDICEE
TIRE—HREICFEEULRE N OZRTVE U, Tl
LoD EBTHEBVDEARDKIFET, BLlF/INE
WEEDFLIC & > TENDFIET Uiz,

HHH. WDBDKRIITREY T 7ICEDST MO
ZRETCWDE, EARPARFOERZBEHWVITRE

TSNS —2THhEBWE U,

[BLU. ABTDEARDBHDKLD ITHRAZED
TABRT D &I ofeH. RICEAFITELLEN
HEBTCUERDARLD D, RICEAFFEVENI(EHET

[CEEe<EW.]

INEWELSOED CDIREZR CEFX UIZH.
ARTEFEL EAR @!%Et@ﬁ@%%im/ﬂoﬁ
TEDIFDROIHTT UL S THH5TD D HBIC,
BODEHBNAZEEL TV e &ICBLeDE, UL
FLLOlEVRFBICH S IEDERZITVED,

D ULERSRENADEF T, [RER] [BE
Z] CEFEFVEWVIATT, CAKRICFEDZEETTD
EVDBEAEAGEENRICLTHETRDIED DN,
HIRPIFARICBES CEBdHDFE L. HENS—F
PlETeoic5TH. FECDIERENMDON ST, AL
EXRTESIEDEBIAANLED TSI ENSLHD R
ER

UH L. BLEECS DD DRE UERSROMEZ
BECTRFDHT. LWDDEICHhEHE L TDOEENF
R FNEERTDHCENTE. AHCELLES
TWVWET., BBREUTCOEERCND S Z EATER,
[CZbEE. FCHEIBTINDDNEULHTHED
FB Ao

R, BURHDBICEDEMRICS. TDRIEEC
—H8IC N NOZBEHSBICEDEUEEDALEL)
EBVET, ZARHEBERDSHIDETY,

©RE%E | Essay

e

Information Gathering and Information
Dissemination with the Use of SNS

Mariko SATOH

3rd Electrical / Information Division

believe that many of you use SNS in private. | use SNS
I too, although I only check and read posts.

Recently, a friend of mine set up his tax accounting firm,
and actively uses SNS to promote his work. | now often
receive timeline notifications from his blog posts
appearing on my smartphone.

I never thought of using SNS for work before. | started
wondering if there are people engaging in the intellectual
property industry who use SNS for work. | conducted
research and followed some accounts | was interested in.

Even though I started following those accounts with no
particular motive, just looking through their timelines, | can
learn more about the scenes of the intellectual property
industry and fields of technology | am interested in. Some
people even speak out his/her own opinions, and in my
spare time | catch a glimpse of people working for other
firms, about what they think about their jobs, through the
timelines.

Usually, you don't get a chance to know what other
people do at work and what they think about their jobs.
You often have such a chance when you have drinks with
people or make small talk with them. Unfortunately, due
to the COVID-19 pandemic, I've hardly had an opportunity
to talk with people in person and felt | am missing out on
things.

Although SNS cannot substitute for the interactions with
people in real life, and | mostly read posts, without writing
myself, just by following the accounts that are relevant to
my job made me feel less | am missing out on things.

Thus far, I only considered SNS as a tool used for private
purposes. Now | think the use of SNS in association with
work as being one good way of its use. For example, if you
are busy with your routine life and don't have time to study
on subjects related to your job, you may be motivated to
study by deciding to output job-related posts through SNS.
I still remain as a SNS user for information gathering only,
but hopefully, one day, | would like to use SNS for
information dissemination.
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E Effective Business Letter Writing

Gerald Thomas B.A. LL.B.
Director of Foreign Affairs - Fukami Patent Office, P.C.
Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill developed by learning the theory of professional style and engaging in frequent
practice. In this volume | would like to focus on common grammar errors in legal vocabulary and frequently used Latin
expressions.

Grammar traps in legal vocabulary
There are many difficult terms and expressions in legal vocabulary, often due to the specific terminology used, as well

as the rather historical nature of the development of legal systems and practice of law. Below | have provided two

examples of common errors in the use of terminology in law and patent offices.

1. evidence - | frequently see in the English legal writing of my Japanese colleagues a sentence such as the following:

"We must collect many evidences to convince the judge."

In such case | must explain to my colleague that "evidence" is an uncountable noun, similar to the words "water",
"rice" and "juice", and therefore does not have an "s" in the plural form. In addition, as an uncountable noun, the word
"many" must be changed to "a lot" as in the following:

"We must collect a lot of evidence to convince the judge." Itis also possible to quantify the uncountable noun so
that it can be counted, as in: "We must collect many pieces/items of evidence."

2. damage/damages - The incorrect use of these terms is very common, even among senior Japanese lawyers. Damage
is, of course, personal injury or property loss, such as, "We suffered great property damage as a result of the storm."
Just as with "evidence", "damage", is also an uncountable noun, and therefore has no "s" in the plural form.

"Damages" means the compensation awarded by a court or similar body for injury or property loss. For example:
"The jury awarded the plaintiff 30 million dollars in damages." "Damages" always uses an "s" in this case.

Latin in English writing

Similar to the use of Latin by Christian priests in old times, the specialized use of language was used in courts and by
lawyers as a means of separating those with specialized expertise or learning from the general population. As Western
legal systems developed largely from Roman law, the use of Latin terms and phrases was an effective means of showing
the "higher" education of judges and lawyers. Although much less common than before, many of these Latin terms are
still used today in regular English writing.

i.e.and e.g. | often see these two Latin terms confused in English sentences drafted by non-native English speakers.

i.e. is the abbreviation for "id est" which means "that is" or "in other words". This term may be used when you want to
make a broad or vague statement or expression and then be more specific, as in, "We won the infringement case at the
District Court but the battle may not be over, i.e. the opponent has one month to appeal the case."

e.g. stands for "exempli gratia" and means “for example", as in "There are many reasons for an examiner to reject a
trademark application, e.g. similarity to another registered mark, or incorrect classification of goods."

bona fide in Latin means "in good faith" or to have a true intention, and is often used in the negative to express that a
party is acting unethically. For example, patent trolls are often considered to lack a "bona fide interest" in the invention.

Fortunately for everyone, learning the correct usage of such old language is now easily available on the internet.
Lawyers and priests can no longer claim exclusive rights to such "higher" education.

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
fifteen years. As the Director of Foreign Affairs he supervises the quality of English communications between Fukami Patent Office and
its many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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FETHREHE (2010)  MEAEXEBEZRZE
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