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Intellectual Property Rights

Government/JPO-related information

® OnJuly 1, 2021, Kiyoshi Mori was appointed as the new Commissioner
of the Japan Patent Office (JPO), replacing the retiring Toshihide
Kasutani. Mori joined the Ministry of International Trade and Industry
(currently the Ministry of Economy, Trade, and Industry (METI)) in 1986.
He was thereafter appointed as the Director-General of the Kansai
Bureau of Economy, Trade and Industry, and the Deputy Secretary
General of the Japan Association for the 2025 World Exposition.
(JPO, July 1,2021)
® The Cabinet approved the Cabinet order prescribing the effective date
for the "Act of Partial Revision of the Patent Act." As such, a web
conferencing system is now available for oral proceedings for trials
(Effective October 1,2021). The removal of the requirement for licensers
to gain consent from parties that have received their non-exclusive
licenses when patent rights are corrected, and the revision of patent
fees, trademark registration fees, and fees for registration of renewal,
etc. will come into force on April 1,2022.
(Ministry of Economy, Trade and Industry, September 14, 2021)
® The G7 Heads of IP Office Conversation was held on-line on November
19, 2021, bringing together leading officials from IP Offices in the G7
member countries. With the aim to support the global economic
recovery after the pandemic, the participants held discussions on
issues of intellectual property and public health, etc., and adopted the
first Joint Statement made by the G7 IP Offices.
(JPO, November 22, 2021)

Cases and Others

® Tasuku Honjo, a distinguished professor at Kyoto University, and Ono
Pharmaceutical Co. reached a settlement at the Osaka District Court
over the distribution of patent royalties related to the cancer
immunotherapy drug Opdivo. Ono Pharmaceutical Co. has agreed to
pay a settlement of 5 billion yen to Honjo and donate 23 billion yen to
"Ono Pharmaceutical Co. and Honjo Memorial Research Fund,"

established at Kyoto University.
(Nihon Keizai Shimbun, November 12,2021)

Corporate information

® The three-dimensional trademark related to the shape of "Takenoko No
Sato," known as a chocolate snack from Meiji Seika, was registered.
The subject trademark, while first rejected as lacking distinctiveness,
has been acknowledged as having acquired distinctiveness by
submitting the results of awareness survey, etc,, and is now a registered
trademark.
(SankeiBiz, August 30, 2021)
® Hitachi, Ltd. will bring a system into operation in as early as 2022 that
allows the business partners to search patents according to
application, which are related to environmental technology, such as
reduction of CO2 emissions. The company's objective is to reduce CO2
emissions to substantially zero over the entire supply chain by 2050.
(Nihon Keizai Shimbun, October 22, 2021)
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Sekigahara

| read the novel "Sekigahara" written by Ryotaro Shiba for
the first time in my life. | was so moved by the novel that
| irresistibly visited the battlefield memorial in Sekigahara-
cho, Gifu Prefecture (photo). At the site of the battlefield,
| could imagine the battle formation of the Western Army
loyal to Mitsunari Ishida and the Eastern Army loyal to leyasu
Tokugawa and | could also feel a sense of distance between
the Armies.

BE By EOEE REOR
(B8 IR HT)

Photo: Sekigahara Battlefield Memorial
(Sekigahara, Gifu Pref.)
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The Western Army outnumbered the Eastern Army; the
Western Army had 100,000 men while the Eastern Army
had 75,000 men. Surprisingly, however, by the stratagem of
leyasu, many of the daimyos (feudal lords) of the Western
Army had already switched sides before the battle. leyasu
had successfully made an appeal to come over in advance.
Consequently, 2/3 of the Western Army did not act on the
battlefield but remained neutral. Finally, betrayal by Hideaki
Kobayakawa (Western Army) on the field decided the
outcome of the battle.

What is taught by this episode may be that associative
relationships between people, or human networks, ultimately
prevail over an apparently well-organized system.

COVID-19

Aside from human relationships in this battle during
Japan's civil-war period, as a direct result of the prevalence of
COVID-19 from the beginning of 2020, interactions between
people and opportunities to go out drastically decreased.
Meetings with clients on the web and teleworking have
become standard practice and occasions to go out have been
limited to travel between home and work. It is only recently
(November, 2021) that the pandemic is losing steam and
people traffic is coming back.

Under such circumstances, two of my friends successively
contacted me to meet. My dreary daily life was brightened
up by the invitations and | really appreciate interactions and
communion with people.

IP Works and Human Relationships

Patent attorney offices, in particular offices handling
many foreign cases such as Fukami Patent Office (FPO),
daily communicate with foreign associates. Most of our
correspondence is done with letters (e-mails). Therefore,
without knowing the faces of foreign associates to whom we
write letters, there may be no particular inconvenience. It is
nevertheless advantageous to maintain close relationships
with foreign associates, and | believe that it is one of our
important tasks.

For example, without leaving Japan, we can generally
obtain most information on foreign patent practice. However,
we may be unable to give clear answers to questions from our
clients about detailed practice only based on the information
available in Japan. On such occasions, the presence of
foreign associates to whom we can freely ask questions and
immediately get responses reminds me of the "importance of
human relationships also in business." Since we also receive
questions about Japanese practice from foreign associates, we
can develop mutually rewarding relationships. In our casual
conversations, we may also find differences in patent practice
and learn about recent local trends in the intellectual property
(IP) field.
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FPO has a system to send patent attorneys to IP training
programs locally held by foreign associate offices. Several
patent attorneys have gone to the United States, Europe, and
China to learn local IP practice in classroom training, although
such programs are currently suspended in consideration of the
prevention of COVID-19 infection. This system serves also to
deepen relationships with foreign associates and participants
in the same program who are involved in corporate IP. Each
patent attorney who participated in the program returns
with his/her network he/she built up and continues working
utilizing the outcomes and experiences.

| also had opportunities to participate in such programs in
the United States, China, Korea, and Taiwan. My relationships
with the people | met in each country are now my great asset.
The two friends | mentioned are also those who | met in the IP
training programs in Washington, D.C. and Taipei.

In December 2021, a joint web-seminar co-hosted by
Chinese, Korean, and Taiwanese attorney offices and FPO
was held. The holding of this seminar was inspired by the
invitation from one of our Korean associate attorneys. | again
feel the importance of connection.

Finally, I would like to express my sincere wish for the
complete control of the COVID-19 pandemic and resumption
of overseas training programs. If our networks with foreign
associates developed by such interactions could contribute
also to our clients, it would be my greatest pleasure.

i

B e
SHET

B85 4EBMEEICLD
IPYaqy eI+ —
(2021 £ 12 A 9 HE1E)

IP Joint Seminar jointly
organized by four offices

in Japan, China, Korea and
Taiwan

Lee International IP & Law BEEEEET
2HRE+ ExE+
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Attempts to Provide Information Utilizing Videos
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1. Introduction

Conventionally, information has been provided through
various ways such as utilizing paper and other media, and
in recent years, information has been provided in various
manners through the Internet and the like. For example,
information on one's own product or service is provided
using media such as one's website, blog, mail magazine, SNS
(Twitter, Facebook, Instagram, and the like), and YouTube.
Providing information through the Internet and such media
can facilitate the distribution of information on one's product
or service to more people, and also makes it possible to check
the reaction from people who have been provided with the
information. These days, the era has come where patent
offices also actively provide information to clients and future
clients by effectively utilizing various kinds of information
provided through the Internet etc.

2. Provision of Information through the Internet
etc. by Patent Offices and Patent Attorneys

Nowadays, it is common that patent offices produce their
own websites. In addition, not only patent offices but also
patent attorneys commonly establish their own blogs and
provide information through SNS and the like. Some patent
offices, including Fukami Patent Office, have already started
providing information utilizing videos. The Japan Patent
Attorneys Association also provides various videos.

Fukami Patent Office, PC. News Letter 07
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3. Attempts to Provide Information Utilizing
Videos

(1) Subjects on Which Information Can Be Provided through
Videos

Examples of subjects on which patent offices can provide
information through videos include topics such as office
introductions and the presentation of business-related topics.
The utilization of videos can provide viewers with information
that cannot be fully conveyed by media other than videos,
such as when a patent attorney is actually talking or making
an explanation, through images and sounds.
(i) Introduction of Offices

Some patent offices introduce themselves through videos.
For example, there is a case where the president of a patent
office explains the circumstances, policies etc., of the office.
There is also a case where a patent attorney who belongs to a
patent office presents his or her experience.
(ii) Business-related Topics

It is also effective to utilize videos to explain business-related
topics such as laws regarding patents, utility models, designs,
and trademarks. It would be useful, for example, to utilize a
video to timely introduce topics such as the revision of a law,
the latest trial case, or a new system and its operation.
(2) Length of Video Contents

For video contents, the length thereof is also an important
factor. One way of thinking is to produce and provide
contents with a certain length of time such as one hour.
However, if the time required to view the content is too long,
it is not practical for the viewer. Thus, to shorten the length
of each content could make the video more attractive to a
potential audience. For example, an idea could be to design
the length of each content to be about 10 minutes, short
enough to allow a viewer to view it at ease in between other
tasks. In the case of long content, the viewer has to set aside
time beforehand to view it, whereas in the case of a short
content of about 10 minutes, there is an advantage that the
viewer can easily find time to view it even during a break.
(3) Language of Video Contents

When video contents are directed to Japanese viewers,
the contents are produced in Japanese. However, when it
is intended to provide information to a global audience, it is
better to produce video contents in English. In the case where
English is used, producing long content may be burdensome
whereas producing short content can enable information to
be provided timely and more frequently.
(4) Establishment of Fukami Channel

Based on the considerations described above, Fukami
Patent Office established Fukami Channel in May, 2021, to
provide business-related video contents through YouTube. So
far, video contents on several themes related to patents and
trademarks have been produced in English. Each of the video
contents is approximately 10 minutes, designed for easier
viewing.
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4, Conclusion

The era has come where patent offices can provide
information in various forms. Fukami Patent Office plans to
continue providing information through our website, utilizing
Fukami Channel, to produce content in English for our clients
around the world.

(AU OTBREKEBEAVTVYICEENILE T/ Click on the arrow to move to Fukami Channel)

Patent

Fukami Channe:

Inspection System in Japan

Patent

Fukami Channe:

Patent Prosecution System in Japan

Trademark

Fukami Channe:

Japanese Trademark Mini Lectures
#1 Distinctiveness of Marks

Trademark

Fukami Chani

Japanese Trademark Mini Lectures
#2 Similarity of Marks

[ | Event = 8hBI& &R LI BREE DI —— Fukami Channel DAIER —

Patent

Fukami Channel

Patent Prosecution Strategy
Using PCT-PPH in Japan

Patent

Fukanmi Chans

New Damages Calculation Method
in Japan

Patent

Fukami Chan

Claim Amendment in Japan

Trademark

Fukami Chani

Japanese Trademark Mini Lectures
#3 Similarity of Goods/Services
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A Discussion in Favor of the Opinion that the Use as a Trademark Requirement is Unnecessary

in Trials for Revocation for Non-Use
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1. Introduction

Whether or not a trademark is used to function as a source
identifier, i.e., whether or not a trademark satisfies the so-
called "use as a trademark" requirement, is a basic and
important issue concerning the trademark laws that would be
considered at least once by all those in charge of trademark
proceedings. It is, however, not easy to determine whether
or not a trademark satisfies the requirement, because this
determination requires overall consideration of various
factors such as the distinctiveness of the trademark and the
situation in which the goods/services with the trademark are
provided to customers. There have accordingly been different
opinions on this issue among trademark experts like us, and
many of the experts would have difficulty in making such a
determination.

While the use as a trademark requirement is inherently an
issue in trademark infringement suits, this is also an issue
in trials for revocation for non-use of registered trademarks
(Article 50 of the Japan Trademark Act) as well as in suits
against trial decisions. Among legal precedents and academic
papers, some support and some challenge the opinion that
"use" should be "use as a trademark” (the argument in favor of
and the argument in opposition to the opinion that this "use"
should be "use as a trademark" are hereinafter referred to as
"For" such use limitation, and "Against" such use limitation,
respectively). This issue is also given as a question asked
directly in recent patent attorney examinations, from which
it is seen that this is an important issue to be considered in
connection with the trademark laws.

This paper reviews the arguments in support of each of the
For and Against positions up to this point, and then presents
my own position as to which is the most reasonable.
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2. Arguments up to this points

(1) Against the requirement of "use as a trademark" (that
"use" should not be required as "use as a trademark")

An Intellectual Property High Court decision made in 2015
on a suit against trademark revocation was substantially the
first to explicitly support the position that use specifically as a
trademark was not required, and since then attention became
focused on this matter. The following is the court decision:

"Article 50 of the Trademark Act intends chiefly to specify
that a registered trademark gives an exclusive right regardless
of whether the trademark is used or not, and therefore,
maintaining a registered trademark that has not been used at
all for a long period of time could narrow options for selecting a
trademark by those other than the trademark owner and could
unreasonably damage the benefits of people, and therefore, it is
allowed to claim a trial for revocation of a registered trademark
that has not been used for a certain period of time. In view of
this, 'use' defined in Article 50 of the Trademark Act refers to use
of goods or services with the trademark in any manner, and thus
'use’ should not be limited to use as a source identifier."

Similar court decisions followed the above one, and some
experts support them. It should be noted, however, that "use"
as actually identified in the above court decisions is essentially
"use as a trademark."

The 2015 court decision was not actually the first to
hold against the requirement of "use as a trademark." An
older decision made in 1991 by the Tokyo High Court also
explicitly holds the same position. Some academic papers,
while admitting the commonly accepted argument for the
requirement of use to be "use as a trademark," actually support
the position against this requirement for the following reason:
even if a trademark is not initially used as a source identifier, the
trademark may later become recognized as a source identifier
through commerce of the products/services with the trademark.
(2) For the requirement of "use as a trademark"

(that "use" should be required as "use as a trademark")

More than one court decision supports use as use of a
trademark, relying on the ground that the trademark serves as
a source identifier. These court decisions include those after
the Tokyo High Court decision explicitly holding the opposite
position mentioned above in (1).

Some academic papers also hold support for the position that
use means use as a trademark, for the reason that a registered
trademark failing to serve as a source identifier also fails to cause
confusion, and therefore does not have an adequate reason for
being maintained to restrict the freedom of others for selecting
a trademark. Moreover, more than one argument explicitly
supports the position for this requirement of use.

While these arguments provide various grounds other than
those of the aforementioned academic papers, they appear
to have a common basic concept: "if a registered trademark is
not used as a trademark at all, the registered trademark will not
create goodwill of the products/services with the trademark
affixed thereto, and therefore, the registered trademark is not
entitled to be protected.”
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(3) Other opinions

Based on the analysis that the criterion on "use" of a trademark
is less strict in trials for revocation for non-use of registered
trademarks, than in trademark infringement suits, some opinions
consider it sufficiently reasonable to relax the criterion on "use"
in trials for revocation for non-use of registered trademarks.
While these opinions should be classified as the against, they
fail to explicitly state whether or not "use" should be "use as a
trademark," and are therefore distinguished herein from both
those "For" the requirement of "Use as a trademark” and those
the "Against” the requirement.

3. Discussions

In view of the foregoing, discussions are provided below.
Most trademark practitioners appear to support the "For"
position requiring use as a trademark, and appear to be critical
of those "Against" the strict interpretation of use. The above-
identified Intellectual Property High Court decision supports
the position Against, while identifying the trademark as being
used as a trademark, based on the submitted evidence. Thus,
the Intellectual Property High Court appears to intentionally
mention the "Against" position, which may not necessarily
be referred to in the decision. Although the "For" position is
reasonable to some extent, the arguments supporting the
"Against" position may have some hidden intentions or reasons.

This paper therefore presents discussions in favor of the
"Against" position, in an attempt to reveal reasons why the
Intellectual Property High Court decision mentions the "Against”
position, based on virtual cases.

(1) Interpretation of Relevant Laws

Article 50 of the Japan Trademark Act merely specifies "use"
and therefore, it is left to interpretation whether or not this use
is use as a trademark. Thus, both the For and Against positions
should fall within the wording of Article 50.

Meanwhile, regarding the use as a trademark, Article 26,
Paragraph 1(vi) of the Trademark Act, revised in 2014, specifies
that "a trademark that is not used in such a manner that
customers can recognize the trademark as a source indicator
of goods or services for a business of any party" is not effective
as a trademark. This article explicitly specifies a ground for
defending against infringement allegations that has commonly
been supported by both court decisions and academic papers.
Because the situations to which this article is applied differ from
those to which Article 50 is applied, Article 26 will not influence
the interpretation of the "use" in Article 50. The issue discussed
in this paper is therefore considered separately from Paragraph
1(vi) of Article 26.

(2) Basis for the position "For" (requiring use as a trademark)

As set forth above in 2. (2), the "For" position is commonly
based on the concept: "if a registered trademark is not used
as a trademark at all, the registered trademark will not create
goodwill for the products/services with the trademark affixed
thereto, and therefore, the registered trademark is not entitled
to be protected." Then, even if a registered trademark does
not meet the "use as a trademark" requirement, the registration
should be maintained if it is proved that the trademark creates
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goodwill for the products/services, which could be an effective

position against the For position supporting the use as a

trademark requirement.

(3) Case: A trademark creates goodwill in spite of the fact
that the trademark does not satisfy the use as a trademark
requirement

While the above-specified case may be somewhat unrealistic,
this paper considers whether or not such a case ever actually
occurs. Here is a suggestive trial case for revocation for non-use
of a registered trademark (revocation No. 2016-300169) in which
a suit against the trial decision was made twice. First, the case is
explained briefly below.

This is a trial for revocation for non-use of the trademark
"Vegas" (registration No. 5334030, specified service: providing
amusement facilities etc.). The defendant manages pachinko
parlors named "Vegas Vegas." In the preceding first suit against
the trial decision claimed by the plaintiff, the plaintiff submitted
an advertising leaflet indicating "Vegas Hassam Branch" as
evidence. In this first suit, the trademark was regarded as
failing to meet the use defined in Paragraph 3 of Article 2
of the Trademark Act, the former decision maintaining the
trademark was cancelled and remitted, and the decision to
revoke the trademark was reached. The defendant entered a
suit against the decision, and newly submitted a different leaflet
printing "Vegas Kita-Sendai Branch" as evidence, and finally the
decision of revocation was cancelled. As different evidence
was submitted this time, this is not mere reversal of the former
decision.

In this trial case, the trademark was eventually identified as
being used as a trademark based on the additional evidence.
This case, however, reveals that it would be difficult to establish
the use as a trademark for an abbreviation of a trademark
(hereinafter "abbreviated trademark").

"STABA" for "Starbucks Coffee" and "MAC" for "McDonald's"
are famous abbreviated trademarks. These are like nicknames
created by customers, and basically such an abbreviated
trademark is not intended to be used by the holder of the
original trademark. Use of the abbreviated trademark by the
trademark holder may result in dilution of the trademark by the
holder itself, which should therefore be avoided.

Abbreviated trademarks do not necessarily fail to create
goodwill. For example, even if the trademark in the above-
identified trial is decided to be revoked, there would still be a
possibility that the trademark "Vegas" used by a third party is
confused with "Vegas Vegas."

Under the current examination practice, there is a high
possibility that "Vegas" would be regarded as dissimilar to
"Vegas Vegas" and therefore, registration of the trademark
"Vegas Vegas" only is not enough to protect "Vegas." Such users
should register the abbreviated trademark in order to avoid such
confusion, even if the abbreviated trademark is not practically
used.

Thus, it is theoretically true that a trademark failing to meet
the use as a trademark requirement still creates goodwill.
Therefore, the mere fact that a trademark does not meet the
use as a trademark requirement is not enough to prove that
goodwill cannot be created by this trademark. In such a case, i.e,
under the situation where a trademark does not meet the use as
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a trademark requirement but its abbreviation creates goodwill
through use of the abbreviated trademark by customers, is it
reasonable to revoke the trademark?

Meanwhile, an abbreviated trademark that is not used at
all by the trademark holder of the original trademark should
be revoked. If such an abbreviated trademark is allowed to
be maintained, this would be violation of the Trademark Act.
Under the current Trademark Act, therefore, the interpretation
that an abbreviated trademark that creates goodwill is also a
trademark satisfying the use as a trademark requirement is not
correct.

(4) Burden of proof on the defendant

A different perspective is now taken to consider the
effectiveness of the position Against (the requirement of use as
a trademark), in view of the burden of proof on the defendant
in a trial for revocation for non-use. A trademark consisting
of colors only is now studied. Such a trademark is regarded
as substantially failing to have distinctiveness as long as the
argument supporting "acquired distinctiveness" (Article 3,
Paragraph 2) is not accepted.

In trials for trademark revocation for non-use in Japan, the
burden of proof is shifted to the trademark holder, i.e., the
holder should prove that the registered trademark is used
as a trademark. From the perspective of the For position,
the trademark holder should prove satisfaction of the "use
as a trademark" requirement. Such a color trademark is
often used together with another trademark having a higher
distinctiveness, and it is not easy to prove that the color
trademark distinguishes by itself the goods having the color
trademark from other goods. In particular, a single-color
trademark has not yet been registered in Japan since the
introduction of single-color trademarks in 2015. In trials against
a decision of rejection for such a trademark, the distinctiveness
of the single-color trademark has not yet been proved. Thus, it
is still considerably difficult to prove that such a trademark can
distinguish the goods having the trademark from other goods.

Recently, questionnaires to customers have become
widespread as means for proving the prominence and/or
distinctiveness of a trademark. Such questionnaires are not easy
to conduct, in view of the fact that objective questions should
be prepared while the questionnaires should be distributed
widely in order to have a sufficient population. The defendant's
burden is therefore large in both cost and labor.

The trial for revocation of a registered trademark for non-use
can be claimed by anyone.

In trials for revocation for non-use that can be claimed by
anyone, it should be unfair to the defendant that the defendant
has to bear the excessive burden of proof. Even from the
perspective of the For position, the criterion on the use as
a trademark should be relaxed at least for such a registered
trademark.

(5) Drawbacks of the Against position

While the above arguments have been developed to support
the Against position, drawbacks of this position should also be
considered here.

There is an argument supporting the For position and
referring to an example of a trademark that should be revoked
for non-use, specifically a trademark used as a title only. From
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the perspective of the Against position, registration of such a
trademark should be decided to be maintained as the trademark
satisfies the use requirement in Paragraph 3(i) of Article 2 of
the Trademark Act. Actually, however, a registered trademark
used as a title of a novel that is a single volume should not
create goodwill, and it would be inappropriate to maintain the
registration.

Thus, the sole reliance on the Against position is unreasonable
from the perspective of the Trademark Act.

4, Conclusion

As seen from the foregoing, satisfaction of the "use as a
trademark" requirement is merely one piece of evidence
proving that the trademark creates goodwill. Therefore, if this
requirement is applied as a requisite condition, trademarks that
should not be revoked essentially may disadvantageously be
revoked, or the burden on the defendant may be excessively
heavy. | therefore think that the Against position is reasonable
to some extent. The Intellectual Property High Court appears
to successively mention the Against position in several cases in
view of such a drawback of the For position.

Actually, however, sole reliance on the Against position
would lead to a conclusion deviating from the Trademark Act.
It would therefore be reasonable to appropriately adopt the
Against position depending on the nature of the trademark and
the actual goodwill created by the trademark. Fixed standards
on the use as a trademark requirement may be unrealistic in a
modern society in which a variety of trademarks are used in a
variety of ways.

Because of the strong impact of the Against (the requirement
of use as a trademark) position in recent court cases, active
discussions have been held on this issue. Regarding trials for
revocation for non-use of registered trademarks, | believe it
is whether or not a trademark creates goodwill, rather than
whether or not use of the trademark is the use as a trademark
that should be considered, and it is most important for sound
application of the Trademark Act to appropriately determine
whether or not a trademark creates goodwill.
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Fascinated by
the World Below

Hiroko SASAGAWA

Translator

ince | was a child, I've been afraid of water and
S everything related to water. | especially abhorred
pools, rivers, lakes, and most of all, the vast ocean. An area
filled with plenty of water was a place that I had to avoid at
all cost. Not surprisingly, | was not adept at swimming so
summer swimming class at school was particularly
agonizing. | vividly remember that | used to pray for a
sudden thunderstorm which would force the swimming
class to be cancelled. Only after graduating from high
school, was | finally liberated from my annual summer
phobia.

Thus, for a long time | steered clear of any swimming-
related event, and as a result, | hadn't visited any beach, let
alone ocean, in many years. But then a remarkable thing
occurred when | had the chance to visit Lanai Island, which
lies next to Maui Island in Hawaii. | was completely
mesmerized by the natural beauty of the blue ocean and
the turquois-colored waves braking off the coast under a
bright sun in the gentle breeze. All of a sudden, | was
grabbed by a powerful and sudden urge to jump into the
ocean. Next thing | knew, | was completely immersed in
the water and found myself surrounded by many brightly
colored fish swimming freely among the gorgeous coral
reefs. It was such a breathtaking sight, my many years of
fearing water just completely melted away!

Since this experience, | now am eager to visit the ocean
at any opportunity that | get so that | can snorkel, swim, or
even just wade. Even though I'm still a terrible swimmer,
my fear of water has simply vanished. Unfortunately, the
current pandemic has prevented me from enjoying my
new pastime. | grin when | think that | would've never had
dreamed of longing for water a mere few years ago. |

suppose that we're never too old to change!
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Piano Practice

Yumi ITO

Clerk, Foreign Cases

couple of years ago, | was cleaning up the house
A when | stumbled upon a piano music book that | had
bought some ten years before and left untouched. The
book contained a score of the theme song for a TV drama
that I had been watching then. Knowing that the drama
would be adapted into a movie, | started to practice the
theme song, determined to be able to play it by the
opening day of the movie.

| took piano lessons for a while as a child, then quit
before | was able to play a difficult piece, so | cannot sight
read music scores. First | counted the number of flats (b)
in the score to determine its key, and did scale practice of
the key repeatedly, training the fingers to learn where the
black keys are. Then | wrote finger numbers in the score
(the thumb is number 1 and the little finger is number 5 in
piano). | went through a process of trial and error to
connect the notes smoothly and move my fingers naturally
while actually striking the piano keys. This was the most
difficult and time-consuming task. After that, | practiced to
play smoothly with each hand, and eventually played with
both hands and with the pedals.

Time ran out before | could play the song on the
opening day of the movie because | only practiced about
once a week, but | managed to play it to the end some
months after that. Completing a piece, of which | hadn't
been able to sight read even a bar, through repeated
practice was exciting and gave me a sense of
accomplishment.

Since then, | have been practicing the piano for about an
hour once a week. Though | was often told as a child that
it was meaningless if | did not practice every day, now |
realize that | can improve little by little by practicing only
for an hour once a week. Thus my hope is to continue the
piano at this pace steadily for years to come as a hobby.

The piece | hope to play some day is a jazz version of
Mozart's Turkish March, arranged by Fazil Say. It remains
beyond my level of skill, so the first step for me would be
to do the basics to move the fingers quickly, and learn a
sense of rhythm in jazz.
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EE ﬁ@%ﬁ Explanation

E Effective Business Letter Writing

Gerald Thomas MCIArb
Director of Foreign Affairs - Fukami Patent Office, p.c.
Barrister & Solicitor (1993 - British Columbia, Canada)

Business letter writing is a skill developed by learning the theory of professional style and having frequent practice.
Japanese writers can improve their overall legal communication level by learning and using key legal vocabulary correctly
when writing to professional colleagues outside of Japan. Below are a few examples of common errors | have found in the
English correspondence | have reviewed.

English legal vocabulary in letter writing

The legal vocabulary used in international correspondence between law offices dealing with intellectual property is,
honestly, quite limited. This is because patent and trademark prosecution, and related IP litigation issues such as
infringement, use a narrow range of terminology that has mostly dropped the use of archaic English and Latin
expressions. Some specific legal terminology however, is still common.

Common errors in patent-prosecution correspondence using English uncountable nouns

When | review the prosecution-related correspondence drafted by the Japanese attorneys in our office for overseas
lawyers, younger attorneys sometimes make errors between countable and uncountable nouns. For example, | often see
a sentence such as the following:

"The Examiner found many prior arts relevant to the invention of the subject application." X

In this case the writer is thinking that the "art" is relating to one specific patent or application. Therefore, more than
one patent or application would mean the use of the plural form, "arts". This is incorrect, and | must explain that "prior art"
is an uncountable noun, relating to the existence of prior inventions generally. The correct expression would be to write:

"The examiner found many examples/cases of prior art relevant to the invention of the subject application." This could
also be written as:
"The examiner found a lot of prior art relevant to the invention of the subject application."

non

Other examples of uncountable nouns | come across in legal correspondence include "evidence", "advice" and
"litigation”. In each of these cases, "evidences", "advices" and "litigations" are incorrect in the plural form. Proper use of
these terms is shown below:

1. "We must provide (sufficient/a lot of/many pieces of) evidence to overcome the examiner's objection.

2."We provided (a lot/many kinds/various types) of advice to the client because they did not have any experience in

protecting new inventions."

3."The lawyer has done (a lot/many kinds/various types) of litigation in the area of trademark infringement.

Damage and Damages

Another area of frequent errors is in the use of "damage" and "damages".

"Damage" means the destruction of property and is an uncountable noun. Itis incorrect to write "The earthquake
caused many damages in the neighbourhood." It should be written as "The earthquake caused (a lot/many kinds/various
types) of damage to the neighbourhood.

"Damages" however, means to receive legal compensation for loss of property, financial loss, or personal injury. For
example, "The court awarded $500,000 in damages to the plaintiff for loss of profit due to the defendant's patent
infringement."

Professional Background ]

Gerald Thomas has worked in both Canadian and Japanese law offices, and has had a relationship with Fukami Patent Office for over
20 years. As the Director of Foreign Affairs he supervises the quality of English communications between Fukami Patent Office and its
many foreign clients and associates.

Gerald has worked with both the national and various local government organizations. In 2003-2004 Gerald was commissioned to
work with the Japan Patent Office to provide complete translations of the Japan Patent Act and the Japan Trademark Act.
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Patent Attorney Profiles

2P Yoshitake KIHARA
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(2008) /U I——W7I 5 )L—~REREFRIRT (2017-)

DA

ﬂi’,ﬁ\' %ﬁﬁ Satoshi ITAYA

FETHRER (2009) /BEEAH AR T E AR THRIZ
3 (2005). REEHBPREMAFRAPHER LAFIZEE
(2007) /BB L BAFPF—~TA ADVH—~R B F BB
(2018-)

BE—RRAETEFT (2015-)
Nobuo ARAKAWA

}+‘I__E, [ ”EB Vice-president e

FELHERER (1997) /ESHAZ T2 MEM T 2RI
2(1991), BARFRIELREET (1993) /F23F)UiE
TEXWANMES T B TRANHMES~RREHTE
5 (2002-)

PR = vuso suzuk

FELHRER (2013) /LIRKXZTZBIEZEY TER
2 (1999) /NIVYH—~RRIUISO VW~ FEF BB
—~REFETEEM (2017-)

FEANEESS Kana HASHIMOTO

FETHBREE (2017) /MEKRFEE (2008) /ELE
Ov oA —~RRFEFRIER (2012-)

Masato SASAKI
e 2 RE N Voo shs BIFE
FEBTHEEHE (2002) /HEKZ T 2EEERN TZR
ZRE (1990) /MEREFHEBH—~RBIFHFEHE (1991-).
KIRKZXZFTAZMRRIRESRH (2010-)

= =
FAASE S Voshifumi OKAMOTO
FETHBRER (2020) / KBRAZTEHBLAEARAZRZE
% (2008). BEIARZFIELERET (2010) /LT RIL
INOZO AW~ Fr B~ R BN FEHAT (2022-)

Ny Hisao FUKAMI k4

R R CHR Hisao ! 1R
FEBTHEBRE (1960) / KBRAFIIAZ T ZEES TER
222 (1956) / v— TSRS~ REAFF BT (1969-)

EXIERS 180

1st Electrical / Information Division

A2 Hiroshi KURAKAKE
BEEEh W Hiroshi KURAY BE
FETHEBAE (2005) / RBAZTEBYB T FRIZRE
(1992). BAZFELRZET (1994) /) IB5L kM (R
JFE RF—)UiR) —REHFEEFT (2001-)

EXIEERS 2 &8

2nd Electrical / Information Div

s _
=S Mashikg MIwA B8
FETHBERE 2007) / REAZ T ZBEE LZRIFE
(1990). BAZFIELERIET (1992). HAH—FT1TK
PRERZHET (1997) / NTN@®—-F0OA - hb—< -
OUHIVT I8~ RBEFEHRT (2001-)

EBXUEHRSE 3 &

3rd Electrical / Information Division

= —  Kenji TOMINAGA
EElﬂ(g— Diviconal Manager &

FIBTHREGH (2006) / REAF THBER L ARIZE
(1990). EAZRRELZERET (1993) /)IIERHKH R
JFE ZF—)UR) —~RRHFEFBESFT (2008-)

Masaaki [WAI

[0}
E#ﬂ% Deputy Divisional Manager B R
FETHBROEK (2001) /HEILKAERPEYIRLAFIRE
(1993). BAZEBHELRIRET (1995) /TR FTUH—~T1
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EBH—~RRERFFRHAT (2011-)

v Koji NAKATA —
EP EE] ${ 1 Deputy Divisional Manager ~ BUSBE
FETHBREH (2003) / REAPTFHBEBI LA
(1996). EIRFBRELTHRIEET (1998)  fEREBIHEH
—RENFFEREA (2004-)

Masahiko NAKATA
':I:l Hﬂ% 2 Prigzi)a]l /(\(s)soci:ue Iﬁ
FELHROHE (1999) / BAAF T FBEFLAREE
(1989) /L[ VAN ()~ R RAFFFEHEA (1994-)

4= Yoshiyuki MASUDA
MO AT oM IS
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(1988). EIAZFUELIRIZET (1990) / FEARE K —~
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%~ Noriyuki OHNISHI
ﬁ@ﬁ’fj‘ Senior Associate L=
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= ] Shinji INOUE
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(1987). BARFRELFRIZET (1989) /WRZ 45515
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= 4 Nobuyuki NISHIKAWA
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P (2002-)

-/, Sachiko SUGIMOTO
FEARZ B oSG tE
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SFEFPT (1988-)

N7 Makiko UMEZAKI
MR EL R 7~ Mok UM R
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(1993). EXRZHAELRIRET (1995) / REKFHFBIET
(1995-)

a Keiko YAMAGUCHI
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4 55 Toki SHINDO
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TR (1998) /REAFFEEFRT (2000-)

KARFIHE Kazualki DAIDAT
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%(1999) /WA TR - ho— - DU-RHFBEBEFRE
HSEFERAT (20129
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LTS Yoshihide YASUDA
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= Yoshihisa MASUI
BEFRFEA Loshihisa M. I
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i:iF‘l %ﬁ Akira KISHI
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HIF R Ko TANAKA
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WA —F Kazunari KATSUMOTO
HFEBTHEREE (2011) / RBAZIEFHBIEF LR
X2 (2003). BIAEBRIELFRRIET (2005) /Vv—TH
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1st Mechanical Division
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2 (1999). BARFEBEEIRZET (2005). BFBELEUS
(2005) / BIEEAM PR Y5 ——RRER KA E ST
FHRAR BB~ R RSB (2017-)

Iﬁlm%%ﬂl Tatsuya OKAZAKI

REBLHBRGHE 2017) / KRAZFTZEINABARZER
%3 (1999). EAZRELTRZET 2001) / RESHW—~
REFFFEHA (2007-)

FRHFEWH Hideaki ARATA
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