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Introduction

Fukami Patent Office's head office is situated in
Nakanoshima, Osaka. Nakanoshima is an island located
between the Dojima river and the Tosabori river, where a
promenade is built around the island alongside the rivers,
exhibiting an aesthetic landscape.

| sometimes stroll on the promenade on holidays or at lunch
breaks. As you walk along the promenade from Fukami Patent
Office to the East, buildings catch your eye one after another,
such as the Bank of Japan, Osaka Branch, Nakanoshima Library,
Osaka City Central Public Hall, and so on. These buildings
are prewar buildings, and Osaka City Central Public Hall and
Nakanoshima Library are historical buildings designated as
important cultural properties of Japan

Osaka City Central Public Hall, among others, exhibits a
magnificent appearance, with fascinating exterior walls of red
and white through the combination of first class bricks and
white granite, and the large arched roof at the facade of the
building (see the photo below).

Such an appearance would, somehow, give you a nostalgic
impression since, for one reason, this building was built in the
Taisho era.

BEOFHINKRITHRARE,
ERICRRBSHEBANAET B
EILHRZ D

Osaka city central public hall
at front.

At far left, you can see the
building where Fukami Patent
Office resides in.
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Designs of Buildings

As such, buildings give viewers a variety of impressions
by their appearance. Buildings are added as a new subject
of protection by the Act of Partial Revision of the Patent Act
enforced on April 1st, 2020 (Act No. 3 of May 17th, 2019) under
the Design Act of Japan. This allows designs of buildings to
be protected by design rights.

Buildings to be protected by the Design Act of Japan should
meet the following requirements as being: (a) a fixture; and (b)
an artificial structure (including civil engineering structures),
including not only those where people go inside and spend a
time such as "houses," "hospitals," "restaurants,” and "offices,"
but also civil engineering structures such as bridges and radio
towers.

An entire building can be protected by a design right or a
characteristic part of a building can also be protected by a
design right as a partial design. A design right can be granted
to not only the external side of a building, but also an inside of
a building such as a room in a building, and a design right can
be granted to an interior as well.

Regarding the application trends for such buildings and
interiors, according to "Trends in application for design
registration with respect to new subjects of protection
under the revised Design Act" announced by the Japan
Patent Office, as of October 2022, 865 applications and 630
applications have been filed for designs of buildings and
interiors, respectively, and 498 buildings and 309 interiors
have been registered as designs. Considering such a large
number of applications having been filed and registered as
designs in only the two years since design rights were able to
be obtained for buildings and interiors, you can see that users
are highly interested in design rights.

Effects on the Construction Business

It would not be difficult to imagine that the situation where
design rights can be granted to building designs as such
would affect the way of business in the construction industry.

In the case of custom houses, for example, since design
rights could not be granted to building designs before, a
building may have been designed freely, fairly following the
client's intents (orders), without the awareness of design
rights. However, now, design rights can be granted to
building designs, and it is becoming difficult to design a
building as requested by a client, due to the presence of
design rights owned by others.

For example, if a company A has a design right for a certain
building design and a client requests a company B to build
a building with that design, company B is not allowed to do
so without permission from company A, the design owner.
If company B builds a building, without permission from
company A, with a design involving the design right owned
by company A, company A may sue company B, claiming for

January 2023 _vol.23
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damages, and company B may even likely have to modify or
eliminate the infringing part of the building. Even if company
A gives company B permission to build a building using
that design, usually, company B has to pay a license fee to
company A, which results in increased construction cost.
As such, due to the Design Act allowing a design right to
be granted to a building, it would be difficult to construct a
building with the design desired by the client, although it is a
custom house.

When company B cannot build a building with the design
desired by the client or the construction fee would be
increased, the client has no choice but to request company
A, which owns the design right, to construct a building with
that design. Consequently, company B misses the business
opportunity.

In order to avoid such a risk, company B needs to create,
beforehand, attractive building designs that are likely to be
requested from clients, and obtain the design rights for them.
It is important that company B is prepared with as many
design rights as possible for such attractive designs. Doing
so allows company B to propose to clients attractive designs
out of those with the design rights owned by company B,
resulting in expanded business opportunities
The way of the construction business for custom houses in
the future may be shifted to the companies obtaining as many
design rights as possible for attractive building designs so that
the companies can actively propose those building designs to
their clients, giving the clients broader options.

Conclusion

As described above, with respect to custom houses as
an example, one can obtain design rights for the designs
of buildings and interiors, and this will change the way of
the construction business. In such a situation, it would
be significantly important to get with the times and take
advantage of design rights to drive your own business
advantageously.

(1) REBEEEEIVERSE2E3.1

(2) https://www.jpo.go.jp/system/design/gaiyo/seidogaiyo/document/isyou_kaisei_2019/shutsugan-jokyo.pdf
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1. Introduction

Prior to the amendment of the Patent Law in 1993,
amendments were judged based on whether or not they
applied to a "change of gist," and a relatively high degree of
freedom of amendment was granted.

The 1993 amendment of the Patent Law introduced the
"prohibition of addition of new matter" as a criterion for
judging amendments to claims, specifications, etc. The
examination guidelines stipulated that the scope of possible
amendments should be "matters that can be directly and
unambiguously derived by a person skilled in the art from
the matters described in the original specification, etc. at the
time of application". In this connection, the requirements for
amendments were criticized because they were too strict.

The 2003 revision of the examination guidelines changed
the scope of amendments to "matters explicitly described
in the original specification, etc." and "matters obvious
from the description in the original specification, etc.", and
amendments were allowed to the extent that they are
obvious based on the description.

In addition, the examination guidelines were revised to the
current ones following the 2008 IP High Court Grand Panel
decision on a solder resist (Intellectual Property High Court
decision, Heisei 18 (Gyo-Ke) No. 10563). Under the current
examination guidelines, with regard to the limitation on
the content of amendments, an amendment that does not
introduce a new technical matter is not considered to be
addition of a new matter.

With such a shift in the scope of permissible amendments, it
is interesting in practice to see to what extent an amendment
for a broader concept is allowed based on the description of
the original specification at the time of application.

Therefore, the following will examine the limits on
broadening the concept at the time of amendment,
correction, or divisional application, based on case studies 1 to
4, in which amendments were allowed for a broader concept,
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and case studies 5 and 6, in which amendments were not
allowed for a broader concept.

2. Summary of Cases Studies

(1) Case Study 1 (Case 7 of Casebook)

Annex A of the Examination Handbook for Patent and
Utility Model in Japan provides, in "7. Corrections for adding
new matters (Paragraph 3 of Article 17-2 of the Patent Law)"
(merely referred to as "casebook" below), hypothetical cases in
accordance with the examination criteria for addition of a new
matter.

For case 7 of the casebook, an amendment for a broader
concept from a "recessed molded surface" to a mere "molded
surface" is described as a case for which amendment for a
broader concept is allowed. The reason why this amendment
is allowed is as follows. (Underlined by the author.)

"A problem to be solved by the invention of the present
application is to provide a molding die for optical elements

ROBRICIKERZEFRLEL. Z0LD. LdREZHERY
BFRELT. HEEORKEADHRIEUERAIRLER L
BWAT. KERAICE > TEEOMMBGERTH 2T,

with excellent mold release and durability at high
temperatures by improving a coating film covering a surface
of the molding die for optical elements, and the shape of
the molded surface of the molding die for optical elements
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is not directly related to solving such a problem. Therefore,
the shape of the molded surface of the molding die is not an
essential element as a means for solving the above problem,
and is an optional additional element to the invention of
the present application and does not introduce any new
technical matter."

In case study 1, it is concluded that an amendment for a
broader concept to delete an optional element, which is not
directly related to solving the problem and is not an essential
element as a means for solving the problem, does not
introduce a new technical matter.

(2) Case Study 2 (Heisei 26 (Gyo-Ke) No. 10087)

Case study 2 is a litigation case, rescinding a trial decision
against an invalidation trial decision that did not allow a
request for correction because it introduced a new technical
matter, and some claims were declared invalid.

A correction was made to add the description for a broader
concept from "suspending the measuring unit" to "holding
the measuring unit".

The original specification at the time of filing describes that
the "movable arm" "suspends and holds the measurement
unit" and includes "mount”, "attach", etc. in addition to
"suspend".

The court held as follows as to whether this correction was
addition of a new matter. (Underlined by the author.)

"... A person skilled in the art who reads the description
of the present specification would understand that how
to attach the measurement unit to the movable arm is not
an essential matter in the subject invention, and that it is
sufficient if the measurement unit is held on the movable
arm so as to exert its function. In addition, considering
the above-mentioned technical common sense at the time
of filing of the subject patent, it is considered that the
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measurement unit being attached to the movable arm in
a manner of 'being buried other than 'being suspended’ is
obvious from the specification.

... Further, even if there is a specific difference in the
function and effect between 'suspended' and "buried"
for the measuring unit, this is not directly related to the
technical significance of subject invention 7 described in the
specification, and considering the technical common sense
at the time of filing of the subject patent, it does not affect
the above decision that the corrected invention 2 is obvious
from the matters described in the specification of the present
application.”

In case study 2, it is judged that when the corrected matter
for a broader concept is not an essential matter in relation to
the problem to be solved by the invention, it is an obvious
matter from the description of the original specification, etc,,
even if it is not explicitly described.

(3) Case Study 3 (Heisei 26 (Gyo-Ke) No. 10242)

Case study 3 is a litigation case rescinding a trial decision
against a board decision of rejection to maintain a decision of
rejection that rejected an amendment on the ground that the
amendment fell the under the addition of a new matter.

The recitation of claim 1 before amendment "... (8) The
width of the shredder auxiliary unit is about 35 cm because
the width of the blade of the shredder machine body depends
on the manufacturer or the model of the shredder machine.
It is wide enough to fit A3 paper vertically." was amended to
" ... (8) The width of the shredder auxiliary unit is equal to the
corresponding width to fit the width of the blade of each
shredder model of each manufacturer, because the width
of the blade of the shredder machine body depends on the
manufacturer or the model of the shredder machine.

The original specification at the time of filing describes
"(1) The width of the blade of the shredder machine body
depends on the manufacturer or the model of the shredder
machine. (2) As the shredder auxiliary unit is attached, a
child's finger will not reach the blade of the shredder machine
body, thus preventing injuries such as finger amputation."

The court held as follows as to whether this amendment
was addition of a new matter. (Underlined by the author)

"In light of the technical problem and the function and
effect of the invention disclosed in the original specification,
etc., as well as the specific shape of the shredder auxiliary
unit disclosed therein, it is difficult to understand that the
width of the shredder auxiliary unit disclosed in the original
specification, etc. was fixed to one width. Rather, it is clear
that it was assumed that the width of the shredder auxiliary
unit was fixed to the width of the paper inlet of the shredder
machine body, i.e., the width of the blade corresponding
to it. '(8) The width of the shredder auxiliary unit is equal
to the corresponding width to fit the width of the blade of
each shredder model of each manufacturer, because the
width of the blade of the shredder machine depends on the
manufacturer or the model of the shredder.' and each of the
matters ... should be obvious from the description of the
original specification, etc."

In case study 3, it is concluded that when the specific
numerical values are understood to be merely described as
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representative examples from the viewpoint of solving the
technical problem of the invention, taking into account the
technical problem and the function and effect of the invention
disclosed in the original specification, etc., as well as the
specific shape of the invention disclosed therein, amendment
for a broader concept by deleting specific numerical values is
considered to be an obvious matter from the description of
the original specification, etc.

(4) Case Study 4 (Heisei 31 (Gyo-Ke) No. 10046)

Case study 4 is a court case in which a divisional application
for a broader concept of a claim was challenged as to whether
it satisfied the requirements for division.

The original specification, etc. at the time of filing the
present application discloses that the claw provided in
the mounting plate fits with the recess provided in the
circuit breaker, and that the fitting portion of the lock lever
provided in the circuit breaker fits with the fitting portion
(corresponding to the recess) provided in the mounting plate,
as the manner of fitting for regulating the movement of the
circuit breaker. In other words, the original specification, etc.
describes a manner in which an engaging portion is provided
in one member and a fitting portion is provided in the other
member, but does not describe a manner in which the fitting
portion is provided in one member and the engaging portion
is provided in the other member.

Claim 1 of the divisional application recites "the vertical
movement of the circuit breaker with respect to the mounting
plate is regulated by the fitting portion and the fitting target
portion, respectively provided corresponding to the mounting
plate and the circuit breaker, being fitted to each other".
(Underlined by the author.)

The court held the conformity of the requirements for
division as follows (Underlined by the author.)

"... It should be regarded that whether mounting plate 2
or circuit breaker 1 has a claw or a recess and the specific
manner of fitting are not directly related to the solution to
the above problem.

Considering the above, the configuration of requirement A
in the subject invention, 'the vertical movement of the circuit
breaker with respect to the mounting plate is regulated by
the fitting portion and the fitting target portion, respectively
provided corresponding to the mounting plate and the
circuit breaker, being fitted to each other', does not introduce
any new technical matter in relation to the matter derived
from the whole description of the original specification,
etc. at the time of filing of the present application. This
configuration is recognized as being within the scope of the
matter described in the original specification, etc. at the time
of filing of the present application.”

In case study 4, it is judged that when the configuration
of the claim amended for a broader concept is not directly
related to the solution to the problem of the invention, it
is within the scope of the matter described in the original
specification, etc. even if there is no explicit description.

(5) Case Study 5 (Heisei 27 (Gyo-Ke) No. 10245)

Case Study 5 is a litigation case, rescinding a trial decision
against a validation trial decision that maintained the patent
while acknowledging that the amendment did not fall under
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the addition of a new matter.

As a result of the amendment, the recitation "the wiping
arm drive unit moves the wiping arm through the clearance
between the toilet bowl and the toilet seat" was added to
claim 15.

The original specification at the time of filing describes only
an embodiment of the wiping arm drive unit that drives the
wiping arm through the clearance between the toilet bowl
and the toilet seat created when the toilet seat is raised by the
toilet seat elevating unit.

Therefore, a point of issue here is whether the amendment
to specify "the clearance between the toilet bowl and the
toilet seat," which is not limited to the clearance "created
when the toilet seat is raised by the toilet seat elevating
portion" is addition of a new matter.

According to the trial decision, it is obvious to a person
skilled in the art that the toilet seat elevating portion is
not always necessary to achieve the object of the subject
invention, but it is only necessary that a clearance be
formed between the toilet bowl and the toilet seat to move
the wiping arm. According to the publication of patent
application, creating a clearance between the toilet bowl
and the toilet seat without the toilet seat elevating portion
has been publicly known prior to filing of the subject patent.
Therefore, it is concluded that a clearance between the toilet
bowl and the toilet seat for moving the wiping arm, which
is not limited to the clearance created when the toilet seat is
raised by the toilet seat elevating portion, can be substantially
the same as that described in the original specification, etc.

The court held as follows as to whether this amendment
was addition of a new matter. (Underlined by the author)

"As described in 1(1) above, a toilet seat elevator is
described as a means for creating a clearance between
the toilet bowl and the toilet seat, but no other means is
described or suggested in the description of the original
specification, etc.

In other words, the invention before the amendment
specifies only the toilet seat elevating device as its technical
element, as a means for creating a clearance between the
toilet bowl and the toilet seat.

Considering the above, the introduction of a means other
than the toilet seat elevating device as a means for creating
a clearance between the toilet seat and the toilet bowl is
nothing but the addition of a new technical matter, and as
stated above, this means is not described in the original
specification, etc. Therefore, this amendment is deemed to
add a new matter."

In case study 5, even if the matter amended for a broader
concept is a configuration not directly related to the solution
to the problem of the invention, when there is no clue at all
in the description of the original specification that can be
understood as applicable to the configuration amended for a
broader conception, the new technical matter is judged to be
added.

(6) Case Study 6 (Heisei 31 (Gyo-Ke) No. 10026)

Case study 6 is a lawsuit rescinding a trial decision against
a patent invalidation trial decision that concluded that the
amendment fell under the addition of a new matter.
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As a result of the amendment, the configuration of claim
1 "comprising a valve seat with which the valve body is
contactable, a fluid pressure induction chamber that holds
the valve body in a state in which it is advanced toward the
output member by a fluid pressure in the fluid chamber,
and a fluid pressure introduction channel that connects
the fluid chamber to the fluid pressure induction chamber”
was deleted, while the component "an elastic member that
elastically urges the large-diameter shaft portion of the valve
body toward the fluid chamber and holds the valve body in a
state in which it is advanced toward the fluid chamber" was
added.

The court held as follows as to whether the amendment
was addition of a new matter. (Underlined by the author)

"Thus, in Embodiment 2, hydraulic pressure introduction
chamber 53 and hydraulic pressure introduction channel 54
can be regarded as components linked to the effects of the
invention.

... As described above, in the description of the original
description, etc., in the configuration of Example 2, urging
by the hydraulic pressure is mainly performed by hydraulic
pressure introduction chamber 53 and hydraulic pressure
introduction channel 54, and urging by compression
coil spring 53a is subsidiarily performed.... From such a
configuration, it should be considered that it is impossible
to eliminate the main configuration related to urging by the
hydraulic pressure and introduce a configuration in which
urging is performed only by a merely auxiliary compression
coil spring. This is even more so that in Embodiment 2,
hydraulic pressure introduction chamber 53 and hydraulic
pressure introduction channel 54 are described in connection
with the effects of the invention.... There is no disclosure of
a configuration without a hydraulic pressure introduction
chamber and a hydraulic pressure introduction channel in
other parts of the original specification, etc. at the time of
filing of the present application.

Therefore, the configuration in which the valve body is
held while being advanced toward the output member
only by the elastic member without providing the fluid
pressure inlet chamber and the fluid pressure introduction
channel in the open/close valve mechanism is not a technical
matter that can be derived by a person skilled in the art by
taking into account the whole description of this original
specification, etc."

In case study 6, it is concluded that the amendment to
delete a configuration linked to the effects of the invention
(the reverse of the problem) by amendment introduces a new
technical matter if there is no disclosure of the configuration
after the amendment in the original specification, etc.

3. Requirements to Ensure that Amendment for
Broader Concept Does Not Result in Addition
of New Matter

(1) Non-Essential Matter not Directly Related to the Problem
to be Solved by the Invention

As can be seen from the above case studies, in order to

prevent a matter amended for a broader concept from being
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regarded to be addition of a new matter, the requirement
is that the matter amended for a broader concept is not an
essential matter directly related to a problem to be solved by
the invention

Therefore, whether a matter amended for a broader concept
falls under the addition of a new matter may depend on how
a problem to be solved by the invention is recognized.

The Examination Guidelines state an object of the invention
as follows.

In principle, the examiner identifies a problem to be solved
by the invention from the statement in the description. The
examiner, however, identifies the problem while taking into
account the common general knowledge at the time of filing
in addition to all of the statements in the description and
drawings in either (i) or (ii) of the following cases:

()when any problem is not clearly indicated in the
description, or

(i) when, ... it is unreasonable as a problem to be solved by
the claimed invention in light of the other parts of the
statement in the description and/or the common general
knowledge at the time of filing

In the above cases 1 through 6, the object of the invention
is also certified based on the description of the detailed
description of the invention. In other words, a problem to be
solved by the invention is, in principle, recognized as being
described in the specification.

The problem to be solved by the invention is not limited to
the problem described in the [Problem to be Solved by the
Invention] field of the specification, but in case study 2, the
problem corresponding to the invention including a matter
amended for a broader concept is identified based on the
description in the [Means for Solving the Problem] field.

(2) Interchangeability and Ease of Interchange Based on the
Standard at the Time of Filing

In case studies 5 and 6 above, it is judged that, in order to
prevent a matter amended for a broader concept by deletion
of a configuration from falling under the addition of a new
matter, it should be understood from the description of the
specification, etc,, that this configuration is interchangeable
with a configuration other than the configuration in question.

In the above case study 2, it is judged necessary that,
with respect to the configuration to be amended for a
broader concept, multiple forms be explicitly described in
the specification, or even if there is no explicit description,
a person skilled in the art derive multiple forms from the
description of the specification, etc., taking into account the
technical common sense at the time of filing of the patent
application (in the case of divisional application, at the time of
the filing of the original application).

Taking all of the above into consideration, it is possible that
it will be judged that, in order to prevent a matter amended
for a broader concept from falling under the addition of
a new matter, the interchangeable forms included in the
broader concept must be recognized from the description
of the specification, etc. (interchangeability) as described in
case studies 5 and 6, and the interchangeable forms must
be derived from the description of the specification, etc. in
consideration of the technical common sense at the time of
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filing (ease of interchange based on the standard at the time
of filing) as described in case study 2.

When the interchangeability and the ease of interchange
based on the standard at the time of filing are not recognized,
amendment may be judged as addition of a new matter
even if the matter amended for a broader concept is not an
essential matter directly related to the problem to be solved
by the invention.

4, Conclusion

(1) Limitations on Amendment for Broader Concept

As stated above, it is considered necessary to satisfy
requirements for non-essential matter, interchangeability,
and ease of interchange based on the standard at the time
of filing, which are similar to the first requirement (non-
essential part), the second requirement (interchangeability),
and the third requirement (ease of interchange at the time of
infringement) of the Doctrine of Equivalents, as requirements
to prevent amendment for a broader concept from falling
under the addition of a new matter.

Therefore, as a limitation on describing a specific description
of the specification in a claim by broadening its concept at
the time of amendment, correction, or divisional application,
it is possible that the amendment for a broader concept may
be permitted up to the scope of a broader concept which is a
non-essential matter not directly related to the subject to be
solved by the invention, and for which interchangeability and
ease of interchange based on the standard at the time of filing
are allowed based on the description of the specification, etc.
(2) Practical Advice

Broadening a concept in filing an amendment, correction
or divisional application to broaden the technical scope of an
invention is a useful way in practice.

In order to ensure the possibility for a broader concept,
it is important to describe in the specification any optional
configuration that is not always necessary to solve the
problem in the claimed configuration so as to satisfy
the requirement for non-essential matter, so that such a
configuration can be understood as an optional configuration.

It is also important to specify multiple embodiments in the
specification, etc., even if the configuration is not directly
related to a problem to be solved by the invention, so that the
requirements for interchangeability and ease of interchange
based on the standard at the time of filing can be met.
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1. Introduction

In recent years, the distribution of counterfeit products of
superior varieties of Japanese agricultural products, such as
strawberries and Muscat grapes, has been increasing and
getting worse overseas, with a sharp increase in cases where
the intellectual property of Japanese agricultural products
is not being properly protected outside Japan. At the same
time, the Japanese government has a policy of expanding
exports of agricultural, forestry, and fishery products, with
strong recognition of the importance of proper protection of
agriculture-related intellectual property.

Under the circumstances, the Patent Attorneys Act was
revised in 2021. This new law allows a Japanese patent
attorney to provide consultation service and assistance in
filing procedures in foreign countries related to protection
of new varieties of plants and geographical indications. The
IP field is expanding, in which patent attorneys should have
knowledge of the Plant Variety Protection and Seed Act
which protects new varieties of plants, and the Geographical
Indication Act.

To protect Japanese agricultural products with intellectual
property rights, however, it is important to not only know
about the Plant Variety Protection and Seed Act and the
Geographical Indication Act, but also protect the products
through Intellectual Property Mix (IP Mix) that combines
different agriculture-related intellectual property rights.

2. IP Mix

IP Mix is a strategy of multifaceted protection of a product
or service with multiple types of intellectual property rights.
Patent, utility model, design, and trademark rights are
predominantly used in the industry in general.

Multifaceted protection has also been proposed in the field
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indications (Gls), patent rights, design rights, and trade secrets
under the Unfair Competition Prevention Act), in addition
to the variety registration (breeder's rights) under the Plant
Variety Protection and Seed Act.

3. Necessity of Agriculture-Related Intellectual
Property Other Than Breeder's Rights

When we hear about agriculture-related intellectual property
rights, the first thing that may come to mind is registration of
a new variety (breeder's rights), and other intellectual property
rights may seem supplemental. However, breeder's rights
are mainly acquired by the National Agriculture and Food
Research Organization (NARO) which develops new varieties,
public experimental and research institutes such as prefectural
experimental labs, and seed and seedling companies, and
may be unfamiliar with other ordinary agricultural producers.
For many agricultural producers including agricultural
corporations, | believe that other intellectual property rights
actually play a larger role than breeder's rights.

Unfortunately, other intellectual property rights (such as
patent rights to protect inventions and trademark rights
to protect brands) are not being utilized as much in the
agricultural sector as in other sectors, perhaps because of a
seemingly high bar due to the fact that major companies are
often the rights holders across the industry.

Agriculture-related patents include not only new varieties,
but also new cultivation techniques (methods/devices) and
breeding methods for agricultural products; techniques
related to sixth-order industrialization such as processed
products, preservation and distribution; and peripheral
techniques such as labor savings and bird and animal damage
control. There is a good chance that patents can be obtained
for many of these inventions.
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Know-how for breeding agricultural products could be
protected under the Unfair Competition Prevention Act if it is
kept strictly confidential. However, maintaining confidentiality
in outdoor fields is difficult, and the reality is that the Unfair
Competition Prevention Act alone does not provide sufficient
protection. New cultivation methods and systems can be
patented to deter unauthorized use and receive a license fee.

In addition, the variety registration (breeder's rights) under
the Plant Variety Protection and Seed Act protects "varieties
of plants" (concrete objects which are plant bodies), whereas
a patent (patent right) protects the abstract concept of
"invention," thus allowing for a more flexible and broader right
than the breeder's rights.

It is effective to acquire trademark rights or Gls for brands
of agricultural products as well in tightening control of faked
products, which are also issues overseas, to maintain the brand
image. While brands of new varieties are often managed
by prefectural variety breeders, it is of great significance for
ordinary agricultural producers to obtain trademark rights or
Gls for brands of processed products, for example.

There have also been examples where design rights were
granted for the shape and pattern of packages of agricultural
products and their processed products.

4. Consultation Services for Agriculture-Related
Intellectual Property

With regard to such intellectual property related to
agriculture, the Japan Patent Attorneys Association (JPAA)'s
website has a special site on intellectual property for the
agriculture, forestry, and fisheries sectors. This site also
introduces free consultation service offered by patent

BARELTR BWKESTHRY A SEWKEERTANMEORHRY 1
(https://www.jpaa.or.jp/nousui-ip/)
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attorneys, regarding intellectual property for the agriculture,
forestry, and fisheries sectors, such as effective use of IP mix.

In one case, there was a consultation about the patentability
of an invention for a cultivation method with a creative
cultivation process using an improved variety. There have
also been many inquiries about trademarks and geographical
indications (Gls).

In addition to the JPAA, the National Center for Industrial
Property Information and Training (INPIT) under the control of
the Ministry of Economy, Trade and Industry (METI) provides
"Intellectual Property Comprehensive Support Service" (https://
chizai-portal.inpit.go.jp), and the Ministry of Agriculture,
Forestry and Fisheries (MAFF) offers "General Consultation
Service for Intellectual Property" (https://www.maff.go.jp/j/
kanbo/tizai/brand/soudan.html), in various parts of Japan.

The importance of acquisition of rights overseas has recently
been increasingly advocated, and the Japan Association
for Techno-Innovation in Agriculture, Forestry and Fisheries
(JATAFF) (https://www jataff.orjp/) has set up a consultation
service offering various types of support.

5. Revision of the Plant Variety Protection and
Seed Act

The Plant Variety Protection and Seed Act was revised

BWKEAHP R—L>8HE - ER>EEEOREICDONT (BEER)BEEREDORTIY MU TLY )

(https://www.maff.go.jp/j/shokusan/syubyouhou/attach/pdf/index-22.pdf)
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in December 2020 to stipulate breeder's rights, and came
fully into force in April 2022. While the importance of
intellectual property other than breeder's rights has been
discussed above, parts of the new law that can affect ordinary
agricultural producers will also be described below:

One of the main purposes of this revision is to restrict the
act of taking seeds and seedlings outside Japan. Another
highlight of the revision is that ordinary agricultural producers
who intend to self-propagate a registered variety are now
required to obtain a license from a person who has bred the
registered variety (the holder of the breeder's rights).

Such a licensing system mainly aims to investigate the
actual usage of registered varieties in order to prevent the
outflow of superior varieties overseas, and it is hoped that the
system will be operated in a way that is less burdensome for
both agricultural producers and breeders.

Currently there are no detailed rules for licensing: it is
possible to obtain a license individually from a holder of
the breeder's rights, or collectively through prefectural
governments or other organizations (The MAFF website:
Home>Export/International>Revision of the Plant Variety
Protection and Seed Act

Relevant Material "The Revised Plant Variety Protection and
Seed Act -Summary and Points to Note of Revision-").

Specific information on the operation of the licensing
system can be found in "Frequently Asked Questions (FAQ)
concerning licensing procedures for the propagation of
registered varieties bred by the NARO for home cultivation,”
provided by the NARO, which was published on October 14,
2021 and updated on December 21, 2021 (https:.//www.naro.
go.jp/collab/breed/files/hinshu_zoushokukyodaku_faq.pdf).

6. Conclusion

For the future of Japanese agriculture, it is expected that
we will see an increase in the effective use of agriculture-
related intellectual property through IP mix that utilizes
the knowledge of patents and trademarks, which is the
specialty of patent attorneys, as well as through the use of
the consultation services using patent attorneys mentioned
above.
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1. Introduction

In starting business in a new country or region, everyone will
put their hope on the new business. When a Japanese sales
agent newly sells products of a foreign company in Japan,
the agent probably has established a friendly relationship of
trust with the foreign company that supplies the goods, and
for that reason, they presumably begin the new business in
cooperation. On the other hand, without clear agreement
about the trademark right in Japan, a Japanese sales agent
often files, under its own name, an application for a trademark
of the foreign company that has been registered in the
foreign country. So long as the foreign company and the
Japanese sales agent reach agreement, ownership of the
trademark right in Japan by the sales agent for the sake of
convenience of administration will naturally pose no problem.
If the application is filed under the name of the Japanese sales
agent before the foreign company knows, however, what will
happen?

The friendliness of the business relationship between the
foreign company and the sales agent may vary over time.
The relationship may starkly turn depending on a change
in environment, such as the foreign company's desire for a
contract with another sales agent because of unexpected lack
of profit, change of the president of one of parties, or buyout
of one of the parties by a third party. In such a case, even if
the application for the trademark right is filed based on the
good intention of the parties at the time of the start of the
business, the trademark right in Japan owned by the sales
agent may often pose a problem.

Article 53-2 of the Trademark Act is a provision for a claim
by a holder of a trademark in a foreign country for rescission
of a Japanese trademark registration filed by a sales agent,
on condition that certain requirements are met. Specifically,
this article provides that, when a sales agent etc. in Japan
for a holder of a trademark registered in a foreign country
(a country party to the Paris Convention, a member of the
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World Trade Organization, or a contracting party to the
Trademark Law Treaty) files an application of an identical or
similar trademark in Japan for identical or similar designated
goods and services without approval of the holder of the
trademark right and the trademark is registered, the holder of
the trademark right registered in the foreign country can file a
trial for rescission of the Japanese trademark registration. This
article is pursuant to the provision in Article 6-7 of the Paris
Convention which aims at reinforcement of protection of a
person who has a right pertaining to a trademark in a country
party to the Paris Convention.

Actually, | am sometimes consulted by a foreign company
complaining that "when we filed a trademark application
in Japan, a Japanese sales agent had already registered the
trademark” or by a Japanese company complaining that
"although we were granted the right as a sales agent for a
foreign company, we found that a trademark had not been
registered in Japan." In this article, | will look into actual trial
decisions which were made based on Article 53-2, and discuss,
for each requirement, which requirement was mainly an issue
and what decision was made. | will also consider how to
prevent disputes about the trademark right between a foreign
company and a Japanese sales agent.

2. Trial Decision Examples

| searched the database of the Japan Patent Office, and
found a relatively small number of demands for trials based on
Article 53-2; approximately forty cases were filed during the
period from the year 2000 to August 2021 (on the basis of the
date of the trial decision), that is, approximately one to two
cases on average per year.

Requirements defined in Article 53-2 are summarized as

below:

(1) The demandant should be a person who holds a right
pertaining to a trademark (limited to a right equivalent
to the trademark right) in a country party to the Paris
Convention, a member of the World Trade Organization,
or a contracting party to the Trademark Law Treaty;

(2) A registered trademark should pertain to a demandant's
right to a trademark or a right similar to a trademark
right;

(3) In the trademark registration pertaining to the demand,
goods or services pertaining to the right or goods or
services similar thereto are designated;

(4) The application for trademark registration pertaining to
the demand was filed without the approval of the person
who has the right pertaining to the trademark, without a
just cause; and

(5) The application for trademark registration pertaining to
the demand was filed by an agent or representative of
the demandant or by their former agent or representative
within one year prior to the filing date of the trademark
registration.

I will discuss the trial decision examples under Article 53-2

for each of requirements (1) to (5).
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(1) The demandant should be a person who holds a right
pertaining to a trademark in a country party to the Paris
Convention etc.

According to this provision, a person who can file for a trial
is limited to the holder etc. of the trademark right in a country
party to the Paris Convention. There are few trial decision
examples where this requirement was a main issue.

In Rescission No. 2013-300627 (trademark: FINESSENCE),
the trademark right in France held by the demandant had
not yet been registered as of the filing of the registration
in Japan involved with the trial. Therefore, the demandant
was determined as not being qualified and registration
in Japan was not rescinded. Since the Trademark Act in
France stipulates that "trademark rights shall be obtained
through registration," the trial decision determined that the
demandant was not a person who holds the right pertaining
to the trademark in a country party (to the Paris Convention),
a member (of the World Trade Organization), or a contracting
party (to the Trademark Law Treaty) defined in Article 53-2
of the Trademark Act as of filing of the subject trademark
registration.

Many countries including Japan adopt the principle of
registration, under which a right emerges by registration.
Requirements for emergence of the trademark right, however,
are different from country to country. In a country where the
principle of use is adopted, such as the United States, a right
emerges by the use of a trademark, and "a person who holds a
right pertaining to a trademark" is understood to cover also a
person admitted to hold an exclusive right to use a trademark
without the registration. In filing for a trial under Article 53-
2, emergence of the trademark right in a foreign country at
the time of the filing of an application for registration in Japan
should be checked.

(2) A trademark should be identical or similar to a trademark
pertaining to the right

There are again few trial decision examples where similarity
of a trademark was mainly an issue.

In Rescission No. 2009-300361 (trademark: SPORT
TECHNIC), the demandee which had been importing and
selling products with the trademark "SPORTEC" thought
that "SPORTEC" could not be registered in Japan because of
existence of prior trademark registration by a third party, and
instead, the demandee filed an application for the trademark
"SPORT TECHNIC." Though the demandant which is the
holder of the right to the trademark "SPORTEC" registered
in a foreign country asserted in the trial for rescission that
"SPORTEC" and "SPORT TECHNIC" were similar in concept and
the trademarks were similar, the trial decision determined that
the trademarks were not similar and maintained registration
involved with "SPORT TECHNIC" in Japan.

Since Article 6-7 of the Paris Convention defines that "if the
agent or representative ... applies ... for the registration of the
mark in his own name," it may be read as the limitation to an
identical trademark. On the other hand, Article 53-2 expands
protection to a similar trademark in order to suppress abuse
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of the registration system under the principle of territoriality,
and to ensure the essence of the provision to strengthen
protection of the trust relationship between the foreign party
that is the holder of the right pertaining to the trademark
in another country and an "agent etc." In view of the fact
that Article 53-2 defines an exception to the principle of
territoriality, there is no necessity to protect a form different
from the foreign trademark and it may be natural that the
protection is not extended to a less-than-similar trademark.

(3) Designation of goods or services pertaining to the right or
goods or services similar thereto

Although there are very few trial decision examples where
similarity of the designated goods and services was mainly an
issue, there is a trial case under Article 53-2 where whether
identical or similar goods or services alone or the registration
as a whole should be rescinded was disputed.

In Rescission No. 2013-300236 (trademark: von Muhlenen),
the demandee asserted that goods to be rescinded were
limited to goods in which the demandant's trademark was
used. The trial decision determined, however, that there was
no special provision under which it should be understood
that the demand for rescission could be limit to each of the
designated goods with the registered trademark (see Article
69 of the Trademark Act), and in addition, in consideration of
the provision in Article 53-2 of the Trademark Act, it should
be understood that it is the trademark registration involved
with this application that should be rescinded upon filing for
the trial.

Though Article 69 of the Trademark Act defines that "to
the trademark registration or trademark right covering
two or more designated goods or designated services,
the trademark is deemed to have been registered or the
trademark right is deemed to exist, for each of the designated
goods or designated services," it does not apply to Article 53-
2. Article 50 of the Trademark Act (trial for rescission for non-
use) defines that "any person may file a request for a trial for
rescission of the trademark registration in connection with the
relevant designated goods or designated services" and Article
53-2 defines that"(the person who has the right pertaining
to the trademark) may file a request for a trial for rescission
of the trademark registration." In view of this provision, we
can understand that, under Article 53-2, the whole trademark
registration be rescinded.

This is a disputable issue. According to one theory,
rescission should be disputed only within the range of
identical or similar designated goods or services. On the other
hand, many trial decisions determined that, where identical
or similar goods are covered, the whole registration be
rescinded.

In Rescission No. 2016-300279 (trademark: /L% I), the
demandee asserted that all the designated goods were not
similar to the designated goods with the cited trademark. The
trial decision, however, determined that the designated goods
with the subject trademark and the designated goods with
the cited trademark clearly included goods identical to or
similar to each other, and rescinded the whole registration.

January 2023 _vol.23



WTZOBERERE LT &, FeldZFOMEEDER Z81S
IBRELHBNT EEELTBIEBASE EFO NET Y,
L DBEPCBVTHEBRAF, EHFIBHYIFEGEND >
TeEERLTVETH, TNOSHRO SNICERHIIFE L
DE A

BYSE 2018-300555 (FH4E : biirstner) Tl LEERHIIC
BOTEEROERFHESNTOEBOD, BHWHHET Ul
B[RRI T 22 TORRDSERAICERY 2 5HZH
Z(CHEDINTVE Ulc. BR(E. AEEEORBIZONT
HHETHEOTHHSBNT E. - BBERADBERACH L.
BRAOEEHBHEOFEEERT LR E LABERLL
zE. - BREOENERBTRZEERELE. £ R
BIZEOPRVIEEBLEHABAICKLTIERDD
CRBEEMLEMIBERILNENDTBE, - EY
HBEBAHSLERDHBIERTERVNEHBLTVET,

Y34 2017-300057 (74Z © 4/ 70—\ . DOUBLO) T .
WERAF. BERAPBEERNTHEERE LEVLD TS
N, WERKATITS TEDBEUANIC DV TIICRN
HED ol SELKEBHRAG D EEELTVEITH, B
RiE. EEHEICDOVT., XBEH > EZEREAZHD
D. EEEBEBEEETERD DT ENTEROE LN
LTLETD,

BY3#2013-300571 (%542 : STANCE) Tl #5E KA.
AEIEIC DN TCRIEHEZ T > CBLDEDC DV T
PEVIEVSEDREEDS SfcEEERLE LD, B
F. [BbRVIEVIBREEES S LEDEROAKICEST
iE. - BRAOIEEIDSY . [ELIBHIHH7-ERDD
TERTES. ZORICHTAHARADERISRATS S
ENTEROVEHMLTVET,

BGE 2013-300236 (B1Z - von Muhlenen) Tld. #E53K
AN AEEBICAHBEOHEESRS VIR FIXE
BEVWCEEZH ST, BRDEEDD D EETRUEF L
. BRF. ZNOZEEEHOT. BROEENHOEVS
ZERTEBUVL. - AHEEOHEICELTHERELEL
ETHRTBIERTERVNEHBLTLET,

EYFEBAN (FNEEEEEDEECDOVWT DI IEF
[F. #EERA. DEDOBEDIRFEREBERICHOET. TN
SDERFINS. HNEFSESDEGEF. EEOEEFT0
HTIFED T, Fle. OBDHTEFR+HTHD T EHDHN
DEY., BT, FEEE. BERODDREIFTIIEL BRDD
DBEZENFITHY . HEICOVTHEEEESDRSTHE
WEWSRIFTIF. BROEED DS EBHENEE Ave

AADIGSREER S LTlE,. mEDABICKDBEEDR

23 Fukami Patent Office, PC. News Letter

Considering that Article 53-2 is a provision as sanction
against trademark registration that violates the relationship of
trust in business, rescission of the whole registration does not
seem strange.

(4) Without just cause or approval of the person who has the
right pertaining to the trademark in foreign country

Similar to (5) below, this requirement was a principal issue
in many trials. The "just cause" encompasses a case where
the holder of the right pertaining to the trademark caused an
agent etc. thereof to believe that the holder abandoned the
trademark or was not interested in obtaining the trademark
right in a country. Though demandees asserted in many
trials that there was a just cause or approval, | found no trial
decision example where such an assertion was accepted.

In Rescission No. 2018-300555 (trademark: birstner), it was
clearly written in the contract that all the rights for names
should be returned to the demandant when the contract
expired, although use of the trademark was permitted in
the agent contract. The trial decision determined that it
could not find just cause, considering the fact that there
was no description about permission of obtainment of the
subject trademark, ... there was no fact that the demandee
confirmed with the demandant about its plan for the filing of
an application for trademark registration by the demandant,
and ... there was no objective supporting evidence sufficient
to find the present case falling under the case where
the holder caused the agent to believe that the holder
abandoned obtainment of the trademark right or was not
interested in obtaining the trademark right.

In Rescission No. 2013-300571 (trademark: STANCE),
the demandee asserted that the demandee received an
"affirmative" reply as to whether the demandee was permitted
to file an application for the subject trademark. The trial
decision, however, determined that, simply based on the
assertion that the demandee had received the "affirmative"
reply, it cannot be found that there was "approval" by the
demandant or "just cause" and therefore the demandee’s
assertion in this regard could not be adopted.

In Rescission No. 2013-300236 (trademark: von Muhlenen),
the demandee asserted that there was a tacit approval based
on absence in the agreement of a word that restricts or
prohibits filing of an application for the subject trademark.
The trial decision, however, determined that absence of the
word was not equivalent to tacit approval and ... permission
of the application for the subject trademark could not be
presumed.

It is the demandee, that is, the sales agent in Japan, who
must show the just cause or the approval by the holder
in a foreign country of the trademark right. It can be seen
from these trial decision examples that permission to use
the trademark alone is not sufficient to be equivalent to the
approval by the holder in a foreign country of the trademark
right and an oral agreement alone is not sufficient either.
Furthermore, although the approval encompasses not only
explicit approval but also tacit approval, absence of opposition
against an application from the holder in a foreign country of
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the trademark right is not found as tacit approval.

For a sales agent in Japan, when it files an application
under its name based on an agreement between parties, it
is important for the sales agent to be able to show just cause
or the approval by the holder of the trademark right. A clear
statement in a contract or acknowledgement at least in a
document should be obtained. Approval is understood as
including ex-post approval, because the ex-post approval will
not compromise the relationship of trust between the parties.

(5) The application was filed by an agent or representative or
by a former agent or representative within one year prior
to the filing date of the trademark registration

Similar to (4), this requirement was also a main issue in most
of the trials.

In Rescission No. 2020-300733 (trademark: Barracudamoto),
the demandee asserted that it did not directly purchase
the demandant's goods from the demandant but via a
Japanese sales agent, and that the demandee did not fall
under the definition of "agent etc." Based on the fact that the
representative of the Japanese sales agent was the same as
the representative of the demandee and that the demandee's
blog stated that the demandee was the authorized distributor
of the demandant's goods, the demandee was determined as
the "person incorporated into the sales system in Japan" and
Article 53-2 was applied. The trial decision determined that
"an agent or representative of the person who has the right
pertaining to the trademark” should be understood as not
necessarily being limited to a person in special relationship
in terms of contract or legal relationship such as a person
who entered into an agent contract with the holder of the
trademark right in other country parties but as referring
also to a person incorporated in the sales system in Japan,
of goods of the holder of the trademark right in a foreign
county who had established practical trust relationship
through continued business, such as a person who was
continually and extensively importing and selling or had
continually and extensively imported and sold the goods of
the holder of the trademark right in other country parties.

Rescission No. 2017-300057 (trademark: %2 70 —\DOUBLO)
is a case where a trademark was registered in Japan not
by a sales agent who had entered into the contract with
the demandant but by an associated company thereof. In
this case, the agent contract specified that a successor, an
affiliated company, a designated person, an inheritor, or a
relevant person was also designated as an agent. Therefore,
the demandee was determined as falling under the "agent
etc."

Rescission No. 2012-300610 (trademark: Yepp) is a case
where the date when the agent contract was signed is later
than the date of filing of the application for the trademark
registration in Japan. In the subject case, however, the date
preceding the date of filing was written as the timing of start
of the contract period and preparation works such as purchase
of samples and preparation of catalogues had been done
from before the date of entry into the contract. Therefore,
the decision was made that it could safely be said that the
exclusive sales agent contract was substantially concluded.
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These are trial decision examples where the demandee
fell under the "agent etc.", however, there are some cases
where the demandee was not found as the "agent etc." and
registration in Japan was not rescinded.

In Rescission No. 2016-300047 (trademark: MASNADA), a
pilot exclusive sales agent contract was concluded between
the demandant and the demandee. The date of conclusion,
however, was later than the date of filing of the application
for trademark registration in Japan. Therefore, the demandee
was determined as not falling under the "agent etc."

Article 6-7 of the Paris Convention applies only to a
trademark filed by an agent or a representative. On the
other hand, Article 53-2 applies also to an application filed
by an agent or a representative within one year prior to the
filing date of the trademark registration in Japan, and thus
protection for the holder of the trademark right in a foreign
country is more generous. According to some theory, the
scope of "an agent or a representative" extends to a person
who is given some kind of authority of representation by
a trademark holder regardless of whether the agent or the
representative is a natural person or a juristic person. From
the point of view of international protection of the trademark
right, it is not reasonable to too narrowly construe the agent
or the representative, and the agent or the representative
is understood to cover also a person in continued legal
relationship based on a contract or at least a person who has
established a practical relationship of trust through continued
business and has been incorporated in the sales system of the
holder of the trademark right in a foreign country.

In trial decisions more than ten years ago, a person was
often determined as not falling under the "agent etc." unless
the agent contract had been concluded as of the filing of
the application for registration in Japan. The tendency
in recent trial decisions, however, is that the "agent etc."
is not necessarily limited to a person who entered into
an agent contract, and a person who has established a
practical relationship of trust through continued business
is determined as falling under the "agent etc." definition. |
have an impression that the scope of the "agent etc." is more
flexibly construed.

In most of the cases where a person was determined as not
falling under the "agent etc." in spite of conclusion of an agent
contract, the date of the contract was later than the filing of
an application for registration in Japan. It may be important
to conclude the written agent contract in advance and to
clarify the positions of parties, without starting the business
while the business relationship remains ambiguous.

3. Conclusion

Unlike the patent right or the design right, the trademark
right is a renewable and semi-permanent right. It is important
to take measures in advance so as to avoid trouble when the
business relationship may vary in the future. From my own
personal perspective, a foreign company which is a brand
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owner should basically file an application for a trademark in
Japan.

Since Japan adopts the first-to-file system, naturally, a
foreign company should file an application early at the time
point when it considers launch of its business in Japan. The
foreign company should conclude a written contract with a
sales agent in Japan and clarify the positions of both parties
before it starts business. When the foreign company itself
files an application for trademark, | recommend writing in the
contract that the foreign company itself holds the trademark
registration and it prohibits a trademark application by a sales
agent, including also associated companies. In the event of
the filing of a trademark application by a sales agent for the
convenience of administration, the contract should desirably
stipulate transfer of the trademark right at the time of the end
of the contract.

If a sales agent files a trademark application in Japan against
a foreign trademark holder's will, the provisions in Article 53-2
can be utilized, however, excessive reliance on Article 53-2
involves risks and attention should be paid. First of all, there
is a limitation period for filing a request for trial. A party is not
permitted to file a request for a trial for rescission after the
lapse of five years from the establishment and registration of
the trademark right in Japan (Article 53-3 of the Trademark
Act). The trademark right will expire after the trial decision
becomes final and binding and is not retroactively effective
(Article 54 of the Trademark Act). According to Article 6-7 of
the Paris Convention, "(the proprietor) shall be entitled to ...
demand .., if the law of the country so allows, the assignment
in his favor of the said registration." Article 53-2, however,
does not adopt such a principle. Therefore, in order to obtain
the trademark right in Japan, a foreign company should
separately file an application.

| recommend a sales agent in Japan to encourage the
foreign company to file a trademark application in Japan
when it finds that the trademark has not been registered. If
the foreign company is not interested in the trademark right
or the sales agent files the trademark application for the sake
of convenience of administration in Japan, it is essential to
obtain the written approval of the foreign company before or
after the application.

Article 53-2 follows the provision in the Paris Convention.
Therefore, even in a case where a Japanese company exports
goods and a trademark is precedently registered in a foreign
country by a foreign sales agent etc,, so long as that foreign
country is a country party to the Paris Convention, similar
provisions may exist in that country. If trademark registration
by the sales agent etc. gives rise to a problem, consultation
with a foreign associate in that country will be helpful.
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