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Generation Z and Generation X

Straightforward categorization such as Generation X and
Generation Z is widespread among the public. More than 20
years have passed since the beginning of the 21st century,
and as the number of people in Generation Z who play active
roles in society increases, the number of staff members in
Fukami Patent Office belonging to Generation Z has also
increased. For me belonging to Generation X (also called
the Bubble Generation in Japan), communication with staff
members in Generation Z reminds me of the time early in my
career and provides me with a new perception, and | really
appreciate such opportunities.

In any industry, everyone starts working with no experience
at first, and learns the basics of business from his or her trainer,
superiors, and colleagues in the workplace and also learns
many things from the society. Communication with young
staff members also reminds me of what | have learned from
various people.

Although some of the following proverbs may be out of
place in the current time, | would like to leave a memorandum
as a lesson to myself.

Tengu-wa-Gei-no-lkidomari (Conceit stops the progress of skill)

| heard this proverb countless times from my superior
patent attorney who trained me over many years. | have
checked and found that this proverb is a phrase by Ichiryusai
Teisui, who was the first professional storyteller designated as
a living national treasure.

This proverb has a meaning that "if you think 'it's enough’,
your progress will stop". When | apply this proverb to our
occupation, it may be interpreted to mean that, when
you encounter new technologies or, in some cases, even
something unpleasant or negative, every day, take everything
and deal with such tasks positively, then you can see a world
one level higher.

However, as long as | receive new requests every day from
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various customers including companies, universities, and
research institutions that represent not only Japan but also
the world, | have never thought "it's enough”.

"Shuhari" (Observe, break, and depart from the style) and
"Heta-no-Kangae-Yasumu-ni-Nitari" (It's hard to tell a poor
thinker from a sleeping one)

"Shuhari" is based on a poem written by Sen no Rikyu,
a tea master in the 16th century, meaning "Do not forget
fundamentals; even though you completely observe, then
break and depart from the rule and style". "Shu" means a
stage to faithfully observe and surely master the teaching
and style of your teacher or school. "Heta-no- .." comes from
"Ukiyoburo" (the bathhouse of the floating world), a comical
story in the late Edo period.

Formerly, in the monthly meetings led by our founder Mr.
Fukami, we often heard him saying "Start from observing
the style" and "Heta-no-Kangae-Yasumu-ni-Nitari". The work
in a patent office is close to apprenticeship, and | gradually
acquired business ability while continuously receiving
guidance from my superior patent attorney. | understood
that "Shuhari" means to surely master the style of the patent
attorney who provided me with guidance (Shu), then learn
the styles of other patent attorneys to grow myself (Ha), and
eventually establish my own style as a full-fledged patent
attorney (Ri).

This does not apply only to business, and when you try
a new thing such as a sport or a musical instrument, for
example, it is after all the shortest course to learn at first by
following a good model. In other words, "more haste, less
speed" holds true.

Riken-no-Ken (See from a distance)

Although | forget how | came to know this proverb, | have
checked and found that it is a phrase by Zeami, who was
active as a Noh player about 600 years ago. This proverb
originally means "While a player is performing a Noh dance,
he should take a cool look at himself who is dancing, from a
distance, and it is important to have a viewpoint to capture
the whole view of the Noh stage".

Our customers with whom | communicate as a patent
attorney are not engaged in intellectual property work only,
and not a few customers are non-specialists in intellectual
property. Accordingly, the above proverb may be interpreted
to mean not to forget a third party's viewpoint, and to keep
in mind the necessity of providing a plain explanation or
description without using many technical terms so as to be
understandable also to non-specialists.

"All the world is a stage, and all the men and women merely
players"

Thisis a line in "As You Like It" written by Shakespeare about
200 years after Zeami.

One of various interpretations thereof is that every one of
us plays a performance that expresses our individuality on the
stage of our own life, and we therefore have no choice but to
make our best efforts to act as a leading player in our own life,
and thus freely decide what kind of player we will be.
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Most of the work in a patent office is completed within a
relatively short period, and the contents of the work have a
certain amount of freedom within a legal framework. In that
sense, | would like to utilize this freedom as a lead actor on the
stage of intellectual property.

"The captain bites his tongue until it bleeds"

This proverb seems to come from the U.S. or British navy,
meaning that, when you have your subordinate do a new
thing, you must not take the place of your subordinate just
because he cannot do it immediately, and you should be
patient while biting your tongue.

As | have continued working for more than 20 years, my
position has changed from a trainee to a trainer. Probably,
| have forced my superiors who trained me so far to bleed
severely. Now it's my turn to bleed, but it will be necessary for
me, who is not patient, to prepare myself particularly carefully.

"Sustainable Growth" and "Dynamic
Equilibrium"

According to my own note, in the 21 years from 2001 to
2022 | spent here in FPO, the number of staff members has
increased by 1.8 times from 138 to 251, and the number of
cases undertaken has increased by 1.6 times from 6,397 to
10,259. At annualized rates, the number of staff members has
increased by 2.8%, and the number of cases undertaken has
increased by 2.3% (for comparison, the GDP growth rate in
Japan in the same period is 0.24% at an annualized rate, and
accordingly, the above rates show an increase by more than
10 times).

| believe that the reason why such a stable growth has been
achieved for more than 20 years, despite the possibility that
staff members specializing in intellectual property can change
his or her place of work by setting up his or her own office,
moving to a company, or the like, is that all the staff members
in FPO have earnestly worked together on day-to-day tasks to
meet the expectations of our customers.

Meanwhile, a concept called "dynamic equilibrium" has
been used in various fields such as physics, economics, and
biology. In biology, it means, in short, that "our bodies are in a
flow of continual decomposition and composition””. When a
patent office is likened to one body, Fukami Patent Office can
grow stably with a "dynamic equilibrium" maintained in the
number of staff members, and can also achieve sustainable
growth in the number of cases undertaken.

| once received a comment from an adviser working for
a plurality of patent offices including FPO, that the staff
members in FPO look more lively than the staff members in
the other patent offices. As | will have more opportunities to
serve as a backstage member rather than a player from now
on, | would like to prepare a stage where every staff member
can work lively, and to aim at sustainable growth together
with our customers under a dynamic equilibrium.

(1) EREH—:

R BEFE 3 FrrARERBSNDICOMEDIIDNFEFRE 2023F.p214

(1) Fukuoka Shin-ichi: New edition Dynamic Equilibrium 3, A chance comes down only to a prepared heart, Shogakukan Paperback, 2023, p214
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1. Introduction

The revised Design Act put into force on April 1, 2020
allowed expansion of the scope of protection of the design
right for a graphic image. Before the revision, a design
including a graphic image on a part of an article was
protected. After the revision, a design for only a graphic
image separated from an article is also protected. This allowed
registration of the design right also for a design including only
a graphic image, for example, displayed on a smartphone.

According to "Trend in Design Registration Application for
New Designs to be Protected Based on the Revised Design
Act"™ the number of design registration applications of
"graphic images" as new protection targets is 4,241 as of May
1, 2023, which indicates that a great deal of interest is being
focused on graphic image designs.

Examples of graphic image designs registered after the
revision of the Design Act include cases giving key clues to
further practical use of graphic image designs. In view of
these cases, the present article discusses further practical use
of graphic image designs after the revision.

2.Cases Determined that Designs were Similar
despite Difference in Icons etc. in Graphic Images

According to the "Examination Guidelines for Design"m,

similarity between graphic image designs is determined
based on (i) the overall usage (purpose of use, state of use,
etc.) and functions of the two designs to be compared, (ii) the
usage and functions of graphic images in the two designs,
and (iii) the shapes and the like of the two designs.

As to Japanese Design Registration Nos. 1711351 and
1712181 shown in respective views referred to below, the
examination by the JPO determined that both the designs
were similar to each other.

"Article to which Design Relates" of each of these designs
is a "graphic image for displaying information". "Description
of Article to which Design Relates" of each of these designs

July 2023 _vol.24



07

BEEHFHE17113515]
[Japanese Design Registration No. 1711351]

SEEHSNTVET,

MWEEFHERCEEERE S S FCE—HBAICKDE
HHBESNE Ulze ZNISH U TREFFTD O E—HEAICK
DEABHEBEOBFEGEDHINE Ule, TNZRITCEE
RECHIET S CLICLDMERFERSNF LT,

LEOHFEERE CTIEIRDL D ICHREDESH I ENE
Ufz, TMRER. TORgZIXK. SURFICRT SERZ
KNI BDICHORTABERICOVWCREERZZ(TXLD &
IHHDTHIRDLEBEL. BERDOERFICOWVNTH., B
RIEFERD « YV v MO EICEEZRL. SAREAD
SPPRAZRIIT. R CRREXNFZ. EHhMI
ROTAMECENZNEINL. EHDOXFRREBAICHL
CTlE 2TEDOXF(RBZERITHF) BERELEXFY A X
TRRUER, Fle. BE NIOXFERREBD LS, Aimkh
A CRRICET D7 A JVBERZFRRUCREDHEL CTL
F9, AT, MRETE. BERESERD I Ty bD
WEACHESNICBEDREY. Kzmd 7 IVDAR
N(FERUMZERITODTHINDELD T IO, H3%T7 A
OVEBDEEF. EBICRRZRI VA IV THHRNFLE
ITHOFRCOEDHEFEEICELTDDDERDSN. BFED
EWNCDWNTH, ERDEFNEL A 7D M2 AFRICHE
IHFCIE. BEZHDERKICEZADFEFIMETFEDTH
B, INSZEHELTH, LEOHBRZEET HIFE
DBEDTIEFHOHFEEA. UIchioT. MREFBELTHHD
ERHOHNET )

LEBBEDEOHMCIE. ERORIZRIHF. X
FICDWC. #BF. XFOEIIROTAXEWV LA TD
hOBRSN. BHERGEHF. XFOERFFERSN TN
Ftho Ffoo RRZEXRI 74 IVICDVNT, RZXRI &
WO 74 JVDREROKEEDNERSN. BANLE7 (1Y

Fukami Patent Office, P.C. News Letter

BEZEFE17121815]
[Japanese Design Registration No. 1712181]

states, "The present graphic image is for displaying, for
example, information on weather, temperature, and the like."

Both the designs were filed on the same date by the same
applicant but not as related designs at that point in time,
for which the JPO issued a Written Directive for consultation
about these design applications filed on the same date by
the same applicant. In response, the applicant amended the
designs to be filed as related designs, and thereby, both the
designs were successfully registered.

The Written Directive showed the following decision about
the similarity between the designs. "One of the points in
common to both the designs is that the design for which
registration is sought is a graphic image for display that is used
for 'displaying information on weather, temperature, etc.. The
graphic images of both the designs also have common shapes
and the like in the following points. Firstly, a substantially
rounded square-shaped widget portion has a background
colored entirely, on which characters in outline font are
arranged in a left-aligned manner with slight margins from the
outer peripheral sides and positioned in an upper area and a
lower area. In the upper character display portion, characters
(numbers representing temperature) on the second line are
displayed in a large font size. Secondly, an icon image related
to weather is displayed in a left-aligned manner in the lower
character display portion on a screen. On the other hand,
these designs are different in lightness of the color applied to
the entire background of the substantially rounded square-
shaped widget portion, and also different in whether the
icon indicating weather represents the sun or cloud and rain.
These differences between the icons are however recognized
as merely partial changes when one of the points in common
to these icons is indicating weather. Also, the difference in
color only slightly influences the aesthetic impression about
the entire design when one of the points in common to both
the designs is the above-mentioned basic layout. Even the
combination of these differences is not beyond the above-
mentioned common points. Therefore, it is recognized that
both the designs are similar."

As to the numbers and the characters indicating
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DIERFIFBERSNTVE BA. UIch 2T SUERUXRS
ERIHF. XFOLAT7D MLEOICRKZRT 744 IVD
g OB L TWSIch. BHENEHT. XFNRD
A IVDERENEL O TV TCTH, MEEISFELIT S
MSNEEEZSNE T, NENURIZERITHF. XFOD
LA7 D RMEOICRRZERT 74 AV OREROKEEE. @
BEEDIRT. SUEHICETDIBHREZERTT SIEDORAERD
HREICEDWV T3 e, MEBEEDBEROBERUREE(L
SEMHQ) [FEREDEREF (LELBHO®) [CDNTODESY
WCREZSA TV EBEASNET,

COFFCKD. MREDERDOREZENRUEEDERED
RFICOVWTCOESHIMICREZS A D LICLDT B
FHFIEREDEE O CVLWCTHOERERENFELIT & LHHiEN
BDOEREMNRSNTVE T, REDHAERUEKREFERICHF
YRR ORECHDIYRDFRBICERIVNTHRISNSD I
. EEROEERUEEDEIROIIREFIC DV TOREHIM
[CREBZES5ZDLZERUC, BREICHRIMBRUREIC
ROYPBDFIAZELH T D LICK DT, EROEFNIER
RELEF O TV TCTHOIMEENFRLIT © CHETEN S AREM
ZBHHILENTEDHEEZSNET,

.EALLAREBEZTRIEICE ST
HEY IS DN E=EHZESFEAT

BEsEEE]% CiNE. EROEBRNE—DEE
TeHDHDTH O, FHREDEBEN SN, EHRERETE
LI PEBERET D ENTEET, BREECE(LT D
B ERET 280, BT 2EBEERIHIC. BUk
REEERIRBANSNET,

TiRlCHES BT 2EEERE 17189305 (BE 1). BER
Bi75517189855 (BRE2) RUBREEFE17103745 (BE3)
[CDVT. BT COBECHBVTER 1 3EE2 ST D
EHIEEN, BEFERE3 SELUUEVNEHIENE U,
BRE2ROBRE3E. BE1ESIRROEMICBNTHEL.
FIRDEENRLEDFT., BE2RUEBERE3IE. $3MOH
BORRENRED T, BE |1 DFE2H. EE2DE 3R
OERE3DHE3IMENFNOELUICREER IR T .

BEICREYRIEVTNE[EHEREEI T, BE10D
BFEICHEDYROSBCIZ Y BIEBEREE. X —)LixZ
EfaE, BRSIEERST IS 1=/ — 3 Uik, BB
BIFEDRY - RE - Tkt RUSBEDRES - FE- B
LEEEEE T DI RIERIER Cod. FnEEICRINICEH
Bl3. TNOSOEEDS IS 12— 3 VA RET
DI DRMEEIG THD. 1—F—IFEBDERIEES v L
TERRIEEZEBEL. ZEUCREERTEERDKLS (T,

08 Fukami Patent Office, P.C. News Letter

temperature and weather, consideration was taken in the
Written Directive for the layout, such as the arrangement
and the size of these numbers and characters, but not taken
for the specific shapes and the like of these numbers and
characters. Further, as to the icons indicating weather,
consideration was taken for the usage and function of each
icon indicating weather but not taken for the specific icon
shapes etc. Thus, both the designs have common points of:
the layout of numbers and characters indicating temperature
and weather; and the usage and functions of icons indicating
weather. Accordingly, it is considered that both the designs
are determined as being similar even if the specific shapes
etc. of numbers, characters, and icons are different. Since the
layout of the numbers and characters indicating temperature
and weather, and the usage and functions of icons indicating
weather are based on the usage and function of "displaying
information on weather, temperature, and the like" of both
the designs, it is considered that the usage and functions (the
above-mentioned requirement (ii)) of the graphic images
of both the designs influence the determination about
the similarity in shape and the like (the above-mentioned
requirement (jii)) between both the designs.

The above-mentioned case suggests the possibility that,
due to the influence of the usage and functions of the graphic
images of both the designs upon the determination about
the similarity in shape and the like of these designs, it may
be determined that both the designs are similar even if these
designs are different in specific shape and the like. In general,
the usage and function of a design are determined based
on "Article to which the Design Relates" and "Description
of Article to which the Design Relates". Accordingly, it is
considered that, by explaining "Article to which the Design
Relates" and providing "Description of Article to which the
Design Relates" in view of the influence of the usage and
functions of graphic images upon the determination about
the similarity in shape and the like of the graphic images, it is
possible to increase the likelihood that both the designs will
be determined as being similar even if the graphic images are
different in specific shape and the like.

3. Case in which Similarity was Determined
Differently by View Showing Changed State

According to "Examination Guidelines for Design”m, graphic

images that change can be protected as a graphic image
design if the graphic images are for the same function and
the graphic images have relevance in shape, etc. In the case
where a graphic image that changes is protected as a graphic
image design, a view showing a changed state is employed in
order to represent the graphic image that changes.

As to Japanese Design Registration Nos. 1718930 (Design
1), 1718985 (Design 2), and 1710374 (Design 3) shown in
respective views referred to below, the JPO's examination
determined that Design 1 was similar to Design 2, and
Design 1 was not similar to Design 3. Designs 2 and 3 and
Design 1 show common Views 1 and 2, but Designs 2 and 3
are different from Design 1 in presence or absence of View
3. Designs 2 and 3 are different in shape and the like of the
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[BE1] [Design1]

(FE1E) (View1) (32R) (View2)

graphic image in View 3. View 2 of Design 1, View 3 of Design
2,and View 3 of Design 3 each show a changed state.

"Article to which the Design Relates" of each of these
designs is a "personal digital assistant". Design 1 is explained
in "Description of Article to which the Design Relates" as
follows. "The present article is a personal digital assistant
having: communication functions including a telephone call
function, a mail sending/receiving function, and a message
posting function; functions of taking, editing, and displaying
moving images or still images; and functions of recording,
editing, and reproducing audio. The graphic image displayed
on a display screen is a graphic image for operation through
which the communication functions among the above-
mentioned functions are performed. A user can tap a post
to change a display manner so as to display a group of cited
posts originating from the post as shown in a front view
showing the changed state". Subsequent to the above
description about Design 1, "Description of Article to which
the Design Relates" of Design 2 states, "Further, as shown in
Front View 2 showing the changed state, scrolling a screen
allows viewing of the screen". Subsequent to the above

[RIE2] [Design 2]
(383R) (View 3)

[EE3] [Design 3]
(583E) (View 3)

EFER
Front View

ZL LI ERY EER
Front View Showing Changed State
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description about Design 1, "Description of Article to which
the Design Relates" of Design 3 states, "Further, only reposts
with no comment can be extracted and displayed in list form
as shown in Front View 2 showing the changed state." Note
that red-colored frames in the following views were added by
the author of this article so as to surround each of the groups
of cited posts for explicitly showing each group.

Designs 2 and 3 are divisional applications based on Design
1. For Designs 1 and 2, the JPO issued a Written Directive for
consultation about the applications filed on the same date
by the same applicant. By amending Designs 1 and 2 to be
filed as related designs in response to this Written Directive,
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Designs 1 and 2 were registered. Design 3 was registered
without issuance of a Written Directive.

In the above-mentioned Written Directive, the similarity
between Designs 1 and 2 was determined as follows. "The
design of the present application and the design of the other
application subject to consultation, each of which includes
a mode of change, include common Views 1 and 2 but are
different in presence or absence of View 3. In consideration of
the specific shapes of the designs described in the application
form and illustrated in the accompanying drawings, however,
the change in View 3 is sufficiently conceivable from View 2.
Thus, the presence or absence of this view does not give an
impression that both the designs are different, and therefore,
it is recognized that both the designs are similar.”

As a result of review about the similarity between Designs
1 and 2 in consideration of the determination in the Written
Directive, the point in common to Designs 1 and 2 is that a
user taps a post to change a display manner so as to display
a group of cited posts originating from the post, as shown
in Views 1 and 2. In Design 2, further scrolling a screen
allows viewing of the screen as shown in View 3. View 3
of Design 2 shows a plurality of groups of cited posts to be
viewed, for example, by scrolling a screen. View 3 of Design
2 shows groups of cited posts each in common to View 2.
According to the determination in the above-mentioned
Written Directive, since the change in View 3 is sufficiently
conceivable from View 2 in light of the specific shape of the
designs described in the application form and illustrated in
the drawings, the presence or absence of View 3 does not
give an impression that both the designs are different.

On the other hand, as a result of review of the determination
about the similarity between Designs 1 and 3, the point in
common to Designs 1 and 3 is also that a user taps a post
to change a display manner so as to display a group of cited
posts originating from the post. In Design 3, only reposts with
no comment can be further extracted and displayed in list
form as shown in View 3. In View 3 of Design 3, only reposts
with no comment are extracted and displayed in list form.
The reposts in View 3 of Design 3 are different in the display
manner from the group of cited posts in View 2. In light of the
above-described determination about the similarity between
Designs 1 and 2, it is considered that, since the change in View
3 is not sufficiently conceivable from View 2, the presence or
absence of View 3 gives an impression that Designs 1 and 3
are different, and therefore, both the designs are determined
as being not similar to each other.

When comparing View 3 of Design 2 with View 3 of Design
3, the group of cited posts is common to View 3 of Design
2 and View 2, but not common to View 3 of Design 3 and
View 2. Therefore, it is considered that the change in View 3
is sufficiently conceivable from View 2 since a group of cited
posts is common to View 3 of Design 2 and View 2.

This case suggests a possibility that two designs may be
determined as being similar by adding a view showing a
changed state as in Designs 1 and 2. Further, this case also
suggests a possibility that two designs may be determined as
being similar when the changed shape of the graphic image
in a view showing a changed state as in each of Designs 2 and
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3 is common to these two designs, but these designs may be
determined as being not similar when the changed shape and
the like of the graphic image is not common to these designs.
Specifically, it is determined whether or not separate designs
are registered as related designs depending on whether
these designs are similar or not. Accordingly, by determining
whether graphic image designs are similar or not based on a
view showing a changed state, it can be determined whether
or not a plurality of graphic image designs are registerable
as related designs. Therefore, it is considered that, in the
case where a network of designs is established by a plurality
of graphic image designs, such a network of designs can be
established within a scope of desired similarity by employing
a view showing a changed state.

4. Case in which Graphic Image on the
Metaverse was Registered

A virtual space on a computer is called a metaverse and has
been recently attracting attention. Protection of the contents
on such a metaverse is also currently widely discussed. It is now
planned to revise the Unfair Competition Prevention Act for the
purpose of preventing imitation of designs on the metaverse.

The design of a virtual item (for example, clothing worn by
an avatar) corresponding to a content on the metaverse is
not recognized as a graphic image design. Thus, according
to the current Design Act, it is conceivable that the design to
be protected in the real space may not be protected on the
metaverse. On the other hand, even the current Design Act
may allow protection of a graphic image on the metaverse as
a graphic image design if this graphic image on the metaverse
is regarded as a graphic image for operation (a graphic image
provided for the operation of a device) or a graphic image for
display (a graphic image displayed as a result of the function
performed by the device) under the Design Act.

An example case in which a graphic image on a virtual space
including avatars is registered as a graphic image design is
Japanese Design Registration No. 1692265 shown in views
referred to below. "Article to which Design Relates" in this case
is a "graphic image for displaying a presentation situation". This
design is used for an online presentation, content distribution,
etc. to show various situations such as gestures of a presenter
and an audience, and the number of the audience on a virtual
space, and thereby, represent a situation close to an actual
venue environment in a real face-to-face presentation. Also,
the number of avatars imitating the members of the audience
increases or decreases in real time according to the actual
number of the members of the audience.

A graphic image of this design corresponds to a graphic
image for display since the number of avatars imitating
the members of the audience is increased or decreased in
this graphic image according to the actual number of the
members of the audience. If a graphic image on the metaverse
corresponds to such a graphic image for display as in this
design, this graphic image is protected as a graphic image
design. However, as to a graphic image in the metaverse, it
may be difficult to determine, for example, whether or not
such a graphic image in the metaverse corresponds to a
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[Graphic Image View]
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[Graphic Image View 1 Showing Changed State]
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[Graphic Image View 2 Showing Changed State]

[EZ¥—[CRRUICREDSER]
[Referential View Showing State Displayed on Monitor]
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graphic image for operation or a graphic image for display,
and which part of this graphic image should be selected for
design registration. Thus, in case of such difficulty in making
a determination as described above, it is desirable to file
applications for a plurality of graphic image designs in order to
increase the possibility of design registration.

In consideration of the current situation in which designs
related to graphic images in the metaverse are receiving
increased attention, it is conceivable that the number of
design applications related to the metaverse will also increase
in the future. Thus, in the case where a graphic image in the
metaverse is used for the business of a company, it is desirable
to actively file applications for registration of graphic image
designs on the metaverse in order to ensure the company's
business competitiveness.

5. Conclusion

Graphic image designs are still attracting a high level of
interest, and it seems such interest will continue in the future.
Thus, it is desirable to seek the further practical use of graphic
image designs based on clues from current cases that have
been successfully registered.

(1) BT EEF —BEERARER(SMSFE5811H)
2) REBEEEEIVEE1586.2.2
(G) REBEEEEIVEE1585.24

(1) Materials released by Design Division, Trademark, Design and Administrative Affairs Department, Japan Patent Office; (May 11, 2023)

(2) The Examination Guidelines for Design, Part IV, Chapter 1. 6.2.2
(3) The Examination Guidelines for Design, Part IV, Chapter 1. 5.2.4
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1. Introduction

A "Disclaimer claim" refers to a claim that explicitly specifies
removal of a part of the claimed matter encompassed by
the claimed invention while leaving the description of
the claimed matter intact (The Examination Guidelines for
Patent and Utility Model, Section IV, Chapter 2, 3314, 1t
is recognized that a "disclaimer claim" can be useful as a
means of amendment for overcoming a ground of rejection
concerning lack of inventive step of the claimed invention
over the invention taught by a cited reference (see "Review
and research on the trend of recent trial decisions, and useful
information for members based on the research”, Report from
the 2022 Patent Committee of the Japan Patent Attorneys
Association).

In this article, some disclaimer cases are introduced which
adopt interesting removal strategies, selected from patents
that were registered after use of a "disclaimer" amendment for
overcoming grounds of rejection concerning violation of the
inventive step requirement (stipulated by Article 29(2) of the
Patent Act).

2. Interesting "Disclaimer" cases

(1) Case registered after removal of the entire invention
taught by claim 1 of the primary cited reference (Japanese
Patent No. 6990972)

1. An exterior member for a power storage apparatus,
comprising:
a substrate layer;
a metal foil layer formed on one side of the substrate
layer with an adhesive layer interposed therebetween; and
a sealant layer disposed on a side of the metal foil layer
opposite to the substrate layer side, wherein the substrate
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layer is a polyester-resin-containing layer containing PETG
or PCTG (with the exclusion of

an exterior member for a lithium ion battery, comprising:

a substrate layer made of a film formed by biaxially
stretching a multilayer coextruded film, the multilayer
coextruded film including a first thermoplastic resin layer
containing an aromatic polyester resin and disposed on the
outside, a second thermoplastic resin layer containing a
modified thermoplastic resin that is graft-modified with one
or more unsaturated carboxylic acid derivative components
selected from the group consisting of unsaturated
carboxylic acids, acid anhydrides of unsaturated carboxylic
acid, and esters of unsaturated carboxylic acid, and a third
thermoplastic resin layer containing a polyamide resin;

a metal foil layer stacked on one side of the substrate
layer;

an anti-corrosion treatment layer stacked on the metal
foil layer;

an inner adhesive layer stacked on the anti-corrosion
treatment layer; and

a sealant layer stacked on the inner adhesive layer). (The
underline is added by the author.)

BEERONUTRAT)VEEZZE U CHAIICEET
NicE—AREMBER S, RaD)LR VB, AEaH
AIVIRV ERDBEEKY). ROARREMADIVRVEBEDI AT
VD SIEDEN SFIEND 1L LD DIV BEER
BEMNDTI ST MEMUCEMATESEEZSE T
DE_ROEUEERS. RUPINEEZSEI 05
=AOBEMERERES. ZESVLBHIEHN T <)L LZ"H
ERS BT T A JVAICK D TR S NICEMB L.

HIECEMBO—HDE LICEESNICERERB .

ElIEEs A== Rl e - =tay gVl Sy = A5 =l

AIECREYILEAERE EICRBSNIcAAEERB .

AIECAEBE LICEES N —3 7 MEL.

ZRA D UFDLAZFVEBMANEM,

RBRBCHBNTIE, FHIFEKFICESIBIDFKIAT CF
BFEAZRNCERSIRS I U—LIETHMIEZITIEL., &
HEFBEKEICOWNT, ABEFKIE ICROFEADSF. E516)
(CECEDFEBA (LU, [E5IAFA)) OLADBREADERD
NCWVDIeHARBEFERIIES IFFEEN SBS(CREILEDD
DTIRFEVNEZER U CESIHERDIEEERNEESNT
WEd,

REFBCTEESIFIDFEKIB ZRACERNTVNDRTHE
RRVNTI D, ESMERDEMEERICH UL TR IL—
LIDWIEZIRAT 25 E(CIE EHIHER DIERIERZEMN
I 2F5IAFEFDOREDHRCHBADBRZRS CEhL &
HIENR DIEIEIERZFH I ©IMB(ICIFDEEASNE T,

14  Fukami Patent Office, P.C. News Letter

Claim 1 of the primary cited reference (Japanese Patent
Laying-Open No. 2014-17266)

1. An exterior member for a lithium ion battery, comprising:

a substrate layer made of a film formed by biaxially
stretching a multilayer coextruded film, the multilayer
coextruded film including a first thermoplastic resin layer
containing an aromatic polyester resin and disposed on the
outside, a second thermoplastic resin layer containing a
modified thermoplastic resin that is graft-modified with one
or more unsaturated carboxylic acid derivative components
selected from the group consisting of unsaturated
carboxylic acids, acid anhydrides of unsaturated carboxylic
acid, and esters of unsaturated carboxylic acid, and a third
thermoplastic resin layer containing a polyamide resin;

a metal foil layer stacked on one side of the substrate
layer;

an anti-corrosion treatment layer stacked on the metal
foil layer;

an inner adhesive layer stacked on the anti-corrosion
treatment layer; and

a sealant layer stacked on the inner adhesive layer.

In this registered case, the applicant submitted a
"disclaimer" amendment at the time of request for a trial, to
remove the entire invention taught by claim 1 of the primary
cited reference, and argued in a Notice of Appeal that as a
result of the removal of an essential feature of the invention
taught by the primary cited reference (hereinafter referred
to as "the primary reference invention") from the claimed
invention according to claim 1 of the present application, the
present invention could not have been readily conceived from
the primary reference invention, successfully overcoming the
grounds of rejection concerning violation of the inventive
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step requirement.

An interesting point of this registered case is that claim 1 of
the primary cited reference is removed as a whole. However,
it should be noted that when submitting a "disclaimer”
amendment in response to a ground of rejection concerning
violation of the inventive step requirement, a quick way of
overcoming the ground of rejection would be to remove a
configuration that is essential for achieving an object of the
primary reference invention (a reference invention mentioned
by the ground of rejection).

(2) Case registered after removal of a precondition for an
object of the primary reference invention (Japanese
Patent No. 7014530)

1. A fuel cell system comprising:

a fuel cell that generates power using hydrogen gas;

a desulfurization member disposed upstream of the fuel
cell, the desulfurization member being either an adsorption
member which comprises an adsorbent for adsorbing a
sulfur compound contained in an odorizer which odorizes
the hydrogen gas, or a hydrodesulfurization member which
performs hydrodesulfurization by subjecting the sulfur
compound to reaction with the hydrogen gas; and

a pressure-reducing member that is disposed
downstream of the desulfurization member and upstream
of the fuel cell, and that reduces the pressure of the
hydrogen gas to lower than the pressure of the hydrogen
gas as of when it is being fed to the desulfurization
member, wherein

the desulfurization member and the pressure-reducing
member are connected to each other via a connection
pathway (with the exclusion of a configuration in which
the desulfurization member and a hydrogen gas storage
member are connected to each other via a connection
pathway and the hydrogen gas storage member and the
pressure-reducing member are connected to each other
via a connection pathway). (The underline is added by the
author.)

Claim 1 and Paragraph 0005 of the primary cited reference
(Japanese Patent Laying-Open No. 2005-327650)

1. A fuel cell system that uses hydrogen gas fed from an
exterior feeding apparatus, the fuel cell system comprising:
an inlet that receives a mixed gas containing the

hydrogen gas and an odorizer from the exterior feeding

apparatus;
an odorizer-removing member that removes the odorizer
contained in the mixed gas received through the inlet; and
a hydrogen gas storage member that stores the
hydrogen gas provided from the odorizer-removing
member.

[0005] However, conventional fuel cell systems may cause

various problems due to the odorizer stored in the tank. ...
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C :0.04~0.08%.

Si10.01~0.1%.

Mn 1.0~ 2.0%=i.

P 0.03%Ki.

S+ 0.005%K .

Al'20.20~0.80% (fEL. 0.30%LU F7ZRR<).

Ti 0~ 0.15%K.

Nb : 0~0.05%=K;&

ZZ2B U, FEOSR ORI 51ED. - - -

F5160 (5 2012 — 213803 52 #R) DFEKRE 1 B KUE%E
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(GEKIE1]
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~0.30%. C:0.01~0.3%. Mn:0.1~3.0%. P:0.05%
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~0.02%ZZdH - - o
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An object of the primary reference invention presupposes
the presence of the hydrogen gas storage member (a tank)
specified by claim 1 of the primary cited reference. In this
registered case, the "disclaimer" amendment removed the
hydrogen gas storage member, which corresponds to a
tank serving as a precondition for an object of the primary
reference invention. In response to a ground of rejection
concerning violation of the inventive step requirement,
the applicant submitted a Notice of Appeal, arguing as
follows: the presence of the hydrogen gas storage member
is a precondition of the primary reference invention, and,
hence, is an essential configuration of the primary reference
invention; so the claimed invention is explicitly excluded from
the primary reference invention. As a result, the ground of
rejection was successfully overcome.

An interesting point of this registered case is that inventive
step over the primary reference invention was approved, not
through removal of a technical means for achieving an object
of the primary reference invention, but though removal of a
precondition for the technical means.

(3) Case registered after removal of part of a numerical range
(Japanese Patent No. 6885112)

1. A steel-plate lap fillet welded joint composed of two
steel plates and a fillet welding portion formed at a
contact portion between an end face of one of the steel
plates and a surface of the other steel plate, wherein
chemical components (mass%) of the steel plates

include:

Cin 0.04 to 0.08%;

Siin 0.01 t0 0.1%;

Mnin 1.0 to below 2.0%;

P below 0.03%;

S below 0.005%;

Al in 0.20 to 0.80% (with the exclusion of 0.30% and
below);

Tiin 0 to below 0.15%; and

Nb in 0 to below 0.05%,

with the remainder being made up of iron and impurities,

Claim 1 and Paragraph 0025 of the primary cited reference
(Japanese Patent Laying-Open No. 2012-213803)

1. ..containing, in mass%, Si in 0.01 to 0.10%, Ti in 0.05 to
0.30%, Al'in 0.005 to 0.30%, Cin 0.01 to 0.3%, Mn in 0.1 to
3.0%, P in 0.05% or below, S in 0.0005 to 0.01%, Cr in 0.05
t0 0.5%, and N in 0.005 to 0.02%.....

[0025] ...however, when Al binds to N, the resulting AIN

impairs the fatigue-strength-enhancing effect of the

welded joint member, and, in a case where the Al content
exceeds 0.30%, hole-enlarging properties (one of the press
forming properties) are significantly impaired. For this
reason, the Al content of the steel plate is from 0.005 to
0.30%.
(The underline is added by the author.)
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In the "disclaimer" amendment for this registered case, a
partial range (0.30% and below) was removed from the range
of the Al content specified by the invention of claim 1 (0.20
to 0.80%). In response to a ground of rejection concerning
violation of the inventive step requirement, the applicant
submitted a Written Opinion, arguing that the invention of
claim 1 of the registered case did not overlap the invention of
claim 1 of the primary cited reference, and that, as is recited
in Paragraph 0025 of the primary cited reference, the range
specified by claim 1 of the registered case was explicitly
excluded from the corresponding range specified by the
primary reference invention, successfully overcoming the
ground of rejection.

Given the fact that the specification of the registered case
as originally filed does not mention the Al content exceeding
0.30%, if the applicant submitted an amendment to add
a limitation of "the Al content exceeding 0.30% and not
exceeding 0.80%", it could have been judged as introduction
of new matter; whereas the "disclaimer" amendment to
remove the partial range overlapping the primary reference
invention successfully lowered the chances of being judged
as introduction of new matter, which is interesting.

(4) Case registered after removal of a particular purpose of
use (Japanese Patent No. 6948774)

1.Apreadipocyte differentiation inhibiting agent
comprising at least one urolithin selected from the group
consisting of urolithin A, urolithin B, urolithin C, urolithin
D, urolithin E, urolithin M3, urolithin M4, urolithin M5,
urolithin M6, urolithin M7, and isourolithin A (with the
exclusion of the purpose of use for treating or preventing
obesity, impaired metabolic rate, metabolic syndrome,
diabetes, cardiovascular diseases, hyperlipidemia,
neurodegenerative diseases, cognitive disorder, mood
disorder, stress, and anxiety disorder, the purpose of use
for inhibiting lipid accumulation, the purpose of use
for controlling body weight, and the purpose of use for
enhancing muscle function or mental ability).
(The underline is added by the author.)

Fig.1 Flowchart of adipocyte emergence and growth

HEREHHA Mesenchymal stem cells (MSC)
(i)sE (i) Differentiation

B AE A #H BT Preadipocytes

(i) st (i) Differentiation

R EAARBA RS Mature adipocytes

(iii) BERF & (ii) Lipid accumulation
BEX{LBE RS ¥l AR Hypertrophic adipocytes
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K2 FRECHRDIEACREBRZEMTDHEDIX—Y
Fig.2 Limitation-adding amendment

REZERZEMT DHIEIC
KOS ENEEH

Part removed by
limitation-adding
amendment

FERIEICIRDRBOEE
Scope of invention
described in claims
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Notice of Grounds of Rejection filed on July 2, 2020

Cited Reference 1 recites that treatment with urolithin A,
urolithin C, urolithin D reduced adipogenic differentiation
of lipid-derived stem cells, which suggests that urolithin
can be useful as a new strategy for diet therapy for
alleviating obesity....

In this registered case, the "disclaimer” amendment removed
the purpose of use for inhibiting lipid accumulation, from the
purpose of use of the preadipocyte differentiation inhibiting
agent according to the invention of claim 1. In response to a
ground of rejection concerning violation of the inventive step
requirement, the applicant of the registered case submitted
a Notice of Appeal, arguing that adipocyte emergence and
growth proceed as illustrated in Fig. T below, which involves
(i) differentiation of mesenchymal stem cells (MSCs) into
preadipocytes, (ii) differentiation of preadipocytes into mature
adipocytes, and (iii) lipid accumulation in mature adipocytes
leading to hypertrophic adipocytes, so a person skilled in the
art who knows of the recitation of Cited Reference 1 would
usually interpret that urolithins according to the invention
taught by Cited Reference 1 (hereinafter referred to as "Cited
Invention 1") inhibited the process (iii) (lipid accumulation
in mature adipocytes leading to hypertrophic cells), not the
process (ii) (differentiation of preadipocytes into mature
adipocytes), successfully overcoming the ground of rejection.

Beside "the purpose of use for inhibiting lipid accumulation”,
the "disclaimer" amendment of this registered case also
removed some other purposes of use, in order to avoid
overlap with the invention taught by Cited Reference 2
(hereinafter referred to as "Cited Invention 2"), which is
different from Cited Reference 1.

An interesting point of this registered case is that not only
the purpose of use of the claimed invention overlapping
Cited Invention 2 but also the purpose of use for inhibiting
lipid accumulation, which is a mechanism overlapping Cited
Invention 1, is removed.

B3 TR<IL—LIETRDHEDTIX—T
Fig.3 "Disclaimer” amendment

RS I L—LETBDMIEIC
S OBRASNIEEEH

Part removed by
disclaimer amendment

FERIEICIRDRBOEE
Scope of invention
described in claims
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3. Conclusion

When adopting a "disclaimer" amendment, the author
personally prefers to remove a configurational feature of the
primary reference invention essential for achieving an object,
as minimally as possible. However, as discussed above, there
are various removal strategies for "disclaimer" amendment, so
it would be beneficial to investigate effective ways of removal.

In this regard, an amendment to add a limitation to the
claimed invention (hereinafter referred to as a "limitation-
adding amendment") would remove part of the outer limit
of the claimed invention, as illustrated in Fig. 2 below; in
contrast, a "disclaimer" amendment removes an inner part of
the claimed invention without changing the outer limit of the
claimed invention, as illustrated in Fig. 3 below. In this way,
a "disclaimer" amendment does not result in an unnecessary
shrinkage of the scope of the claimed invention, and, hence, is
a useful strategy in some cases.

The Examination Guidelines for Patent and Utility Model?
stipulates that in a case where the claimed invention overlaps
a cited invention and thereby has a potential risk of denial of
novelty (Paragraph 1(iii) of Article 29, Paragraph 2 of Article 29,
or Article 39), amending to remove only the overlapping part
is allowed, and, in Japan practice, a "disclaimer" amendment
is widely approved. There are, however, some trial cases in
the Intellectual Property High Court where a "disclaimer”
modification was not approved”"” , indicating that there are
some limitations to use of a "disclaimer" amendment.

(1) https://www.jpo.go.jp/system/laws/rule/guideline/patent/tukujitu_kijun/document/index/04_0200.pdf

(2) k&1
(3) FR26% (1747) 55102045 BREVHFREMH (FR27F3R11HHIRER)

(4) FR265 (R) 5100805 HEFERETAELEFRILFEMN. TR27E(R)FE100275 RMFEFEH (FR284E3H308HREE)
(1) https://www.jpo.go.jp/system/laws/rule/guideline/patent/tukujitu_kijun/document/index/04_0200.pdf

(2) Same as 1

(3) Case of request for rescinding trial decision, No. 10204, 2014 (Gyo-Ke) (Judgment on March 11, 2015)
(4) Case of appeal for patent infringement act injunction etc., No. 10080, 2014 (Ne); Case of incidental appeal related to the same, No. 10027, 2015 (Ne)

(Judgment on March 30, 2016)
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Discussion about Goods Having Two or More Similar Group Codes

— Consideration of Handling during Examination and Cancellation Trial Based on Non-Use, and Dealing in Trademark Practice for Each Type —
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1. Introduction
-Classes of Goods and Similar Group Codes-

The "Examination Guidelines for Similar Goods and
Services" (hereinafter "Examination Guidelines") is one of the
guidelines used in determination of similarity of designated
goods/designated services by applicants who file trademark
registration applications and the Examiners who examine
applications. The Trademark Act provides that no trademark
shall be registered if a trademark applied for is identical with,
or similar to, another person's registered trademark and if
the designated goods or designated services of the filed
trademark application are identical or similar (Paragraph 1(xi)
of Article 4 of the Trademark Act). Therefore, it is important
for an applicant to search and know, prior to filing, that a
trademark identical or similar to the trademark to be applied
for is not yet registered for designated goods or designated
services identical or similar to the designated goods or
designated services of the trademark application to be filed,
in order to avoid finding out during examination that a
trademark applied for violates this provision. For this purpose,
the similarity of designated goods/designated services is
determined based on the Examination Guidelines.

(1) Classes of Goods

According to the Examination Guidelines, about 5000
goods are illustrated and classified into 34 classes from Class
1 to Class 34 in accordance with their function or purpose.
A heading of each class (hereinafter "class heading") lists
the goods belonging to the class and roughly indicates
their scope. Therefore, goods that are not illustrated in the
Examination Guidelines are classified into one of Class 1 to
Class 34 by reference to the class headings.

However, there are multifunctional composite goods in
the world. For example, it is uncertain whether an item
incorporating a radio and a clock belongs to Class 9 that
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BHI—D. HEEBHIEFEHERADAZRLET. £5
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[K1] HFBEWISY bTr—L BHR - RELRTFER
[Fig. 1] J-PlatPat Goods/Services Name Search Results

[K2] HFBEWISY bTr—L BH - BEBRTFER
[Fig. 2] J-PlatPat Goods/Services Name Search Results
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illustrates radios or Class 14 that illustrates clocks. In this
case as well, back to the principle that goods are classified in
accordance with their function or purpose, it is appropriate to
classify the item into Class 9 that illustrates radios when it is a
radio incorporating a clock, and Class 14 that illustrates clocks
when itis a clock incorporating a radio (Fig. 1).

Another example is scented refreshers and aromatic
deodorizers. Both are deodorizing and aroma-emitting
products and are sold on the same shelf at stores. However,
since the main function and purpose of the scented refreshers
are aroma emission, they are regarded as air refreshers having
the deodorizing effect and classified into Class 3 to which air
refreshers belong. In contrast, the main function and purpose
of the aromatic deodorizers are deodorization, though they
have the aroma-emitting effect, and thus, they are classified
into Class 5 to which deodorizers belong.

As described above, goods are always classified into one
class. If it is difficult to decide one class when indicating
the designated goods for which protection is sought and
their class in an application form for a trademark registration
application, the application is filed, in line with the trademark
practice, by indicating two or more possible classes in the
application form to designate the goods such that they are
determined as belonging to the respective classes, in order to
reliably protect the goods.
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#AR  clothing
FBR d—-k =58 DIIvV4

(2) Similar Group Codes

In addition to the classes, the Examination Guidelines
provide an important matter for goods/services. It is "similar
group codes", which are five-digit common codes consisting
of numerals and alphabetic characters. The similarity of
goods/services is determined based on whether the same
similar group code is assigned, not whether the compared
goods/services are classified into the same class. In the
examination practice, the goods and services having the same
similar group code are in principle assumed to be similar to
each other.

Most of the goods illustrated in the Examination Guidelines
have one similar group code. The similar group code "11B01"
is assigned to radios incorporating clocks, and "23A01" is
assigned to clocks incorporating radios. Though radios
incorporating clocks and clocks incorporating radios are both
goods incorporating clocks and radios, they are classified
into different classes and have different similar group codes.
Therefore, in the examination practice, they are assumed to
be dissimilar to each other.

Similarly, scented refreshers (04D02) and aromatic
deodorizers (01B01) are assumed to be dissimilar to each
other in the examination practice.

Taking a close look at the Examination Guidelines, there
are goods having two or more similar group codes. We will
introduce what the goods having two or more similar group
codes are like and how they are handled during examination
and trial, and we will discuss how they are dealt with in the
trademark practice and problems.

2. Examples of Similar Group Codes

Referring to Class 25 in the Examination Guidelines, the class
heading includes the explanatory notes "Class 25 includes
mainly clothing, footwear and headwear for human beings",
and the following examples of similar group codes are
provided.

Only the similar group code "17A01" is assigned to non-
Japanese style outerclothing, coats, sweaters, and shirts, and

17A01
17A01

17A02 17A03 17A04 17A07

non-Japanese style outerclothing, coats, sweaters, shirts

BEEHE TA& KKE KKiE

nightwear, underwear, swimwear, swimming caps
FrIV-IL IVORVT Ta—TvY
camisoles, tank-tops, tee-shirts

FIBR  Japanese traditional clothing

TARYRY I7OV (hEE) YI75— EEW
sleep masks, aprons, (omitted) mufflers, ear muffs
FT1hFvrvS 1BF

nightcaps, headgear for wear
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these goods having the same similar group code are treated
as similar to each other.

Only the similar group code "17A02" is assigned to
nightwear, underwear, swimwear, and swimming caps, and
they are similar to each other. However, these goods are
different in similar group code from, and treated as dissimilar
to, non-Japanese style outerclothing, coats, sweaters, and
shirts.

Camisoles, tank-tops and tee-shirts having the two similar
group codes "17A01, 17A02" can be determined as similar
to each other. However, can they be determined as similar
to non-Japanese style outerclothing (17A01) and nightwear
(17A02) because the same similar group codes are assigned,
or dissimilar to them because the different similar group
codes are assigned?

Regarding the practical use of goods and services having
two or more similar group codes, the Examination Guidelines
describe "Unless otherwise indicated in the remarks, goods
and services having two or more similar group codes are
assumed to be similar to (i) goods and services having two or
more similar group codes identical to the two or more similar
group codes or (i) goods and services having one of the two
or more similar group codes". Therefore, camisoles (17A01,
17A02) can be determined as similar to non-Japanese style
outerclothing (17A01) and also similar to nightwear (17A02).

Japanese traditional clothing (17A03) can be determined
as dissimilar to non-Japanese style outerclothing (17A01),
nightwear (17A02) and camisoles (17A01, 17A02), and clothing
(17A01, 17A02, 17A03, 17A04, 17A07) can be determined as
similar to non-Japanese style outerclothing (17A01), nightwear
(17A02), camisoles (17A01, 17A02), Japanese traditional
clothing (17A03), sleep masks (17A04), and headgear for wear
(17A07).

3. As to Goods Having Two or More Similar
Group Codes

Why are the two or more similar group codes assigned to
clothing, camisoles, tank-tops, and tee-shirts, though only
one similar group code is assigned to the respective goods
in the example of radios incorporating clocks and clocks
incorporating radios and in the example of scented refreshers
and aromatic deodorizers? We will discuss the meaning of
two or more similar group codes being assigned.

(Example 1) Clothing

Referring to Class 25 in the Examination Guidelines,
under the indication of "clothing", "non-Japanese style
outerclothing, coats, sweaters, shirts" (17A01) that are similar
to each other are enclosed in a solid box, and similarly,
"nightwear, underwear, swimwear, swimming caps" (17A02),
"camisoles, tank-tops, tee-shirts" (17A01, 17A02), "Japanese
traditional clothing" (17A03), "sleep masks, aprons (omitting
the rest)" (17A04), and "nightcaps, headgear for wear" (17A07)
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(3] BER - REREEE F25HI0KR

are enclosed in solid boxes, respectively, and all of them are
enclosed in a dashed box (Fig. 3).

This means that "clothing" is a comprehensive concept
indication of the groups of the heading goods (also called
"strip goods") enclosed in the solid boxes, and thus, all
of the similar group codes (17A01, 17A02, 17A03, 17A04,
17A07) assigned to the heading goods included in the
comprehensive concept indication of "clothing" are assigned
to "clothing". Therefore, the two or more similar group codes
assigned to "clothing" imply so-called "union" of the heading
goods. Many of the goods having two or more similar group
codes in the Examination Guidelines are of "union” type.

[Fig. 31 Excerpts from Class 25 in the Examination Guidelines

4 B (Omitted)

& B (Omitted)
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(Example 2) Camisoles, Tank-Tops, Tee-Shirts

Camisoles, tank-tops and tee-shirts are heading goods
enclosed in one solid box, have the similar group codes
"17A01, 17A02" assigned thereto, and are listed in parallel with
the heading goods such as non-Japanese style outerclothing
(17A01), the heading goods such as nightwear (17A02), and
the heading goods such as Japanese traditional clothing
(17A03).

This means that camisoles, tank-tops and tee-shirts cannot
be regarded as a union of non-Japanese style outerclothing
and nightwear, and thus, the assignment of the two similar
group codes seems to have another implication.

Camisoles, tank-tops and tee-shirts may be treated as
townwear or as underwear. When they are treated as
townwear, they are regarded as the goods similar to non-
Japanese style outerclothing and the similar group code
17A01 is assigned, because they correspond in production
or sales stage with non-Japanese style outerclothing. When
they are treated as underwear, they are regarded as the goods
similar to nightwear and 17A02 is assigned. For example,
"camisoles as outerwear" have only 17A01 assigned thereto
because they do not correspond in production or sales stage
with nightwear. In contrast, "camisole underwear" has only
17A02 assigned thereto. However, simply "camisoles" seem to
have the two similar group codes 17A01 and 17A02 assigned
thereto because they correspond in production or sales stage
with both non-Japanese style outerclothing and nightwear.
Therefore, the two similar group codes assigned to camisoles,
tank-tops and tee-shirts imply "duality" of the heading goods.

(Example 3) Electronic Publications

Some of the goods having two or more similar group codes
cannot be explained by "union" and "duality (multiplicity)". As
one example, Class 9 in the Examination Guidelines illustrates
"electronic publications" having the two similar group codes
26A01 and 26D01 assigned thereto (Fig. 4).

26A01 is the similar group code assigned to books, and
26D01 is the similar group code assigned to image data.
However, it is clear that "electronic publications" are not a
comprehensive concept indication of books and image data,
and cannot be explained by "union”. In addition, electronic
publications are not traded as either goods corresponding to
books or goods corresponding to image data as seen in the
example of camisoles, but traded as goods having the aspects
of both books and image data. Therefore, the assignment of

[Fig. 4] Excerpts from Class 9 in the Examination Guidelines

& B (Omitted)
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the two similar group codes 26A01 and 26D01 seems to have
a different implication from "duality". Thus, the implication
of the two similar group codes assigned to electronic
publications is referred to as "integration" of the heading
goods in order to distinguish it from "duality".

The differences among the "union", "duality" and "integration”
types are as shown in Fig. 5.

The following lists show the classification of the goods
having two or more similar group codes in the Examination
Guidelines into the "union"”, "duality” and "integration” types.

@ "Union" type:

printing ink (03D01, 25B01); fuel (05A01, 05A02);
pharmaceutical preparations (01B01, 01B02); metal pulleys,
springs and valves [not including machine elements] (09F02,
09F03, 09F05); reservoirs of metal (09G59, 09G60); metal
hardware (13C01, 13C02); industrial packaging containers of
metal (18C01, 18C13); agricultural machines and agricultural
implements, other than hand-operated (09A41, 09A43,
09A45, 09A47); non-electric prime movers, not for land
vehicles (09B01, 09B02); parts of non-electric prime movers
(09BO1, 09B02); washing machines [laundry] (09E23, 11A06);
dishwashers (09E28, 11A06); machines and apparatus for wax-
polishing, electric (09E29, 11A06); vacuum cleaners (09E29,
11A06); machine elements, not for land vehicles (09F0T,
09F02, 09F03, 09F04, 09F05); bladed or pointed hand tools
and swords (13A01, 13A03); hand tools, hand operated, other
than bladed or pointed hand tools (13801, 13B02, 13B03);
electronic machines, apparatus and their parts (11C01, 11C02);
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medical apparatus and instruments (10D01, 10D02); garbage
incinerators (09G58, 19B48); household electrothermic
appliances (11A06, 11A07); mechanical elements for land
vehicles (09F01, 09F02, 09F03, 09F04); vessels and their
parts and fittings (12A01, 12A73); unwrought and semi-
wrought precious stones and their imitations (06B01, 21D01);
personal ornaments [jewellery, jewelry (Am.)] (21A02, 21B01);
leather and fur, unworked or semi-worked (18A01, 34C01,
34C02); nonmetallic mineral materials [unworked or partly
worked] (34E09, 34E10, 34E11); reservoirs, not of metal nor
of masonry (09G59, 09G60); industrial packaging containers
of wood, bamboo or plastics (18C03, 18C06, 18C09, 18C13);
cosmetic utensils (11A07, 21F01); industrial packaging
containers of glass or porcelain (18C02, 18C10, 18C13); kitchen
implements and containers, not including gas water heaters
for household use, non-electric cooking heaters for household
purposes, kitchen sinks incorporating integrated worktops
for household purpose and kitchen sinks for household
purpose (19A01, 19A03, 19A04, 19A05); raw textile fibers
(14A01, 14A02, 14A03, 14A04, 14A05, 14A06); threads and
yarns (15A01, 15A03); woven fabrics (16A01, 16A03); clothing
(17A01, 17A02, 17A03, 17A04, 17A07); footwear [other than
special footwear for sports] (22A01, 22A03); special footwear
for sports (24C01, 24C02, 24C04); artificial flowers (20F01,
21EQ1); sports equipment (24C01, 24C03, 24C04); processed
seafood products (32F01, 32F02); seasonings [other than
spices] (31A01, 31A02, 31A03, 31A04, 31A05); vegetables, fresh
(32D01, 32D03)

@ "Duality" type:

flagpoles [structures], not of metal (07A03, 07C01);
camisoles, tank-tops, tee-shirts (17A01, 17A02); perfume
burners (11A06, 20FQ01); electronic cigarettes (27A01, 27B01)

® "Integration” type:

solar batteries (11AQ01, 11A03); personal digital assistants
(11BO1, 11CO1); downloadable image files (24E02, 26D01);
recorded video discs and video tapes (24E02, 26D01);
electronic publications (26A01, 26D01); leathercloth (16C02,
34C01)

While many goods are classified into the "union" type as
described above, we will discuss how the goods of "duality"
type and the goods of "integration" type, which are unique,
are handled during examination and trial, and how they are
dealt with in the trademark practice.

4. Handling during Examination and
Cancellation Trial Based on Non-Use, and
Dealing in Trademark Practice

(1) Handling during Examination, and Dealing in Trademark
Practice
As for the goods of "duality" type and the goods of
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"integration” type, similarly to the goods of "union" type,
goods and services having the same similar group code are
treated as similar to each other, even if the code is any one of
a plurality of similar group codes.

Therefore, when a trademark application for registration is
rejected in examination on the ground that the trademark
applied for is similar to a registered trademark relating to a
prior application, the designated goods having the similar
group code that is identical to the similar group code assigned
to the prior trademark may be deleted from the designated
goods of the trademark application for registration. When the
deletion is not desired, a trial for invalidation or cancellation
of the designated goods of the prior trademark may be
requested for the designated goods/designated services
having the similar group code that is identical to the similar
group code assigned to the trademark applied for. When
the deletion is completed or the request for invalidation
or cancellation trial succeeds, the ground of rejection is
overcome.

For the goods of "union” type and the goods of "duality"
type, we think that it is a key in dealing in the trademark
practice to delete or request a trial for only the part of the
designated goods having the problematic similar group code,
not to delete or request a trial for the entire designated goods.
As one example, when an application designating "clothing"
(17A01, 17A02, 17A03, 17A04, 17A07) is filed to protect
"non-Japanese style outerclothing" and a prior trademark
designating "Japanese traditional clothing" (17A03) is cited,
it is sufficient to amend the designated goods specified in
the application to "clothing (excluding Japanese traditional
clothing)" (17A01, 17A02, 17A04, 17A07), not to amend
them to only "non-Japanese style outerclothing" (17A01). As
another example, when an application designating "camisole
dresses" (17A01) is filed and a prior trademark designating
"camisoles" is cited, it is advisable to try to overcome the
similarity to the prior trademark by requesting a trial for
invalidating or cancelling "camisole dresses, camisoles
used as townwear" (17A01) in the designated goods of
the prior trademark registration, without requesting a trial
for invalidating or cancelling the entire designated goods
"camisoles" (17A01, 17A02) of the prior trademark registration.

(2) Handling during Cancellation Trial Based on Non-Use, and
Dealing in Trademark Practice

In the example of the designated goods "camisoles" of
the prior trademark mentioned in (1) above, let us assume
that a cancellation trial based on non-use is requested for
"camisole dresses, camisoles used as townwear" (17A01) in
the designated goods of the prior trademark registration,
and the prior trademark holder proves the use of "camisoles"
(17A01, 17A02) in a written answer. In this case, how is this
handled during the trial, and is the prior trademark registration
canceled?

"Camisoles" of which the prior trademark holder proves the
use are goods of "duality” type. When the use of "camisoles
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used as townwear" is found by reference to the written
answer and evidentiary documents, the prior trademark
is maintained. However, when only the use of "camisole
underwear" is found by reference to the written answer and
evidentiary documents, it is conceivable to argue to that effect
in a written rebuttal and request cancellation of the prior
trademark registration.

We will now discuss the goods of "integration" type. Let
us assume, for example, that an application designating
"photographs [printed]" (26D01) is filed, a prior trademark
designating "downloadable image files" is cited, a cancellation
trial based on non-use is requested for "downloadable image
files" (24E02, 26D01) in the designated goods of the prior
trademark registration, and the prior trademark holder proves
the use of "electronic publications" (26A01, 26D01) (Fig. 6).

An example of the prior trademark holder's argument in a
written answer is as follows. "Downloadable image files" in
the cancellation request are goods corresponding to image
data. However, "electronic publications" of which the use is
proven are goods having the aspects of both "books" (26A01)
and "image data" (26D01), and thus, they can be regarded
as goods belonging to the category of books and goods
belonging to the category of image data. That is, the use of
electronic publications can be regarded as the use of image
data, and thus, the prior trademark registration should be
maintained.

An example of the demandant's argument in a written
rebuttal in response to the argument above is as follows.
"Electronic publications" are not positioned as the subordinate
concept of "downloadable image files" in the Examination
Guidelines, and are listed in parallel as the separate goods
having no inclusion relation. Even if electronic publications
are goods having the aspect of image data, they also have
the aspect of books and they are integrated goods of books
and image data, and thus, they cannot be regarded as goods
belonging to the same category as that of image data that
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does not have the aspect of books. Therefore, the prior
trademark registration should be canceled.

The notion that electronic publications are new goods of
"integration" type incorporating books and image data, rather
than composite goods of books and image data, or goods
of "duality" type, brings about the understanding that they
cannot be regarded as goods belonging to the category of
image data. We think that this understanding is reasonable
because it matches the following:

in the Examination Guidelines, a group of similar goods are
enclosed in a solid box and serve as a heading, and a plurality
of headings are enclosed in a dashed box and provided with a
comprehensive concept indication; and

in the system for requesting a cancellation trial based on
non-use, the use of similar goods cannot be considered as the
use of a registered trademark in connection with the goods
for which cancellation is requested, in accordance with the
provision of Paragraph 1 of Article 50 of the Trademark Act,
"where a registered trademark has not been used in Japan in
connection with any of the designated goods and designated
services ..".

5. Conclusion

The world is full of a wide variety of goods, and goods
of new concepts are being created every day. In order to
achieve adequate protection by the Trademark Act under
these circumstances, we think that it is important to identify
the essential purpose and function of goods and appropriately
indicate designated goods, correctly determine the similarity
based on assigned similar group codes, and respond to
examination and trial in light of the essential features of
goods.
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